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WEDNESDAY, MARCH 9, 1955 


House or REpREsENTATIVES, 
SuspcomMitrtee No. 3 or THE COMMITTEE ON THE JUDICIARY, 


Washington, D. C. 


The subcommittee met at 10 a. m., pursuant to notice, in room 346, 
Old House Office Building, Hon. Edwin E. Willis (chairman of the 
subcommittee) presiding. 

Present: Representatives Willis, Jones, Brooks, Quigley, Crum- 
packer, and Curtis. 

Committee counsel: Cyril F. Brickfield. 

Mr. Wis. The committee will come to order. Today we will 
receive testimony in connection with bills H. R. 2128, H. R. 3134, 
and H. R. 4700. 


(The above-mentioned documents are as follows:) 


[H. R. 2128, 84th Cong., 1st sess.] 


A BILL To authorize the extension of patents covering inventions whose practice was 
prevented or curtailed during certain emergency periods by service of the patent owner 
in the Armed Forces or by production controls 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That (a) if at any time during any of the 
periods specified in subsection (d) of this section— 

(1) the term of any patent of the United States including time during 
which any individual or individuals, owning solely or jointly with his spouse 
or their spouses the entire interest in such patent, was or were performing 
honorable service on active duty in the Army, Navy, Air Force, Marine 
Corps, or Coast Guard, which service prevented or substantially curtailed 
the normal use, exploitation, promotion, or development of the patent; or 

(2) the normal use, exploitation, promotion, or development of the in- 
ventions described and claimed in any patent of the United States was 
prevented or substantially curtailed by any order of an agency of the Gov- 
ernment prohibiting or limiting the production or use of any class of 
machines, articles, or materials, or the use of any class of processes or formu- 
las; or 

(3) to further the interests of the United States of America, the owner 
of such patent has heretofore granted a license thereunder to the United 
States, or to manufacturers, producers, or contractors authorizing them 
to produce or furnish goods or services for or to the United States, without 
payment of royalty, or at a nominal royalty, such license having been 
granted by such owner to promote any war effort, or any program of re- 
armament or preparation for the national defense, in which the United 
States has been engaged since the invasion of Poland by Germany on Sep- 
tember 1, 1939; and since September 1, 1989, under the authority of such 
license, the United States, or manufacturers, producers, or contractors fur- 
nishing goods or services to the United States, have made substantial use 
of the invention embodied in such patent in the production or furnishing 
of goods or services for or to the United States, such use of said invention 
having been of material assistance and benefit to the United States in 
connection with any war effort, or any program of rearmament or preparation 
for the national defense, which granting of a license prevented or sub- 
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stantially curtailed the normal use, exploitation, promotion, or develop- 
ment of the patent ; 
then the term of such patent may be extended in accordance with the provisions 
of this Act. 

(b) The period of extension of a patent under this Act shall be a further 
term from the expiration of the original term as follows: 

(1) In cases where the only grounds for extension are those described in 
subsection (a) (1) of this section, the further term shall equal twice the 
length of the active service during the applicable period or periods speci- 
fied in subsection (d). 

(2) In cases where the only grounds for extension are those described 
in subsection (a) (2), the further term shall equal the time for which (dur- 
ing the applicable period or periods specified in subsection (d)) the practice 
of the inventions described and claimed in the patent was prevented or sub- 
stantially curtailed as set forth in subsection (a). 

(3) In cases where the only grounds for extension are those described in 
subsection (a) (3), the further term shall equal the period during which 
the initial license granted by the owner of such patent, without payment of 
royalty, or at a nominal royalty, was in effect after September 1, 1939: 
Provided, however, That in no event shall the period of extension hereunder 
be greater than the period during which the normal use, exploitation or 
development of the patent was prevented or substantially curtailed. 

(4) In cases where grounds for extension exist under more than one para- 
graph of subsection (a), the further terms designated in this subsection (b) 
shall not be cumulative but shall be determined under the applicable para- 
graph of this subsection (b) which results in the longest extension. 

(c) If the ownership of the patent at the time the circumstances, described in 
subsection (a), which qualify the patent for extension, first arose, is different 
from the ownership at the time of the filing of the application for extension 
under this Act, such application shall be acted upon only if the owner or owners 
at the time such circumstances first arose (or their legal representatives) have 
joined in such application. 

(d) The periods during which one or more of the circumstances described in 
subsection (a) (1) or subsection (a) (2) must have occurred in order to 
qualify a patent for extension under this Act are as follows: 

(1) The period beginning December 7, 1941, and ending September 2, 1945. 

(2) The period beginning June 26, 1950, and ending July 26, 1953. 

(e) For the purposes of this section, a reissue patent shall be considered to 
be the same patent as that which it supersedes. 

Sec. 2. On the filing of an application for extension of the term of a patent 
hereunder, together with such information as may be required by the Com- 
missioner, and upon payment of such initial fees as the Commissioner may from 
time to time prescribe, the Commissioner shall publish a notice thereof in the 
Official Gazette of the Patent Office. Within sixty days from such publication 
any person may oppose an application for extension by filing with the Commis- 
sioner a notice of opposition thereto stating the grounds therefor, which shall 
not include any charge that the patent is invalid. If a proper notice of opposi- 
tion is filed and payment is made by the opponent of such initial fees as the 
Commissioner may from time to time prescribe, the Commissioner shall set a 
day for hearing which shall be within forty-five days of the date of the filing of 
such notice of opposition, and shall give not less than thirty days’ notice of such 
hearing to the parties in interest. Upon the hearing the parties in interest shall 
present such evidence as they believe is relevant and such other pertinent 
evidence as may be required by the Commissioner. If, from all the evidence 
presented before him, the Commissioner is satisfied that a patent should be 
extended in accordance with this Act, he shall grant such extension. The Com- 
missioner shall take action granting or denying an extension within six months 
after the filing of an application for extension. The Commissioner shall fix the 
total fees (not exceeding $150) to be paid by each applicant for extension of the 
term of a patent hereunder and the total fees (not exceeding $50) to be paid 
by each opponent to an application, the specific amount of all such fees to be 
determined according to the work of the Patent Office required in processing 
the application or in hearing an opponent thereto as the case may be, and the 
estimated cost thereof to the Patent Office. 

Sec. 3. If any applicant for an extension is dissatisfied with the decision of 
the Commissioner or of any board established by the Commissioner for the de- 
termination of applications for extensions, he shall have the same remedy by 
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appeal to the United States Court of Customs and Patent Appeals, or suit in 
the District Court for the District of Columbia, as provided in the case of ap- 
plications for patent. 

Sec. 4. The Commissioner shall issue a certificate evidencing the granting of 
an extension hereunder. A notice of the granting of an extension shall appear 
in the Official Gazette of the Patent Office. 

Sec. 5. Upon the issuance of the certificate of extension, said patent shall 
have the same force and effect in law as though it had been originally granted 
for seventeen years plus the term of such extension, except as otherwise provided 
herein. 

Sec. 6. Except where the owner of a patent extended hereunder was entitled 
to royalties under said patent (whether or not such royalties were received 
or waived) for any class of machines, articles or materials, or for the use of 
any class of processes or formulas, produced or furnished exclusively to or for 
the benefit of the United States, or used exclusively by or for the benefit of the 
United States, no patent extended under the provisions of this Act shall serve 
as a basis for any claim by reason of manufacture, use or sale by or for the 
United States during the period of extension, and the rights of the United States 
shall remain in all respects as if such patent had not been extended. 

Sec. 7. In the event that an extension is not issued until after the date of 
expiration of the original term of a patent or reissue thereof, the extension order 
shall provide that any vested rights arising out of the actual manufacture, 
use, or sale of the invention covered by the patent so extended, which took place 
after the said expiration and before the issuance of the extension order may con- 
tinue during the remainder, if any, of the period of the extension upon such 
terms and conditions as the Commissioner may prescribe, including the payment 
of reasonable royalties, providing the person or persons claiming such vested 
rights establish such rights to the satisfaction of the Commissioner upon a 
hearing. 

Sec. 8. In any action for infringement after the expiration of seventeen years 
from the grant of the patent and during the period of such extension, the de- 
fendant may plead and prove that any material statement of the application for 
extension required by this Act is not true in fact; and if any one or more of such 
statements shall be found untrue in fact, judgment shall be rendered for the de- 
fendant, with costs. 

Sec. 9. Any application for the extension of the term of a patent hereunder 
shall be filed within one year from the effective date of this Act except for 
applications which are filed under subsection (a) (1) of section, 1, which applica- 
tions shall be filed within one year from the effective date of this Act or within 
one year from the date of the applicant’s honorable discharge from service. 





[H. R. 3134, 84th Cong., Ist sess.] 


A BILL To provide for extension of terms of patents where the use, exploitation, or promo- 
tion thereof was prevented, impaired, or delayed by causes due to war, national emergency, 
or other causes 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That within one year after the effective date 
of this Act, where the normal use, exploitation, promotion, or development of a 
patent has been impaired by (1) the granting of a license to the United States 
at a nominal or no royalty; or (2) restrictions or prohibitions imposed by the 
United States by reason of war or other national emergency or by other circum- 
stances beyond the control of the owner, application for extension of the patent 
may be made to the Commissioner of Patents by a sole or a joint owner thereof, 
or by a person who during such period or at the time of the filing of the 
application has a right or interest, legal or beneficial, in or under the patent. 

Sec. 2. The applicant shall state the grounds upon which the application is 
made and the essential facts in support thereof, the names and addresses, 
insofar as known to the applicant, of all persons, firms, or corporations, if any, 
who at the time of the making of the application have any right or interest in or 
under the patent. 

Sec. 3. On the filing of such an application the Commissioner of Patents shall 
(1) publish a notice of the filing in the Official Gazette of the Patent Office, (2) set 
the earliest practicable date for a hearing on such application, and (3) give at 
least thirty days’ written notice of a hearing to the applicant and to each person 
named in the application as having a right or interest in or under the patent. 
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Sec. 4. On the hearing, the applicant shall present evidence as to the existence 
and the duration of the circumstances specified in section 1 of this Act. Any 
person named in the application as having a right or interest in or under the 
patent may appear for the purpose of assisting in or opposing the evidence 
submitted. 

Sec. 5. If, from the evidence presented, the Commissioner of Patents is satisfied 
that a patent should be extended, he shall grant an extension for a period equal 
to the time during which the use, exploitation, or promotion of such patent was 
substantially prevented, impaired, or delayed by reason of the circumstances 
mentioned in section 2 of the Act. 

Sec. 6. If any applicant for an extension is dissatisfied with the decision of 
the Commissioner of Patents or any board established by the Commissioner of 
Patents for the determination of such applications, he may appeal to the United 
States Court of Customs and Patent Appeals within thirty days after the making 
of the decision. The appellant shall give written notice thereof to the Commis- 
sioner specifying the grounds of the appeal. The Court of Customs and Patent 
Appeals, on petition, shall hear and determine such appeal in the same manner 
and with the same force and effect as other appeals from Patent Office decisions. 

Sec. 7. The Commissioner of Patents shall (1) issue a certificate evidencing 
the granting of an extension pursuant to a decision by him or the Court of 
Customs and Patent Appeals and (2) publish a notice of the granting of an 
extension in the Official Gazette of the Patent Office. 

Sec. 8. Upon the issuance of the certificate of extension, the patent shall have 
the same force and effect in law as though it had been originally granted for 
seventeen years plus the term of such extension, except that— 

(1) no patent extended under the provisions of this Act serves as a basis 
for any claim by reason of manufacture, use, or sale by or for the United 
States during the period of extension, and the rights of the United States 
shall remain in all respects as if such patent had not been extended ; and 

(2) an extension granted under the provisions of this chapter does not 
impair the right of anyone who before the passage of this Act was bona 
fide in possession of any rights in patents or applications for patents conflict- 
ing with the rights in any patent extended under the Act. An extension 
granted under this Act does not impair the right of anyone who was lawfully 
making, using, or selling before the passage af this Act the invention covered 
by the extended patent, but any such person may make, use, or sell the inven- 
tion covered by such conflicting patent, or application for patent, or continue 
or resume such manufacture, sale, or use during the extension of the patent, 
subject to the payment of a reasonable royalty for any period subsequent 
to the date on which the extension of the patent was granted. 

Sec. 9. A license under an extended patent has the option of continuing the 
license for the period of the extension or any part thereof on the terms contained 
in the existing license, or of discontinuing the license on the expiration of the 
original term of the patent. If an extension is not issued until after the date 
of expiration of the original term of the patent, any machine, manufacture, or 
composition of matter made after said date and before the issuance of the 
extension, which would have infringed the patent had the patent been in force, 
may be sold or used after the issuance of the extension without any liability 
for infringement of the patent during the extended term by reason of such 
making, using, or vending, nor shall anyone who, after the date of expiration 
of the patent and before the date of its extension, has used an art which would 
have infringed the patent had the patent been in force, be liable for infringe- 
ment of the patent during that period. 

Sec. 10. In any action for infringement after the expiration of seventeen years 
from the grant of the patent and during the period of extension, the defendant 
may plead and prove that any material statement of the application for ex- 
tension required by this chapter is not true in fact; and if any such statement 
is found untrue in fact, judgment shall be rendered for the defendant, with 
costs. 

Sec. 11. The Commissioner of Patents, subject to the approval of the Secretary 
of Commerce may, from time to time, establish regulations, not inconsistent 
with law, for the conduct of proceedings in the Patent Office under this Act, 
and may establish a board, acting under his direction and supervision, to hear 
and determine applications hereunder. 

Seo. 12. This Act shall take effect ninety days after approval. 
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(H. R. 4700, 84th Cong., Ist sess.] 


A BILL To provide for extension of terms of patents where the use, exploitation, or 
promotion thereof was prevented, impaired, or delayed by causes due to war, national 
emergency, or other causes 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That title 35, United States Code, **Patents,” 
is amended by adding a new chapter following section 188, as follows: 


CHAPTER 18—ExTENSIONS OF PATENTS 
i956. Application for extension. 
197. Notice. 
198. Evidence. 
199. Grant of extension. 
200. Effect of extension. 
§ 196. Application for extension 

(a) When the normal use, exploitation, promotion, or development of a patent 

has been prevented, impaired, or delayed by reason of— 
(1) the granting of a license to the United States without payment of 
royalty or at a nominal royalty; 
(2) any restrictions or prohibitions imposed by the United States by rea- 
son of a war or other national emergency ; or 
(3) any circumstance beyond the control of the owner or holder or result- 
ing from the existence in the United States of a state of war or other national 
emergency ; 
application for an extension. of the patent may be filed with the Commissioner 
of Patents, accompanied by the statutory fee. 

(b) The application shall state the grounds upon which it is made, together 
with a statement of the essential facts in support thereof, the names and ad- 
dresses, insofar as known to the applicant, of all persons, firms, or corporations, 
if any, who at the time of the making of the application have any right or inter- 
est in or under the patent. 

(c) The application for extension may be made by (1) the then owner or 
owners of the patent, or (2) any person who, during the period when there 
existed the circumstances mentioned in subsection (a), was the sole or joint 
owner with others of such patent and who also, at the time of the filing of the 
application for such extension, has a right or interest, legal or beneficial, in or 
under such patent. 

(d) The Commissioner of Patents, subject to the approval of the Secretary of 
Commerce may, from time to time, establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent Office for extensions of patents 
under this chapter, and may establish a board, acting under his direction and 
supervision, to hear and determine applications for extensions of patents 
hereunder, 


§ 197. Notice 

On the filing of an application for extension of the term of a patent the Com- 
missioner of Patents shall (a) publish a notice of the filing of such application 
in the Official Gazette of the Patent Office, (b) set the earliest practicable date 
for a hearing on such application, and (c) give at least thirty days’ prior written 
notice of such hearing date to the applicant and to each of the persons, firms, or 
corporations, having any right or interest in or under the patent as shown by the 
application for the extension. 
§ 198. Evidence 

(a) For the purpose of establishing a right to an extension, the applicant 
shall present evidence as to the existence and the duration of the circumstances 
specified in section 196 of this title. Any persons, firms, or corporations having 
any right or interest in or under the patent may appear for the purpose of assist- 
ing in or opposing the evidence submitted. 


§ 199. Grant of extension 


(a) If, from all the evidence presented before him, the Commissioner of Patents 
is satisfied that a patent should be extended in accordance with the policy of this 
chapter, he shall grant such extension for a period commensurate with the 
extent to which the normal economic return from such patent was prevented, 
impaired, or delayed during the period specified in section 196 of this title and 
by reason of the circumstances mentioned therein. 
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(hb) If any applicant for an extension is dissatisfied with the decision of the 
Commissioner of Patents or any board which may be established by the Com- 
missioner of Patents for the determination of applications for extensions, he 
may appeal to the United States Court of Customs and Patent Appeals within 
thirty days of the decision from which the appeal is taken. When an appeal is 
taken to the United States Court of Customs and Patent Appeals, the appellant 
shall give notice thereof to the Commissioner and shall file in the Patent Office. 
within said thirty-day period, his reason for appeal specifically, set forth in 
writing. The Court of Customs and Patent Appeals, on petition, shall hear 
and determine such appeal in the same manner and with the same force and 
effect as other appeals from the Patent Office tribunals. 

(c) A certificate evidencing the granting of an extension pursuant to a decision 
by the Commissioner of Patents or the Court of Customs and Patent Appeals 
shall be issued by the Commissioner of Patents and a notice of the granting of 
an extension shall appear in the Official Gazette of the Patent Office. 

§ 200. Effect of extension 

(a) Upon the issuance of the certificate of extension, said patent shall have 
the same force and effect in law as though it had been originally granted for 
seventeen years plus the terms of such extension, except as otherwise provided 
herein. 

(b) No patent extended under the provisions of this Act shall in any way serve 
as a basis for any claim by reason of manufacture, use, or sale by or for the 
United States during the period of extension, and the rights of the United States 
shall remain in all respects as if such patent had not been extended. 

(c) No extension granted under the provisions of this chapter shall impair 
the right of anyone who before the passage of this chapter was bona fide in 
possession of any rights in patents or applications for patents conflicting with 
the rights in any patent extended under the Act, nor shall any extension granted 
under this chapter impair the right of anyone who was lawfully making, using, 
or selling before the passage of this chapter the invention covered by the 
extended patent, but any such person shall have the right to make, use, or vend 
the invention covered by such conflicting patent, or application for patent, or 
to continue or resume such manufacture, sale or use during the extension 
of the patent, subject to the payment of a resonable royalty for any period 
subsequent to the date on which the extension of the patent was granted. 

Any licensee under a patent which is extended shall have the option of 
continuing the license for the period of the extension or any part thereof on 
the same terms and conditions as contained in the existing license or of dis- 
continuing said license on the expiration of the original term of the patent. 
If an extension is not issued until after the date of expiration of the original 
term of the patent, any machine, manufacture, or composition of matter made 
after said date and before the issuance of the extension, which would have 
infringed the patent had the patent been in force, may be sold or used after the 
issuance of the extension without any liability for infringement of the patent 
during the extended term by reason of such making, using, or vending, nor 
shall anyone who, after the date of expiration of the patent and before the 
date of its extension, shall have used an art which would have infringed the 
patent had the patent been in force, be liable for infringement of the patent 
during such period. 

(d) In any action for infringement after the expiration of seventeen years 
from the grant of the patent and during the period of such extension, the 
defendant may plead and prove that any material statement of the application 
for extension required by this chapter is not true in fact; and if any one or 
more of such statements shall be found untrue in fact, judgment shall be 
rendered for the defendant, with costs. 

Sec. 2. The analysis of part II of title 35, United States Code, immediately 
preceding section 100 is amended by adding thereto : 


“Eee GF POUR a on. oben eb deb emiete we dean pee te ad 366" 


Sec. 3. Section 41 of title 35, United States Code, is amended by inserting at 
the end of subsection (a): 

“12. For filing an application for extension of a patent, $30.” 

Sec. 4. This Act shall take effect ninety days after approval. 


Mr. Wiiuis. Without objection, I am going to make the report of 
the Department of Commerce on this legislation a part of these hear- 
ings at this point and, Mr. Brickfield, will you see to it that any other 
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reports from the various Government departments which are received 
hereafter are incorporated into the record at this point. 

Mr. Brickrrevp. Yes, sir. 

THE SECRETARY OF COMMERCE, 
Washington, D. C., March 8, 1955. 
Hon. EMANUEL CELLER, 
Chairman, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 

Dear Mr. CHAIRMAN: This letter is in reply to your request for the views of 
the Department of Commerce with respect to H. R. 2128, a bill to authorize the 
extension of patents covering inventions whose practice was preveuted or cur- 
tailed during certain emergency periods by service of the patent owner in the 
Armed Forces or by production controls, and H. R. 3134, a bill for the same 
general purpose. 

If it should be determined as a matter of policy by the Congress that H. R. 
2128 should be enacted, the Department of Commerce would interpose no objec- 
tion to such action. 

We are, however, concerned with respect to certain administrative difficulties 
which may develop in connection with such a law. During the period covered 
there were approximately 850,000 patents in effect. Of these, approximately 
450,000 would not be eligible for the benefits of the law because of their dates of 
expiration. The actual number of owners who would seek the benefit of the law 
is, of course, unknown but might be very large. All applications under the bill 
are required to be filed for processing within 1 year from enactment of the law 
and to be processed within 6 months after filing. Such action could, depending 
on the demands, present an extremely difficult and expensive administrative 
problem. 

Consistent with Reorganization Plan No. 5 of 1950, the authority granted by 
H. R. 2128 should be placed in the Secretary of Commerce rather than the Com- 
missioner of Patents. Adequate authority exists under the reorganization plan 
to allow the Secretary to arrange for the performance of such functions as 
described by the bills. 

The bill appears to lack specific authority for the promulgation of regulations. 
Such action would appear necessary in carrying out the functions. 

With respect to H. R. 3134, a bill for the same general purpose, now under 
consideration by your committee, you are advised that the Department of Com- 
merce is opposed to its enactment. The benefits of the law would be applicable 
on a much broader basis than in the case of H. R. 2128 and in addition would 
be unlimited as to the period covered. 

We are advised by the Bureau of the Budget that it would interpose no objec- 
tion to the submission of such report as is deemed appropriate in this matter. 
The Bureau of the Budget further advises that it “is opposed in principle to 
using exceptions to the patent system as a method of bestowing benefits on 
selected individuals or corporations. Benefits under these bills would have little, 
if any, relation to the injury sustained by the patentee; persons reasonably 
relying on the terms of a patent might be damaged; administration of the ex- 
ceptions would present difficulties and may require increased funds for the 

,atent Office; and extension of patents whose practice was curtailed by produe- 
tion controls would so widen the area of exceptions as to serve as an important 
precedent for additional exceptions in the future. A great many people were 
unable to fully exploit their profession or property as a result of: production 
controls. Enactment of these bills would bestow benefits on a very small group 
of them even though there seems to be no convincing evidence that this group 
has a specially meritorious claim.” 
Sincerely yours, 
SINCLAIR WEEKS, 
Secretary of Commerce. 


DEPARTMENT OF JUSTICE, 
OFFICE OF THE Deputy ATTORNEY, GENERAL, 

Washington, D. C., April 14, 1955. 

Hon. EMANUEL CELLER, 

Chairman, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 
DEAR Mr. CHAIRMAN: This is in response to your request for the views of the 
Department of Justice concerning the bill (H. R. 2128) to authorize the exten- 
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sion of patents covering inventions whose practice was prevented or curtailed 
during certain emergency periods by service of the patent owner in the Armed 
Forces or by production controls. 

The bill would authorize the extension of the terms of certain patents, the 
normal use, exploitation, promotion or development of which was prevented or 
substantially curtailed either because of service of the owner in the Armed 
Forces, or because of the grant of royalty free licenses to the United States, or 
because of an order by an agency of the Government which limited or pro- 
hibited production. The owner of such patents would be permitted to file an 
application with the Commisisoner of Patents who would take action either 
granting or refusing the requested extension. Appeal processes would be pro- 
vided to the United States Court of Customs and Patent Appeals or the District 
Court for the District of Columbia in the event any applicant is dissatisfied 
with the decision of the Commisisoner. 

The bill would benefit only some of a group of manufacturers who were pro- 
hibited from producing similar articles. Many groups, other than patentees, 
can claim injury to their business due to the war and war orders. Furthermore, 
many of the patents that might be extended have expired. The extension and 
subsequent revival of these expired patents would create inequity in their effect 
upon investments, commitments and plans made in reliance on the normal ex- 
piration of patents. The bill would create uncertainty as to the expiration date 
of all patents. Versons and corporations who have made plans and preparations 
to begin manufacture of a patented item when the patent therefor expires 
should, except in extraordinary cases, be secure in the knowledge that the 
patent will expire in accordance with its terms and not be extended or revived 
for an indeterminate period. 

It is the view of the Department that the present statutory provision for 
the granting of patent monopolies for 17 years constitutes a fair and reasonable 
enactment under article I, section 8 of the Constitution, and that extension of 
patents as contemplated by the bill is unwarranted. 

Accordingly, the Department of Justice is ‘unable to recommend the enact- 
ment of this bill. 

The Bureau of the Budget has advised me that there is no objection to the 
submission of this report. 

Sincerely, 
WILLIAM P. ROGERS, 
Deputy Attorney General. 


Mr. Wiiuts. The first witness we will have on the list today is our 
colleague from Texas, Mr. Fisher, who, I think, offered the bill, H. R. 
2128, and I might mention that a bill along that line, or probably 
almost identical to it, was the subject of quite : extensive hearings here- 
tofore under the chairmanship, or at least under the sponsorship of 
one of our distinguished colleagues on this committee, Mr. Crum- 
packer, and that that bill was approved by this committee, passed by 
the House, and was approved by the parallel Senate committee on pat- 
ents, but somehow did not reach conclusion on the floor of the Senate. 

Mr. Fisher, we will be glad to hear from you. 


STATEMENT OF HON. 0. C. FISHER, REPRESENTATIVE FROM THE 
21ST DISTRICT OF TEXAS, HOUSE OF REPRESENTATIVES, UNITED 
STATES CONGRESS 


Mr. Fisner. Mr. Chairman, as you have stated, this bill is identical 
in every respect with H. R. 3534, which was passed by the House last 
year and introduced by a distinguished member of this committee, Mr. 
Crumpacker. It is actually the same bill. It encompasses, I think, 
and as I understand it, the best features of several bills last year, cov- 
ering all pertinent phases of the subject of patent extensions. 

It received the unanimous support of the subcommittee of the Judi- 
ciary here which handled it, it passed the House unanimously, and was 
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objected to by one objection in the Senate when it was put on the con- 
sent calendar over there, unfortunately. 

I will be very brief and let others discuss the details of this. As 
was the case with the bill last year, there are three main objectives of 
this bill. First, to give relief to members of the Armed Forces who 
were prevented from exploiting their patents while in the service. 
Second, to give relief to owners who were prevented by direct Gov- 
ernment stop orders from using their patents. Third, to give relief to 
patent owners who granted free licenses to the Government and were 
deprived of any or received only nominal return during the free 
Government license period. 

As you know, the term of a patent is 17 years, and when through 
Government action this term is reduced, in justice to the patent owner, 
it seems to me that the time taken away should be restored. Without 
going into the niceties of legal theories regarding the characteristics 
of the rights granted to inventors, it seems to me the good faith of 
the Government is involved here. 

In this connection, I would like to call your attention to the signifi- 
‘ant words of the Constitution by which Congress is granted the 
power— 
to promote the progress of science and useful arts, by securing for limited times 
to authors and inventors the exclusive rights to their respective writings and 
discoveries (art. I, see. 8, clause 8). 

The basic question presented by this bill is whether or not the Con- 
gress, pursuant to this purposeful grant of power in the Constitution 
alre ady has passed legislation under which the Government has fully 
discharged the obligations it assumed by the issuance of patents to 
inventors. 

To weigh the equities of the proposed legislation now under con- 
sideration, it is immaterial to me whether the holder of a patent issued 
under our present laws has the exclusive rights to its full use and 
exploitation or whether he has merely a right to exclude others from 
its use. 

Under any theory, the fundamental issue here is whether or not the 
Government has fairly and diligently and completely carried out the 
obligations thus assumed. 

issentially, the rights granted to an inventor by the issuance of a 
patent under our laws are analogous to those which arise out of a 
simple contract. In exchange for the public disclosure and dedication 
of an invention, the Government of the United States solemnly under- 
takes to secure to the inventor the exclusive rights to the use of his 
invention for a full period of 17 years. That is the inducement to 
inventors which the Government has long offered by law and upon 
which inventors have been led to rely. 

Now, as legislators we would be justifiably incensed if someone pro- 
posed that we enact a statute arbitrarily reducing the terms of patents 
heretofore issued and outstanding from the issued period of 17 years 
to a period of 13 years or even less. 

We would regard such a proposal as a clear violation of the obli- 
gations which the Government assumed when the patent was issued, 
and yet the result is the same when the Government during public 
emergencies issues an order directing that for a period of time, the 
holder of a patent shall not use certain machines or articles or ma- 
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terials or processes the use of which is necessary to the use or develop- 
ment or manufacture or exploitation of a patented invention. 

A similar result occurs when the inventor himself is drafted into 
the armed services or is accepted for enlistment. therein. 

The fact that the Government does not take such drastic measures 
except during public emergencies does not justify the Government 
refusing to make reasonable restitution for that part of the 17-year 
period of the patent during which the action of the Government 
prevented or substantially curtailed the use and development of the 
patent. ny St} 

In my opinion, the Congress should make a reasonable restitution 
in those classes of cases most directly affected by restoring the parties 
affected as far as possible to their original position after the emer- 
gency that necessitated the unilateral action on the part of the 
Government. 

The right to the exclusive use of a patented invention for the full 
17 years is analagous to a right of property. Where the Government 
expropriates private property for public use, it is required by the 
Constitution to pay just compensation for it. 

If public emergencies such as World War IT, or the Korean conflict, 
force the Government to abridge the special obligations it assumed 
by the issuance of patents, the least the Government can do to make 
good its original undertaking is to extend the terms of such patents 
for a period corresponding to that during which the normal use or 
development. of the patent was prevented or substantially curtailed. 

In conclusion, it seems to me that unless a bill such as H. R. 2128 
is enacted into law, we cannot contend that our Government has fairly 
and justly carried out the obligations it assumed by the issuance of 
patents under our laws. 

Mr. Wituis. Thank you very much, Mr. Fisher. 

Mr. Fisuer. Thank you, Mr. Chairman. 

(The written statement of Mr. Fisher follows :) 


STATEMENT OF CONGRESSMAN QO. C, FISHER 

Mr. Chairman, I want to express my appreciation to you and to the members 
of this committee for granting early consideration to the bill, H. R. 2128, and 
for affording me this opportunity of being heard on the subject of patents 
extension. This bill is identical in every respect to the bill (H. R. 3534) passed 
by the House last year, and which was introduced by a distinguished member 
of this committee, Mr. Crumpacker. 

You will recall that the bill (H. R. 3534) that passed last year encompassed 
the best features of several bills covering all pertinent phases of the subject 
of patents extension. It received the unanimous support of the subcommittee, 
and subsequently, the unanimous support of the full Judiciary Committee. The 
bill passed the House without objection and was favorably reported by the 
Senate Judiciary Committee during the last few days of the 83d Congress. 
When the bill was up for consideration on the Consent Calendar, there was an 
objection so it failed of passage. 

As was the case with the bill last year, there are three main objectives of 
the bill (H. R. 2128): First, to give relief to members of the Armed Forces 
who were prevented from exploiting their patents while in the service. Second, 
to give relief to owners who were prevented from using their patents by direct 
Government stop orders. Third, to give relief to patent owners who granted 
free license to the Government and were deprived of any or only nominal return 
during the free Government license period. 

The term of a patent is only 17 years, and when through Government action 
this term is reduced, in justice to the patent owners, it seems to me that the time 
taken away should be restored. Without going into the niceties of legal theories 
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regarding the characteristics of the rights granted to inventors, I would like 
to make a few remarks in regard to the fundamental merits of this bill as a 
demonstration of the determination of Congress to redeem the merited reputa- 
tion that our Government holds for discharging whatever obligations it assumes. 
In this connection, I would like to call your attention to the significant words of 
the Constitution by which Congress is granted the power “to promote the progress 
of science and useful arts, by securing for limited times to authors and inventors 
the exclusive rights to their respective writings and discoveries” (art. I, sec. 8, 
clause 8). The basic question presented by this bill is whether or not the Con- 
gress, pursuant to this purposeful grant of power in the Constitution, already 
has passed legislation under which the Government has fully discharged the 
obligations it assumed by the issuance of patents to inventors. To weigh the 
equities of the proposed legislation now under consideration, it is immaterial to 
me whether the holder of the patent issued under our present laws has the 
exclusive rights to its full use and exploitation or whether he has merely a 
right to exclude others from its use. Under any theory, the fundamental issue 
here is whether or not the Government has fairly and diligently and completely 
carried out the obligations thus assumed. 

Essentially, the rights granted to an inventor by the issuance of a patent under 
our laws are analogous to those which rise out of a simple contract. In exchange 
for the public disclosure and dedication of an invention, the Government of the 
United States solemnly undertakes to secure to the inventor the exclusive rights 
to the use of his invention for a full period of 17 years. That is the inducement 
to inventors which the Government has long offered by law and upon which 
inventors have been led to rely. 

Now, as legislators we would be justifiably incensed if some one proposed that 
we enact a statute arbitrarily reducing the terms of patents heretofore issued 
and outstanding from the issued period of 17 years to a period of 13 years or even 
less. We would regard such a proposal as a clear violation of the obligations 
which the Government assumed when the patent was issued. And yet the result 
is the same when the Government during public emergencies, issues an order 
directing that for a period of time the holder of a patent shall not use certain 
machines or articles or materials or processes the use of which is necessary to the 
use or development or manufacture or exploitation of a patented invention. <A 
similar result occurs when the inventor himself is drafted into the armed services 
or is accepted for enlistment therein. 

The fact that the Government does not take such drastic measures except 
during public emergencies does not justify the Government refusing to make 
reasonable restitution for that part of the 17-year period of the patent during 
which the action of the Government prevented or substantially curtailed the use 
and development of the patent. In my opinion, the Congress should make a 
reasonable restitution in those classes of cases most directly affected by restor- 
ing the parties affected to their original position as far as possible after the 
emergencies that necessitated the unilateral action on the part of the Government. 

The right to the exclusive use of a patented invention for the full 17 vears is 
analogous to a right of property. Where the Government expropriates private 
property for public use it is required by the Constitution to pay just compen- 
sation for it. If public emergencies such as World War II or the Korean conflict 
force the Government to abridge the special obligations it assumed by the issuance 
of patents, the least the Government can do to make good its original undertaking 
is to extend the terms of such patents for a period corresponding to that during 
which the normal use or development of the patent was prevented or substantially 
curtailed. 

In conclusion, it seems to me that unless such as H. R. 2128 is enacted into 
law, we cannot contend that our Government has fairly and justly carried out 
the obligations it assumed by the issuance of patents under our laws. 

Mr. Chairman, with your permission, I would like to leave a discussion of the 
details of this bill to the Patent Office and the law associations. They would be 
more familiar with the legal ramifications since they are intimately concerned 
with the patent laws and its day to day administration. 


Mr. Wiis. At this point we will insert in the record a statement 
of Hon. Chauncey W. Reed, another member of this committee, who 
favors the bill H. R. 3134. 
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(The above-mentioned document is as follows :) 


STATEMENT OF Hon. CHAUNCEY W. REED, CONGRESSMAN FROM ILLINOIS 


I introduced H. R. 3134 on January 26, 1955, as a bill for the extension of 
patents. I have introduced similar bills in the preceding Congresses because I 
felt there was a need for such legislation. The need for it has been emphasized 
in the past before previous committees by businessmen, lawyers, inventors, manu- 
facturers, and patent owners, as is attested by the record of the hearings over 
the past years. 

The bill provides an opportunity for a fair hearing and the granting of relief 
as an extension of patent to inventors or patent owners who believe that they are 
entitled to an extension. 

The Commissioner of Patents, familiar with such matters, would have juris- 
diction to decide all petitions for extension. Appeals from his decisions would 
go to the United States courts. 

H. R. 3134 is, in my opinion, sufficiently broad to encompass the rights of any 
inventor or patent owner, and this bill would automatically eliminate the neces- 
sity of introduction and consideration by the Congress of any private patent 
relief bills. 

The bill protects the general public in that under the notice of section 3, anyone 
can appear and for cause shown object to the extension of a particular patent. 

The bill protects the rights of persons having conflicting patents and provides 
for the right to a license on the payment of reasonable royalties during the 
period of extension. 

It protects a licensee and provides how his license may continue for the term 
of the extension. 

The passage of this bill will not increase the budget of the Patent Office, since 
it provides that the Commissioner of Patents may establish regulations for the 
conduct of such proceedings, which regulations will include assessment of costs 
of such proceedings. The Government is protected against belated claims for 
infringement under extended patents by section 8, paragraph 1 of the bill, which 
reads as follows: “No patent extended under the provisions of ths act serves as 
a basis for any claim by reason of manufacture, use, or sale by or for the United 
States during the period of extension, and the rights of the United States shall 
remain in all respects as if such patent had not been extended” ;. 

H. R. 3134 does not attempt to set up particular classes of inventors or patent 
owners to whom relief should be granted. 

Any attempt to legislate patent relief which circumvents part of the inventors 
or patent Owners may cause those excluded to more vociferously demand their 
opportunity to ask for such relief. 

Invention should be encouraged, and the passage of H. R. 3134 by the Congress 
will show the people that Congress is interested in the welfare of the inventor. 

It is my further understanding that all of the principal large countries in the 
world, excepting Russia, have similar patent extension laws, which laws dis- 
criminate against Americans because we do not have reciprocal patent extension 
laws. This condition should be corrected. 


Mr. Wiis. The next individual who will testify is Representative 
James B. Utt. Mr. Utt, we are glad to have you this morning. 


STATEMENT OF HON. JAMES B. UTT, REPRESENTATIVE FROM THE 
28TH DISTRICT OF CALIFORNIA, HOUSE OF REPRESENTATIVES, 
UNITED STATES CONGRESS 


Mr. Urr. Thank you. I am James B. Utt, an ke tion, whi of the 
28th District of California, and I introduced H. R. 4700, which was 


the same bill as Mr. Crumpacker had last year, and simply want to 
associate myself with the remarks made by Congressman Fisher and 
to say that I am urging the substantive part of this legislation, and 
not directing my remarks to H. R. 4700, but generally to the substan- 
tive matter before the committee. 
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I might state that I have no interest in any patent or manufactur- 
ing myself, but I was requested by constituents in my district who were 
greatly affected by the suspension of operations during the war on 
their patent, and I might give it as an example. 

They have a little piece of machinery that goes into an electric 
shaver. It was critical during the war, and they were given an order 
to cease and desist from manufacturing this item, so that their royalty 
dropped from around $14,000 a year down to nothing. 

Then, after the war, when they could proceed again, they began to 
build up to substantial amounts, but they were kept from operating 
for 5 years during the emergency. I think that it is only just and 
fair to the patentholder, as well as to the manufacturer , who was in 
the field and developed the product and developed a marketability, 
and should also have the protection of the extension of time on his 
lease of the patent, or use of the patent, I should say, rather than to 
throw it open to his competitors after all the work has been done by 
one promoting company. 

I have examined the objections of the Justice Department and the 
Department of Commerce, and I can see no problem which cannot be 
resolved there. I have no suggestions to make as to the form, but as 
to the substance I would certainly urge that this committee would 
give favorable consideration to one of the bills pending before them. 

Further than that, I have no more to say, Mr. Chairman. 

Mr. Wits. As I understand it, you offered this same bill to the 
last Congress; is that correct ? 

Mr. Urr. Yes, sir. 

Mr. Wuus. My recollection is that your bill and many others form 
the basis for a special study by Mr. Crumpacker at the time, so you 
did make a contribution to the Crumpacker bill, for which we are 
grateful. 

I think your bill is slightly different from the final Crumpacker bill 
and from bill H. R. 2128 in minor particulars. 

Mr. Urr. That is correct. 

Mr. Wiis. As I understand it, your bill would not set a specific 
time for extension ; is that correct? 

Mr. Urr. That is right. 

Mr. Wituts. Whereas the Crumpacker bill would. H. R. 2128 does 
set a time limit in each case, so that everybody would be more or less 
similarly treated. 

Mr. Urr. That is correct. 

Mr. Wiiuts. But my understanding of your testimony is that though 
you, of course, favor your bill, you are after attacking the problem 
involved, and you would not quarrel with us if we did not exactly take 
your bill and lift it word for word; is that right? 

Mr. Urr. Yes, sir; I take the position—I confess to a little laziness 
in using the bill we had last year, although I knew there were some 
changes made, and I wanted to present it before the committee: and 
then when I found the other bills introduced, I would rather direct 
my remarks to the support of Mr. Fisher’s bill. 

I am simply supporting the substantive matter and nothing for the 
form. 

Mr. Wiiuts. We thank you for the contribution you made last year. 

Mr. Urr. Thank you. 


66663—55 2 
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Mr. Wituts. Is Mr. Richard Whiting with us? 

(There was no response. ) 

Mr. Wiuurs. Mr. James E. Hooper then will be our next witness. 

Mr. Hooper, will you identify yourself by name, address, and occu- 
pation, please. 


STATEMENT OF JAMES E. HOOPER, REPRESENTING WILLIAM A. 
HOOPER & SONS CO., OF BALTIMORE, MD. 


Mr. Hooper. Yes, sir. I am James E. Hooper of William A. 
Hooper & Sons Co., Baltimore, Md. We are engaged in the spinning, 
weaving, manufacturing, and finishing of cotton fabrics. 

Mr. Witus. Of what? 

Mr. Hooper. Cotton duck and other heavy cotton fabric. Mr. 
Willis, I have a prepared statement, which I will read. 

Mr. Wiuts. Is it very long? 

Mr. Hooper. It is double spaced, 11 pages, and if you would rather 
not have me read it, I can comment on it briefly. I have some extra 
copies here. 

Mr. Wiuuts. If you wish, we will make it a part of the record and 
it will not be necessary for you to read it. 

(The above-mentioned document is as follows :) 


STATEMENT SUBMITTED IN BEHALF OF WM. E. Hooper & Sons Co., 
PHILADELPHIA 7, Pa. 


SUMMARY OF CONTENTS 


Wm. E. Hooper & Sons Co., (hereinafter called “the Hooper Co.’) urges en- 
actment of H. R. 2128. It understands that H. R. 2128 is essentially the same 
as H. R. 3534, 838d Congress, which was reported out favorably by the Com- 
mittee on the Judiciary and passed by the House. The Hooper Co. believes 
that its experience in matters of the sort that H. R. 2128 is designed to deal with 
demonstrates the wisdom and justice of such legislation. 

Commencing in the 1930's, the Hooper Co. engaged in a program of research 
and development in “finishes” for fabrics and other materials, with the object 
of treating such materials as cotton duck to make them water-resistant, mildew- 
resistant, and flame-resistant. The outcome of this program was that certain 
compounds were developed which could be readily applied to fabrics, and when 
properly applied did not wash out, made the fabric resistant to water, mildew, 
and flame, and significantly prolonged its useful life. 

This achievement was a real public and industrial value in a peacetime 
economy, and was soon to prove of outstanding, unique value to the military 
forces of the United States, for tents, tarpaulins, gun covers, life preservers, 
camouflage fabrics, and numerous other materials. 

The inventions were duly covered by United States patents, six in all, the 
first of them issuing in 19386 and the last in 1942. The Hooper Co. undertook 
to commercialize the inventions under the patents and justly looked to that 
commercialization for financial returns that would pay for the large expenses of 
research and development and reasonably compensate it for the inventions that 
had been made. Under our patent system, the patent rights were limited to a 
period of 17 years for each patent, a modest period when one considers the time 
which is necessarily consumed in research, testing, and preliminary develop- 
ment, particularly in inventions of this kind. 

To further the interests of the United States of America, the Hooper Co. 
granted to the United States on February 20, 1943, at its request, a royalty- 
free license under the Hooper patents and further agreed to grant a similar 
royalty free license to any contractor manufacturing goods for the Government, 
if such contractor applied to the Hooper Co. for such a license. These licenses 
were to continue “for the duration of the war and 6 months thereafter.” 
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The United States, and contractors producing goods for the United States 
which required the use of the Hooper Co.’s patented inventions, made substan- 
tial use of the inventions during the war period and thereafter. The great 
value of the inventions is indicated by their extensive use in all theaters of 
inilitary activity and by the fact that no satisfactory alternate treatments or 
compounds were found. Indeed, Government specifications made use of the 
Hooper inventions virtually mandatory. 

The normal exploitation of the inventions was prevented by Government orders 
substantially limiting the use of the formulas to products required by the Govern- 
ment. There is and can be no criticism of such orders—they were essential to 
the war effort—but one result of them was that, for all normal purposes, a period 
was cut out of the life of each of the Hooper patents, and in effect their com- 
mercial life was materially reduced from the 17-year period promised by the 
grant. The precise period of time that was taken out has been much debated, 
the answer turning on the meaning to be given to the words “duration of the 
war.” 

The Hooper Co. submits that it is only just and equitable that patents which 
have been made freely available to the Government in furtherance of the war 
effort and whose normal exploitation has been thus prevented, should be extended 
so as to accord to the patentee the period of commercial exploitation promised 
by the grant. 

The philosophy of the patent system is to encourage the full disclosure of new 
inventions. Without patents, new inventions might be kept as trade secrets and 
never made available to the world except as they might be independently dis- 
covered by someone else. With patents, the discoveries are published and be- 
come forever public property on the expiration of the patent. The patentee re- 
ceives no financial reward from the Government for making such disclosure: the 
only return that is open to him is that which comes from his exploitation of the in- 
vention during the period of exclusive use promised by the grant. To extend 
patents under the circumstances required by H. R. 2128 for the time periods 
stated therein, takes nothing from the public and nothing from the Government ; 
it simply effectuates and honors the intent of the original grant. 


I 


Brief history of Wm. E. Hooper & Sons Co.—The Hooper Co. is a Maryland 
corporation having its executive offices in Philadelphia, Pa., and its mill or fae- 
tory in Woodberry, Baltimore, Md. Although the Hooper Co. was incorporated 
in 1905, the company is the continuation of a business which was established 
in 1800, and the management and ownership of the company has continued in the 
Hooper family for 6 generations. 

For many years the business of the Hooper Co., has been conducted in two de- 
partments—the manufacturing department and the finishing department. The 
business of the manufacturing department is the manufacture, including spinning 
and weaving, of cotton duck to be used for awnings, tents, tarpaulins, and the 
like, and other heavy cotton fabrics, such as filter twills for filtration of chemi- 
cals, sugar, oil, and other materials; felts for use in the manufacture of paper ; 
and rope, sash cord, and other heavy goods. 

In its finishing department, the Hooper Co. manufactures certain patented 
“finishes” or mixtures of chemical compounds, which, when properly applied to 
cotton duck as a finish, impregnate the duck, will not wash out, and render the 
cotton duck thus finished or treated fire-, water-, mildew-, and weather-resistant, 
so as to make the treated duck in all respects suitable for outdoor use in all 
climates. In addition to these properties, the finish prolongs the life of cotton 
duck used outdoors, in some cases to about three times the life of untreated duck. 
These compounds, and cotton duck finished therewith, are sold by the Hooper 
Co. under the trade name “Fire Chief.” The properties imparted to cotton duck 
and other fabrics by the Hooper Co.’s compound make the use of such duck and 
other fabrics much safer, more economical, and more satisfactory by industrial, 
commercial, and domestic users of such products, and by the United States mili- 
tary forces for tents, tarpaulins, gun covers, life preservers, camouflage fabrics, 
and numerous other materials. 
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II 


The Hooper Co.’s patents——The Hooper Co.’s patents covering the invention 
of the Hooper Co.’s “Fire Chief” finish or compound are as follows: 





Date of ex- 





United States patent Date of issue piration 
i Se re ee a) eee 2) ae eee ee June 16,1936 | June 16, 1953 
No. 2,118,787 __. va 5 RiciLLiwchaeld Sic ated Sake bok aeolian aaa amar | May 24, 1938 | May 24, 1955 
Res iin cid bdcnkcdnnn amnion debeeeoceiees Shs SBE aiabala  p | Sept. 12, 1939 | Sept. 12, 1956 
No. 2,178,625.......--- Saag ania legible lads eels wie ee aE aera a Nov. 7,1939 | Nov. 7, 1956 
No. 2,194,690___..-- ‘ Rone Say ee hae ae ee De _....| Mar. 26, 1940 | Mar. 26, 1957 
O00, Rene. ek edd 5c UT eee es Se | Oct. 20,1942 | Oct. 20, 1959 





As of February 20, 1943 (the date of the free license to the Government) 
the Hooper Co.’s investment in the above patents, including research and develop- 
ment costs, has been conservatively computed from the company’s books and 
records at approximately $500,000. 

III 


On February 20, 1948, the Hooper Co. gave the United States a royalty-free 
license to use all of its patents, “for the duration of the war and 6 months 
thereafter.” 

On or about February 20, 1943, representatives of the Office of the Quarter- 
master General called upon certain officers of the Hooper Co. and stated that 
they wanted to negotiate an agreement with the Hooper Co. wherein the Hooper 
Co. would grant the United States, and contractors producing goods for the 
United States which required the use of a finish or compound covered by the 
Hooper Co.’s patents, a license by the Hooper Co. to use the invention covered 
by the Hooper Co.’s patents. These representatives of the Office of the Quarter- 
master General indicated that the United States would be willing to pay the 
Hooper Co. a royalty for such a license, but Mr. Robert P. Hooper, president and 
majority stockholder of the Hooper Co., told them that the Hooper Co. did not 
want to exact a royalty from the United States, or from contractors producing 
goods for the United States which required the use of the Hooper Co.’s patents, 
for the use of said patents in the production of goods or compound for the United 
States, and that the Hooper Co. would grant the United States, and contractors 
producing goods for the United States which required the use of the Hooper 
Co.’s patents, a royalty-free license to use the invention covered by the Hooper 
Co.’s patents in the production of goods or compound for the United States for 
the duration of the war and 6 months thereafter. 

Accordingly, on February 20, 1948, the Hooper Co. executed and delivered 
a license agreement bearing that date a true and correct copy of the said 
agreement being attached hereto and made a part hereof, marked “Exhibit 
No. 1.” This instrument not only granted a royalty-free license for the duration 
of the war and 6 months thereafter, but also released the Government from any 
and all claims which the Hooper Co. had against the Government by reason of 
the Government’s participation in substantial infringements of the Hooper Co.’s 
patents prior to the date of the agreement. 

The Hooper Co. received no consideration whatsoever for the royalty-free 
license agreement dated February 20, 1943, not even the $1 consideration recited 
therein. 


IV 


The rights granted under the license were of great value to the war effort. 

The Hooper Co. does not know, and does not have access to the records from 
which it could determine, the full extent to which the United States, and con- 
tractors producing goods for the United States which required the use of the 
Hooper Co.’s patents, actually made use of the Hooper invention. However, 
the Hooper Co. does know that these parties used the inventions very exten- 
sively, probably to the extent of processing more than 500 million yards of 
fabric. 

As a matter of fact, the United States, and contractors producing goods for 
the United States, had begun to make substantial use of the Hooper inventions 
in 1942, prior to the royalty-free license agreement of February 20, 1943, which 
explains why the Government wanted the release of claims for past infringements 
that was included in the license agreement. 
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V 


The normal exploitation of the Hooper inventions was prevented by Govern- 
ment regulations substantially limiting the use of the inventions to use for 
the Government. 

Major constituents of the patented formulas are antimony oxide and chlorin- 
ated paraflin. Both these materials were so critical during the war that the 
War Production Board would not permit their use except on goods carrying 
the highest priority rating. For example, several months before the disastrous 
fire which destroyed a Barnum & Bailey, Ringling Bros. Circus Co. tent in Con- 
necticut, with a heavy loss of life, the circus company approached the Hooper 
Co. and wanted to place an order for its circus tents, the material in which would 
be treated with the Hooper Co.’s Fire Chief compound. However, the Hooper 
Co. was compelled to decline the order because the War Production Board wouid 
not allocate the required chemicals for this purpose, and did not do so until 
after the fire had occurred. So the development of industrial and commercial 
uses and markets came to a virtually dead stop. 


VI 


Legislation should be enacted under which the owner of any patent who 
granted the United States, and contractors producing goods for the United 
States, a royalty-free license to use his patent, can obtain an extension of the 
life of his patent for a period equal to the period during which such royalty-free 
license was in effect, particularly where the United States, and contractors 
producing goods for the United States, have made substantial use of the patent 
pursuant to the royalty-free license agreement. 

The Hooper Co. does not propose to belabor this point, because it would seem 
to be unnecessary. It is submitted that the fundamental principles of common 
decency, fair play, justice, and equity clearly indicate that a patent owner, who 
voluntarily granted the United States, and contractors producing goods for the 
United States, a royalty-free license to use his patent during the period of 
World War II, is justly entitled to have his patent extended for a period equal 
to a period during which the royalty-free license was in effect, and especially, 
where the patent owner can show that the Government, and contractors pro- 
ducing goods for the Government, made substantial use of his patent during 
the period the royalty-free license was in effect. In such situations, the patent 
owner has supplied or furnished the quid pro quo or the consideration which 
should be sufficient to support his claim for such an extension of his patent. 

There are of course many additional arguments which could be advanced in 
support of legislation under which a patent owner, who granted the United 
States a royalty-free license to use his patent during World War II, could obtain 
an extension of the term of his patent. For example, the enactment of such 
legislation by the Congress, indicating its adoption of the policy of extending 
relief to patent owners in such situations, would certainly encourage patent 
owners to grant the United States royalty-free licenses to use their patents in 
the present or future periods of emergency, and in the long run, the adoption 
of such a policy by the Congress might well result in very substantial savings to 
the United States. 

Furthermore, there are many who believe that the rights of patent owners 
should be protected and fostered, not only to encourage inventors, but to en- 
courage inventors to patent their inventions rather than conceal them, thus 
assuring the general public of the use of the patent after the expiration of its 
term. The enactment of the legislation suggested above would be in line with 
this school of thought. 

The Hooper Co, believes, however, that its own case, as above outlined, fully 
and convincingly demonstrates the need for and justice of the legislation pro- 
vided by H. R. 2128. 

Exursir No, 1—LIcENsE 


Whereas the Wm. E. Hooper & Sons Co., Woodberry, Baltimore, Md., a corpora- 
tion of Maryland, hereinafter called the “Licensor,” is the owner of a new and 
useful improvement for a fire-resistant composition and fabric, for which United 
States Letters Patent No. 2,299,616 was granted on October 20, 1942: and of 
patents numbered 2,118,787; 2,172,698; 2,178,625: 2.194.690: 2.299.612 and 
2,044,176, all of which pertain to fire, water, mildew or weather-resistant finishing 
of fabrics; and 
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Whereas to further the interests of the United States and to promote the war 
effort, licensor desires to grant to the Government of the United States of 
America an unrestricted right and license to finish and to use or to finish and/or 
sell for use, or otherwise dispose of in accordance with law for governmental 
purposes, the subject matter of said inventions when used in connection with the 
tinishing of fabrics to render them fire, water, mildew and weather resistant, for 
the duration of the war and 6 months thereafter ; and 

Whereas licensor warrants that it has the right to grant such a license; now, 
therefore, in consideration of the premises and of the sum of $1, receipt of which 
is hereby acknowledged, licensor hereby grants to the United States of America, 
as represented by the Secretary of War, an irrevocable, nonexclusive royalty-free 
license to finish or have finished, for it by contractors licensed by said Hooper 
Co., as hereafter provided, and to use and/or to sell any fire, water, mildrew and 
weather-resident fabrics finished or processed for governmental purposes, in 
accordance with any of the following patents: Nos. 2,299,616, 2,118,787, 2,172,695, 
2,178,625, 2,194,690, 2,229,612 and 2,044,176, said right and license to extend 
throughout the United States, its Territories and possessions, and to all said 
fabrics as may be processed for and sold to or otherwise disposed of to the so- 
called lend-lease countries, and to last for the duration of the war and 6 months 
thereafter, reserving to the licensor the unrestricted use and enjoyment of all 
other rights not hereby expressly granted to the United States of America. 

The licensor further agrees that if the Quartermaster Corps will advise con- 
tractors they must ask the company for the right to use any Hooper patents, 
if they intend to use any of the above patents, the licensor will grant to such 
contractors a royalty-free license during the period of the war and 6 months 
thereafter. 

Licensor hereby releases the Government from any and all claims licensor may 
have by reason of infringement by the Government of any of licensor’s patents 
prior to the date of execution hereof. 

It is expressly understood and agreed that the acceptance of this license by 
the Government is not to be construed as an admission of the validity of scope 
of these patents, or of the titles thereto; and that the Government expressly 
reserves unto itself the right at any time to contest in any way the validity or 
scope of these patents, or of the titles thereto, without waiving or forfeiting any 
right under this license; and also reserves any and all defense that it may now or 
hereafter have in connection with the herein-licensed invention or patent; and 
that this understanding and agreement is binding upon licensor, and its suc- 
cessors, or assigns. 

Witness my signature, signed at Philadelphia, Pa., this 20th day of February 
1943. 

Wma. E. Hoover & Sons Co., 
{OBERT P. Hooper, President. 
LOYOLA M. COYNE, 

Attorney QMMG, Research and Development Branch. 

Witnessed by: 

Harvey LECHNER. 

Miss SrepHens. Mr. Chairman, I wonder if I could speak for just 
a minute. I am a nurse and have to leave in a very few minutes to 
attend to other duties. I have with me this morning Mrs. Frank 
Heely Downs, who is the widow of Mr. Frank Heely Downs, who 
was my second cousin and was an inventor, whose inventions are now 
being used by the United States Government, and would appreciate 
anything you could do for these inventors. 

Mr. Wiuis. You favor this legislation ¢ 

Miss SrerHens. We are in favor of anything that you would do to 
help in this matter. We will be most grateful if. you do anything about 
this. 

Thank you. 

Mr. Wittts. You have a prepared statement. 
Miss SterHENs. Yes, a letter. 

Mr. WILLIs. The statement will be received. 
Miss SterHeNs. Thank you so much. 
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(The above-mentioned document is as follows.) 

WASHINGTON, D. C., March 9, 1955. 
JUDICIARY COMMITTEE, 
Old House Office Building, Washington, D.C. 

GENTLEMEN: Will continue lobbying H. R. 2128 and H. R. 3124—covering 
patents, inventions—in behalf of Government, as needed. Have with me this 
morning Mrs. Frank Heely Downs, widow of Frank Heely Downs, my second 
cousin, inventor, whose inventions are now being used by the United States 
Government. 

The Lord’s will be done. 

Respectfully, 
NELL F. STEPHENS. 

Mr. Hooper. I will endeavor to talk about the material in my state- 
ment concisely because I know it is annoying to read something when 
you already have it in front of you, and you have all had this sub- 
ject before you so many times. 

I have testified many times in the past on this subject, and in par- 
tieular I would like to mention that at the 83d Congress, I testified in 
favor of the Scott bill, H. R. 2309, at that time. Could I refer to the 
testimony that is in that hearing? Is that a part of this record, or 
could I ask that it be made a part of this record, or is that not in 
order ? 

Mr. Wits. I didn’t hear you, Mr. Hooper. I am sorry. 

Mr. Hooper. Is it in order to refer to the testimony at the previous 
hearing ¢ 

Mr. Wits. That is part of our files. Those hearings will be con- 
sidered in our disposal of this bill. It will be considered as being 
before us, your testimony given in that hearing and all the testimony 
that we received. 

Mr. Hooper. Yes, sir. I am here speaking in favor of the passage 
of H. R. 2128, which is identical to Mr. Crumpacker’s bill, H. R. 3534, 
which was passed last year, as you just mentioned. 

Mr. Wiuts. As I understand, your particular interest would be 
covered by one of the provisions of the bill, 2128, and by Mr. Crum- 
packer’s bill relating to the category of people whose patents were 
taken over royalty free, is that correct ? 

Mr. Hooper. Yes, sir; that is entirely correct. In Mr. Fisher’s 
bill, 2128, paragraph (a) (3) it states “to further the interests of 
the United States of America, the owner of such patent has here- 
tofore granted a license thereunder to the United States,” a royalty- 
free license under the patent to the United States. That is the first 
of the five things he must have done. Secondly, the license must 
have been used to promote the war effort or a program of rearmament 
or preparation for the national defense. 

Thirdly, the patent must have been substantially used in the pro- 
duction and furnishing of goods and services for or to the United 
States. 

Fourthly, it must have been of material assistance and benefit to 
the United States in connection with the war effort; and, fifthly, 
which is part of the amendment, I believe, Mr. Crumpacker, that 
‘ame in last year, the granting of a license prevented or substantially 
curtailed the normal use, exploitation, promotion, or development 
of the patent. 

They are essentially the five points in connection with article (a) 
(3), in which our company is particularly interested. 
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We granted a royalty-free license at the request of the Government. 
I am sorry if I hesitate a little, but I had a prepared speech, and I 
am just speaking now extemporaneously. 

On F Pebruary 20, 1943, we granted the Government this license 
to use our inv éntions, and we also granted any other concern in the 
country who was making these same things the permission to use 
our inventions royalty- free upon application for Govenment work 
and for the duration and 6 months thereafter. 

We claim that our patents fulfill and meet all of the requirements 
mentioned in this 2128 bill. Practically all of the canvas used by 
our troops and many of our allies during the war was treated with 
formulations covered by our patents. 

The tentage, tarpaulins, covering supplies on the ground—every- 
thing in the way of heavy goods all those things were treated with 
formulations covered by our patents. 

[ am not going into the clothing, but tents, tarpaulins, covers which 
the Army, the Navy used, all their lifeboat covers, hatch covers, 
bridge covers—everything was treated under our formulations. 

We had a further peculiar situation that our patents were donated 
for the duration and 6 months thereafter, and it was our opinion that 
when we gave it for that person, that the final treaty with Japan, 
which occurred on April 28, 1952, and 6 months thereafter would have 
been October 28, 1952 ; but the (Quartermaster took a different attitude, 
and in every bid that has come out right up to the present time, they 
have a clause in the bid stating in effect that the Hooper patents are 
still under a royalty-free basis to the Gover nment, and that in effect the 
only recourse we have is to sue the Government in the Court of Claims, 
which we have not done. 

We feel very definitely that the owner of a patent is entitled to 
a little different handling than that of a man who was working at a 
job and had to give up his job and go into the war, and that argument 
is used a lot before. 

I know I can speak from both sides because it just so —— 
that Lama Navy veteran of the First World War, and had two Navy 
veterans in the Second World War; and so we did give up our jobs 
and we did go through the war. 

However, by extending x a patent, such as this 2128 would do, which 
is really the result of many years of study on this subject, and is 
particularly the result of a very comprehensive hearing and study 
last year, in which the Crumpacker bill was put to the test of fire. 
This came out as being a reasonable effort to take care of this situation. 

A patent does not hurt the Government. In granting an extension 
to this patent, the Government is protected, because you immediately 
give the Government a royalty-free license to use it. You also, if you 
have your patent extended, have to waive all prior claims that may 
have developed in case your patent expired, for example, for a short 
period while the Government was using it. You have to waive any 
claim that anyone else could have had. 

So the actual fact is that by extending the patent you have not 
hurt the Government. You have not hurt anybody. You have not 
hurt the public, because during the period—the ‘only reason the patent 
is being extended is because the 17-year period that was granted: to 
the or iginal patentee or patentor was interfered with, and he did not 
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get his 17 years which was promised to him when the patent was 
issued. 

Unless there are some questions, I do not know exactly what more 
I can add to it because I have covered it in the report, sir, that I filed; 
but if you do have any questions, sir, I will be glad to answer them. 

Mr. Wiruis. In what way was the use of the patent impaired? Did 
you continue in business independently of the use of royalty-free 
enjoyment by the Government ? 

Mr. Hoover. Yes, sir; we have been in business since 1800, and we 
are trying to continue in business, each year. I must admit it gets 
more difficult all the time. 

Mr. Wiis. What I meant is this: While your patent was used by 
the Government in furtherance of the war effort in the fabrication 
of these tents and tarpaulins and covers, did you at the same time 
fabricate that same kind of material, let’s say, in competition with 
the Government for orders you might have received ? 

I understand that part, but were you at the same time manufac- 
turing those goods and selling them to others than the Government ? 

I thoroughly appreciate that you might have lost orders, but did 
you stop fabric ating that material— the identical tents and so on— 
that the Government was using in furtherance of the war ? 

That was my question. 

Mr. Hooper. Mr. Willis, we do not fabricate tents or tarpaulins 
into the finished articles. We make the roll goods which goes to the 
fabricator and that in turn goes into tents. We do not make a tar- 
paulin or a tent as such. 

Mr. Wiis. You make a piece of machinery or device that is used 
in the fabrication ? 

Mr. Hooper. Yes: we make a roll of duck, 100 yards Jong and 36 
inches wide, 42 inches wide, 54 inches wide; and then we treat it in 
our finishing plant with a treatment that we invented and patented 
and about which I am talking and which we call our fire chief treat- 
ment. 

It has fire, water, and weather resistant and mildew properties, and 
it makes the canvas last 4 or 5 times the life of the finished article, 
as well as giving it these properties. 

During the war we continued to supply the Government on these 
articles because the textile—and particularly at integrating mills like 
ourselves, it was mandatory that all of our productoin during that 
period be on priority orders. 

In fact, I guess well over 90 percent. was on priority orders because 
the canvas was so scarce. However, in spite of that fact, every single 
order, I think almost without exception, that we received was the 
result of a competitive bid, and also we had price ceilings put upon us 
that went back to before the war, and those price ceilings on the fin- 
ished canvas that we were supplying was actually lower than the 
ceilings on the twisted yarn that went into making the canvas; and 
we integr ating mills could at that time shut their entire weaving down 
and have sold twisted yarn for more than the finished goods got. 

Then, also, the chemicals that went into this finishing, in particular 
two basic ones: chlorinated organics—chlorine became very scarce 
and antimony oxide was very scarce. 

Mr. Wuuts. I may have asked the wrong question. I was trying to 
test this bill as it applied to your business. Under your interpreta- 
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tion of the bill, section (3) (a), was it to the effect that to meet the 
criteria of that part of the bill, was that there must have been granted 
a royalty-free arrangement / 

Mr. Hooper. Yes, sir. 

Mr. Wixus. That it must have been done in furtherance of the war 
effort, that it must have been substantially used by the Government, 
that it was of material assistance and benefit to the United States in 
connection with any war effort, or any program of rearmament or 
preparation for the national defense, and, finally, the granting of a 
license prevented or substantially curtailed the normal use, exploita- 
tion, promotion, or development of the patent, which resulted in fur- 
ther curtailment of the use to the one who gave the royalty-free 
contract. 

I was stressing the No. 5. Is it your opinion that you meet that 
No. 5 of curtailment? That is the only thing I have in mind. 

Mr. Hooper. Yes, sir; the fact that during the war period it was 
just as though we had no patent or no rights, because we gave them 
away, and every other concern in the U nited States had the same 
rights that we did, and in order for us to get the business we had to 
put in a competitive bid. 

If we were low bidder, we got it; and if we were not, we did not. 
After the war we lost our rights because the Government did not give 
up our royalty-free license. 

Mr. Crumpacker. That is the essence of your claim, is it not? As 
I recall your testimony, when you gave the royalty-free license you 
had in niind that it would terminate with the end of the shooting war, 
but the fact was that it continued on for some time. 

Mr. Hoorrer. That is right, Mr. pote sere Our claim, and my 
discussion when I appeared before you In 195 ras not here last 
year, in 1954, but I did appear favor of the Scott bill, we 
were very definitely claiming that inasniuchs as the Government had 
never let go our royalty-free rights—— 

Mr. Wituis. Do you mean the Government is still using it? 

Mr. Hooper. Yes, sir; still using it. 

Mr. Brickrietp. Mr. "Hooper, in what year did you grant the Gov- 
ernment this royalty-free license / 

Mr. Wituts. You mentioned that date awhile ago. 

Mr. Brooks. January 1942, according to your testimony. 

Mr. Brickrierp. And the Government has been using that license 
ever since without interruption ? 

Mr. Hooper. Yes, sir. 

Mr. Brickrrevp. In the contract under which you gave the Gov- 
ernment this royalty-free license, did you have any provision whereby 
you limited the roy: alty- free license to World War II? 

Mr. Hoorrr. Yes, sir; the license agreement is attached to the back 
of this report. 

Mr. Brickxrretp. What is the limitation as to the Government’s 
use ¢ 

Mr. Hoorrr. The limitation was for the duration of the war and 
6 months thereafter. 

Mr. Brickrtevp. Is it for the duration of World War II plus 6 
months thereafter / 

Mr. Hooper. It says here “and to last for the duration of the war 
and 6 months thereafter.” 
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Mr. Bricxrietp. Now, I believe World War II ended officially with 
the signing of the Japanese Peace Treaty in May 1952. 

Mr. Hooper. That is right. Yes, sir; that is what we understand. 

Mr. Brickrtetp. Six months from May 1952, would be October 
1952. 

Mr. Hooper. The final treaty with Japan—let us put it this way— 
was May 28, 1952. V—J Day was September 2, 1945. You can add 
6 months to both those dates. Of course, our contention has been that 
we gave it for the duration of the shooting war. 

Mr. Bricxrreip. In other words, you gave it for the duration of 
actual hostilities ? 

Mr. Hoorer. That is right. The Government has claimed that we 
gave it for the final treaty, but even then the final treaty has long 
since expired, and they still keep it. Even though some of our patents 
have expired in the interim, there are some others that have not, and 
they still put the clause in. 

Mr. Brickrretp. Since October 1952, until the present time then, 
you feel that the Government has been violating this royalty-free 
license ? 

Mr. Hooper. Yes, it has. 

Mr. Wituis. Will you pardon me, please. I have a note to go to 
another committee of which I am a member, the Un-American Activi- 
ties Committee, I hope, for just a few minutes. 

(Thereupon, the chairman departs, and Mr. Jones presides in the 
interim. ) 

Mr. Brickrretp. So then you would have an action in law, say, 
in the Federal courts or the Court of Claims against the Government 
tor this violation of this license which you granted to the Government ; 
would you not? 

Mr. Hooper. I would assume that we have that right. Whether 
we would win the case or not, you never can assume, but we have been 
reluctant to enter into such a lawsuit. 

Of course, if this bill passed, and we ask for an extension of our 
patent, we immediately have to waive any and all rights for past 
infringement, if we should ask for an extension. 

Mr. Brickrrevp. Is it likely that you could seek the introduction 
of a private bill? 

Mr. Hooper. I doubt it very seriously. That question was brought 
up and discussed quite at length, and it was practically the unanimous 
opinion of everybody that it was really impossible to put a bill like 
that through Congress. 

Patent bills in themselves have been coming up before the Congress 
for years, and it was not until a bill, such as the Crumpacker bill, H. R. 
2123, and this bill finally went through the fire that it had any chance 
at all of getting through Congress. 

Mr. Brickrietp. To date the owner of this patent has never insti- 
tuted legal proceedings in any court of the United States for damages 
against the Government for violating its license in that it extended the 
use of that license beyond World War IT plus 6 months / 

Mr. Hooper. We have not. We have entered 2 private suits, not 
against the Government, but 2 suits against 2 independent concerns 
during the period 1946 to 1950 for infringing our patents in com- 
mercial trade, and we won both those suits; but we have never sued 
the Government. 
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Mr. Jones. Are there any other questions? 

Mr. Quietey. If H. R. 2128 did pass, is it your interpretation of 
that bill that the period when your patents would be renewed would 
run from February 20, 1943, up to date or to the official end of the war 
or to6 months after V—J Day ? 

In other words, do you think you would be entitled to 3 or 10 years 
or X number of years? 

Mr. Hooper. I think that is a very excellent question, and I would 
like, frankly, to know the answer myself. The bill says certain spe- 
cific things, and we would, of course, have to argue our case before 
the commission set up. 

What they would grant, I do not know; but the bill says that in no 
event 

Mr. Crumpacker. This is on page 4, line 3, that you are referring 
to? 

Mr. Hoorrr. Yes. It says: 





The further term shall equal the period during which the initial license 
granted by the owner of such patent, without payment of royalty, or at a nominal 
royalty was in effect after September 1, 1939: Provided, however, That in no 
event shall the period of extension hereunder be greater than the period during 
which the normal use, exploitation, or development of the patent was prevented 
or substantially curtailed. 

Then it goes on to page 5 and qualifies (a) (1), which is in the case 
of a veteran, and it qualifies (a) (2), which is in the case where sup- 
plies and services had been curtailed. I do not know exactly the 
answer to that question. I would assume because it would only cover 
the period during which the initial license was granted by the owner 
of the patent. 

How long was the initial patent granted, we do not know. We 
claim that it was granted for a period of 6 months after V—J Day. 
The Government is still using it, so who is right ? 

Mr. Crumeacker. I would state as the author of that language that 
what I had in mind—whether that is what it actually says or not, 
it is difficult to say—but what I had in mind was covering the period 
beginning 6 months after V—J Day until such time as your patent 
was actually restored to you in its full sense, to more or less carry 
out the intention of your original license; namely, to permit the Gov- 
ernment to have it free during the period of World War II as was 
contemplated by B, and not the period that followed the war and has 
continued, as you say, even up to the present time, which obviously is 
not the original concept when the royalty-free license was granted. 

Mr. Brooxs. Mr. Chairman. 

Mr. Jones. Yes, Mr. Brooks. 

Mr. Brooxs. May I ask Mr. Crumpacker a question? I thought 
you were asking for equal time from the granting of the royalty-free 
patent to the United States Government—that is, an extension from 
February 20, 1943, and that they would get them from that time until 
such time as their patent rights were returned to them for their own 
use and profit—with the thought in mind that they should get this 
restoration only from 6 months after V—J Day or after the duration 
of the war, according to their contract, which would have made it 
up to 1952. 

Mr. Crumpacker. The language contained here on page 4, subsec- 
tion 3, line 3, down to the middle of line 8, states that the extension 
of the period would be for the full period of the royalty-free license. 
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Then you add the proviso: 


That in no event shall the period of extension hereunder be greater than the 
period during which the normal use, exploitation, or development of the patent 
was prevented or substantially curtailed. 

The intention was to limit the extension to the actual period during 
which a loss of use of the patent was contemplated by the granting 
of the license in the first instance. 

I will concede that the language could be better. 

Mr. Brooks. I am not criticizing you, and I am sure that you have 
done a better job than I could have done, but I still was not very clear 
on it. 

Mr. Crumpacker. The point is that a patentee through patriotic 
fervor grants a license to the Government to use his patent without 
compensation for the duration of the war; due to legal technicalities, 
the war does not end when the shooting is over; it goes on for years 
afterward. 

During that period I hesitate to use the word “peace” but during 
the period following the end of the shooting war, contrary to his 
original expectation, the Government still uses his patent with the 
legal technicality that the war has not ended, and it is for that period 
which was my intention to grant an extension, not for during the war 
when the patentee granted a free license and did not expect to receive 
any compensation for it. 

Mr. Brooks. Does the bill relate these 6 months after hostilities 
though the contract does not state it, I would assume that you give 
them from that period—how far do you want to go on that : From there 
until they get it back, or from there until you file a claim in the Court 
of Claims or go into court and argue it, or would you just let it run 
on and on, and when we give them to then by the bill, when they have 
never filed a formal request, brought the Government into court to 
insist on their rights, that might be 1960, and then you would give 
them another 15 years? 

Mr. Crumpacker. In no event would it be any longer than until the 
expiration time of the patent. In this instance, as you say, it could 
be 1960. But I think it would be clear that if it is the Government who 
continues to exercise the rights after the agreement has expired, that 
is a matter that would have to be left to his recourse to the courts 
and would not. be covered by this. 

This provision— 
that in no event shall the period of extension hereunder be greater than the 
period during which the normal use, exploitation or development of the patent 
was prevented or substantially curtailed— 
would not cover the period in which the Government had used it 
under a legal right that it did not have. 

Mr. Brooks. The current use of Mr. Hooper’s patent by the Gov- 
ernment, you do not think would meet the requirement of substantial 
curtailment ? 

Mr. Crumpacker. It is my understanding that World War II is 
now Officially and legally over. 

Mr. Brooks. As of May 1952; for the last 214 years, they have used 
his patent though and the war was officially over. 

Mr. Quietry. The war with Japan is officially over, but I do not 
know whether we have officially terminated the war with Germany. 








26 PATENT EXTENSION 


Mr. Crumpacker. I remember a peace compact agreed to in 1949. 

Mr. Quie.ey. Unless in Austria now, perhaps—— 

Mr. Brickriecp (interposing). I know that the Presidential proc- 
lamation of 1952 was the document which declared World War II 
as of that time officially terminated. 

Mr. Brooxs. Assuming that it is terminated, and they are still using 
Mr. Hooper’s patent, do you think their continued use would justify 
an extension under this terminology? This requirement of a sub- 
stantial curtailment ? 

Mr. Crumpacker. No; I do not. I think the claim or right on the 
part of the Government would not grant an extension beyond that 
period. He would have to use a recourse to the courts for whatever 
damages there were during this period, when they continued to exer- 
cise this right after the duration of the war and 6 months thereafter. 

Mr. Quieé.ry. Specifically, you would say that in the case of the 
Hooper Co., that this bill if passed would entitle them to an extension 
for approximately 914 years measured from February 20, 1948, until 
October 28, 1952? 

Mr. Crumpacker. No, from 6 months following V—J Day, which, 
I think, was February 10, 1946, until 6 months after this proclama- 
tion in October 1952. 

Mr. Quie.tey. About 6 years? 

Mr. Crumpacker. About 6 years. 

Mr. Quietey. After that period, if the Government used that, he 
could go into court—that is his responsibility ? 

Mr. Crumpacker. Yes. 

Mr. Quietey. Prior to that time, we are going to accept the gift 
which they gave the Government, are we? That is which they orig- 
inally intended to give the Government? 

Mr. Crumpacker. We are going to accept that and thank them. 

(At this time Mr. Willis returned to the room and resumed the 
chair. ) 

Mr. Brooks. Mr. Chairman, the question that we have been dis- 
cussing concerns the period they were going to get, from the original 
date that they originally gave it, or from the end of the shooting war, 
or the date of the termination plus 6 months. 

Now, Mr. Crumpacker, who has worked on that, says that the 
period that is included there is from the date of the end of the shooting 
war plus 6 months, which is what is contemplated, to the date of the 
actual legal technical termination of our contract, which was the 
duration of the war and 6 months—which would be maybe 6 years 
later. : 

That is the period that he says he wants to give an extension, but 
I just wanted to get it straight. 

Mr. Crumpacker. I will agree and concede that this language is not 
clear, and perhaps, we can consider revising it in executive session. 

Mr. Curtis. Has your company or have you ever granted a royalty- 
free license to the Government or to manufacturers furnishing goods 
to the United States at any other times than during a period of war 
emergency ? 

Mr. Hoorer. Have we granted, you said, any licenses? 

Mr. Curtis. Royalty-free licenses to the Government or to manu- 
facturers making goods for the Government at other periods besides 
such periods of war emergency as are treated in this bill. 
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Mr. Hooper. I am just trying to think; I am not trying to hedge on 

you, sir. The only license arrangement that even approaches an ar- 
rangement like that was a license arrangement with another finisher 
on a basis of interchanging ideas. 

In other words, kind of a mutual thing where in the case of patents 
they had the benefit of what we did, and we have the benefit of what 
they did. Other than that, I know of no such arrangement. 

Mr. Curtis. What I am getting at, Mr. Hooper, is that when you 
made such an arrangement as you made with the Government, is there 
a commercial advant: ge, a quid pro quo? In other words, is there a 
commercial advantage in having this thing promoted and publicized 
by the war use / 

Mr. Hooper. No, there isn’t very much advantage to us for having 
them do it. It did, of course, get the name of our company and our 
patents pretty well known throughout the country, but it also brought 
in the techniques and the know- ‘how to every other finishing concern 
in the United States that was interested in this kind of work. It 
brought in some of the biggest in the country, even Goodyear, United 
States Rubber, and concerns in California—there were 2 or 3 con- 
cerns in California. There are concerns all over the country who 
went into this business, and who made their formulations based on 
our techniques and our patents: and you know and we know that a 
chemical patent is a very difficult patent to sustain. 

Mr. Curtis. If you had given them not royalty free but ordinary 
royalty patents in an ordinary time, they would also have learned the 
techniques and so forth, of operating under that patent, of course; 
would they not ? 

Mr. Hoorrr. Then they would have paid us a royalty and we would 
have given them the techniques, of course. 

Mr. Curtis. And in the ordinar y course of business, you would prob- 
ably have licensed other manufacturers to use your patent ? 

Mr. Hooper. Yes, sir; I think your question was in the beginning 
whether we had given any royalty-free. We have given some where 
we collect a royalty. 

Mr. Curtis. Just one further question about the construction of 
this agreement that you made for the duration of the war and 6 
months thereafter, I think some of us are a little shocked to find that 
the Government is still claiming rights under that agreement, and I 
wondered : Does your company feel that you had a legitimate grievance 
or claim against the Government, because of the length of time that 
thev have been claiming the right to use this royalty- free license ? 

Mr. Hooper. We do, Mr. Curtis. I happen to have been in our 
head office in Philadelphia the day that this original agreement was 
written, which was February 20, 1943; and the way it was written was 

rather interesting. 

A Miss Coyne from the Legal Department of, I think it was, the 
(Quartermaster General’s office—I think it was, but I wouldn't swear 
to that—represented the Government and came to our office and asked 
for this royalty-free license, and we called in our patent attorney, Mr. 
Lechner at that time, and the whole interview did not last 45 minutes. 

I forget who was with Miss Coyne—she had a delegation of other 
lawyers with her—and she told us that they had to have our patents, 
that they were vital to the war effort, and under what agreement would 
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we turn them over to the Government. In other words, what royalties 
would we ask. 

The president of our company, Mr. Robert Hooper, said we would 
not ask any royalty. Our boys at that time were on destroyers, and 
we were glad to do it, so we said to go out with Mr. Lechner and write 
the agreement. 

They wrote it just right then and there. Five minutes it took them. 
At that time nobody expected that there would be any argument about 
it, and we thought when the war was over, it was over, and certainly 
a shooting war. When you stop shooting, that is the end of the war, 
and V—J Day came along. It was our idea that the war was over, 
but, my goodness, no, the war is still going on as far as we are con- 
cerned, 

We think we have been very shabbily treated. We did not try to 
make a deal with the Government. 

Mr. Curtis. According to what you have said, you have not made 
a claim against the Government. 

Mr. Hooper. No, sir; we have tried to get our patents extended, 
and if we do get our patents extended, we waive all rights. 

When we gave a royalty-free license to the Government, we did not 
ask for a royalty. We gave the royalty free for the duration of the 
war and 6 months. We did not ask for money, and we never have 
asked for that, but we do claim that after the war is over, someday, we 
should have our patents which are good patents, and have stood those 
losses, we should have the time extended to us during which it was 
taken away from us; but even in that extension, the Government still 
has the royalty-free license. 

We only got a protection for our commercial loss which we lost. 

Mr. Curtis. When your company generously gave these patents to 
the Government for the war, there was not any thought at that time, 
was there, that there might be legislation for patent extension ? 

Mr. Hooper. No, sir. That did not enter our minds at all. As I 
said, the whole deal was done in a few minutes, relatively speaking. 

The Government wanted a license. We told them to go out and 
write the form of license you want. We had not had any experience 
in that line, and they brought it in and we signed it. That is all 
there was to it. You can read it yourself. It is there on the back 
of this thing, only a page. 

(The witness is referring to the agreement between the Hooper Co. 
and the Government for the royalty-free license. ) 

The Government wanted it, and we said we will give it to you. 

Mr. Wiru1s. Mr. Crumpacker. 

Mr. Crumpacker. May I ask: Do you have any information or 
any other information on any other patent holders who are in similar 
condition ¢ 

Mr. Hooper. No, sir; I have no specific information, although 
there must be some people. 

Mr. CrumpackeEr. The reason I ask is that you are the only one 
who has mepnere before us to testify as to this type of a case. I just 
wondered if there were others in the United States in this category. 


Mr. Hooper. I would imagine that there must be loads of people 
who gave royalty-free licenses, but whether it met all these terms and 
conditions, I do not know. 
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Of course, a lot of people may have given patents royalty-free that 
were never used. The conditions of this bill, as well as previous bills, 
impose five conditions. 

Mr. Wiuts. Yes; that is in the record. 

Mr. Hooper. And the patent has to have been a real contribution. 

Mr. Wuuis. Do any of you gentlemen have any other questions? 

(There was a negative response from the other members of the 
committee. ) 

Mr. Wiuuis. Thank you very much, Mr. Hooper. 

Mr. Hoover. Thank you very much indeed for the opportunity of 
being here. 

Mr. Wituis. Is Mr. Whiting here now? Has he entered the room 
since we last called him? 

Mr. Wuirtne. Yes, sir; I am here now. 

Mr. Wits. Will you identify yourself and the capacity in which 
you testify this morning? 


STATEMENT OF RICHARD WHITING, CHAIRMAN OF THE RULES 
AND LAWS COMMITTEE, THE AMERICAN PATENT LAW ASSO- 
CIATION 


Mr. Wuirina. My name is Richard Whiting. Iam a patent lawyer, 
and I am here as chairman of the rules and laws committee of the 
American Patent Law Association, and the statement I am about to 
give is with the approval of the board of managers of the American 
Patent Law Association. 

Mr. Wits. You have a prepared statement, do you not ? 

Mr. Wuirtne. Yes, sir. 

Mr. Wiis. How many pages are there in the prepared statement 
that you have, please? 

Mr. Wuirrne. It is five pages. I was not planning to read it all, 
but I thought if you did not mind, I would read some of the high 
spots. 

Mr. Wiis. You are a lawyer, and I know you can get along with- 
out reading. 

Mr. Wuirine. All right. I do not know that I am prepared to ad 
lib it, as it were. I think the statement says it better than I could. 

Mr. Wits. We will insert your prepared statement into the rec- 
ord at this point. 

(The above-mentioned document is as follows :) 


AMERICAN PATENT Law ASSOCTATION, 
Washington, D. C., June 29, 19355. 
Re H. R. 2128, patent extension. 


To the Members of the Committee on the Judiciary, 84th Congress. 


GENTLEMEN: This association, a nationwide organization of patent lawyers, 
strongly opposes this bill. A mimeographed copy of our prepared statement 
hefore Subcommittee No. 3 at the time of the hearings on March 9, 1955, is 
attached for your consideration. 

We should like to stress one point for your consideration which we believe 
is a fundamental and controlling objection to the passage of this bill. 

This objection goes especially to those portions of the bill which provide as a 
ground for patent extension the curtailment of the exploitation or development 
of the invention because of wartime controls on production or materials. This 
provision seems to us clearly to constitute class legislation without any real 
justification. 
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The wartime controls under consideration were not controls especially directed 
toward patents or patent owners. 

The wartime controls were controls on production and materials which affected 
patent owners no differently from their effect on many other enterprises not 
involving patents. The right to manufacture, use, or sell an invention is not a 
right obtained by a patent, as a patent grants only the right to exclude others 
from the use of the invention. Any wartime curtailment of the right to manu- 
facture, use, or sell an invention was not a curtailment of a right obtained by 
a patent. To the extent that such curtailment shortened the period that a 
patentee might enjoy and profit from his monopoly, his loss was no different 
in kind or degree from countless other similar losses suffered by many non- 
patent owners during the war. There is no reason that the purchasing public, 
and it is they and not the Government who would pay for the proposed exten- 
sion, should reimburse patent owners any more than others who suffered similar 
losses. 

This association opposes class legislation directed to patents because it be- 
lieves there is strength in that position as a fundamental policy to avoid un- 
warranted attacks on the patent system. Of course, some patent owners would 
like to extend their patents at the expense of the particular segment of indus- 
try which would be affected by the extension. But as a matter of overall policy, 
we have consistently opposed such class legislation. We have in the past opposed 
such bills as the one providing for an extension of the Royalty Adjustment Act 
because we believed that the legislation treated patentees as a special class to 
their detriment. We feel there is strength in taking a consistent position 
against the present class legislation. 

We respectfully urge that this bill be defeated. 


Respectfully submitted. 
AMERICAN PATENT LAW ASSOCIATION, 


By RicHarp WHITING, 
Chairman, Laws and Rules Committee. 


STATEMENT OF THE AMERICAN PATENT LAW ASSOCIATION 


The American Patent Law Association is a national organization, founded in 
1897 and having at the present time a membership of approximtely 1,500 lawyers 
specializing in the practice of patent law before the United States Patent Office 
and the Federal courts. Although its headquarters are in Washington, the ma- 
jority of its members are scattered throughout the United States and it is in 
no sense a local organization. Its membership represents patent owners and is 
vitally concerned with the welfare of the patent system. 

The association traditionally has opposed all patent extension bills. On June 
20, 1951, its laws and rules committee chairman filed a statement and testified 
before the House Committee on the Judiciary in opposition to patent extension 
bills in the 82d Congress, H. R. 323 and H. R. 4054. On June 10, 1953, it similarly 
filed a statement and testified before the House Committee on the Judiciary in op- 
position to patent extension bills H. R. 1228, H. R. 1301, H. R. 2309, H. R. 3534 and 
H. R. 4944. Most of these prior bills are similar in principle to the two bills now 
under consideration. 

The association is firmly opposed in principle to the passage of any bills pro- 
viding for the extension of the terms of patents where the use, exploitation or 
promotion of the inventions covered thereby was prevented, impaired or delayed 
by reason of shortages of materials, Government regulations, or the like result- 
ing from the existence of a state of war or national emergency; or where the 
owner of the patent granted a royalty free license to the United States during 
wartime and, therefore, received less reward for governmental use of his in- 
vention than might otherwise have been the case. 

With respect to the two bills we are now considering, H. R. 2128 and H. R. 3134, 
while differing in some respects from each other, they are much alike in the 
general import of their provisions in providing extensions on the basis of pre- 
viously granted royalty free Government licenses or on the basis of curtail- 
ment of manufacture on account of Government imposed restrictions. 

H. R. 2128 has a further provision relating to veterans which does not appear 
in H. R. 3134. 

Of the two bills, H. R. 3134 is the more objectionable because of the breadth 
and indefiniteness of its expressions. It seems to provide, as a further ground 
for extension, that the normal use, exploitation, promotion or development of a 
patent has been impaired simply by circumstances beyond the control of the 
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patent owner, entirely apart from the matter of Government licenses or Govern- 
ment restrictions on manufacture. 

Both of these bills have for their purpose the granting of relief in the form 
of extension of the terms of patents, to patent owners who can show reduction in 
income or that the normal use or exploitation of the patented invention was 
reduced, delayed, or prevented by causes traceable to war or national emergency, 
and would include the grant of a royalty-free license to the United States as an 
additional reason for extension. Similar proposals have been made in the past 
and have failed to meet the approval of this committee or the Congress, al- 
though a bill providing for the extension of the terms of patents of those who 
served in the Armed Forces was enacted into law, being Public Law 598 of the 
81st Congress, approved June 30, 1950. 

The American Patent Law Association has consistently been opposed to the 
philosophy that patents or patent owners should be treated as a special class and 
given relief not afforded to other kinds of property and property owners because 
of loss or impairment of income or opportunity for exploitation as the result of 
war or national emergency. Wars and national emergencies inevitably injure 
or restrict the rights and privileges of all of the people to a greater or lesser 
degree. Individual freedom of action and opportunity are restricted or curtailed 
in many lines of endeavor for the common good to meet the exigencies of war. 
Men are drafted and sent to fight and die, many businesses are forced to close 
their doors, either because their owners are drafted or because of shortages of 
materials or products, and economic restrictions and controls. In many in- 
stances these losses can never be recouped, even though the owners are fortunate 
enough to return alive and postwar conditions result in lifting of restrictions. 
Such conditions as the result of war are accepted by the people as the price that 
must be paid for survival, and no governmental relief is expected or demanded. 

The question posed by the bills under consideration is whether patent owners 
should be placed in a special class and be given special relief in the form of 
extension of the terms of their patents under similar circumstances. We think 
they should not. 

The grant of a patent carries with it no guaranty that the patentee shall 
receive any income from his invention, or that he will be able to produce it, 
but merely gives him a greater opportunity to do so by giving him the right 
to exclude others from practicing the patented invention for a period of 17 
years. The constitutional purpose of this grant of the right of exclusion for 
a limited period is to stimulate invention and the disclosure of the same for 
ultimate use and enjoyment by the general public. Thus, if an invention is 
of sufficient value and meets a public demand, the patentee has the opportunity 
of reaping a reward either through profits from the supply of the invention 
in a protected market or by deriving royalties through licensing others to prac- 
tice the invention during the term of the patent. When the term of the patent 
expires the invention passes into the public domain and others are free to 
practice the invention on equal terms with the patentee or his former licensee. 

The existence of war or national emergency does not curtail the patent right 
or the right to exclude others from practicing the patented invention, but the 
shortage of materials or restrictions on the use thereof for certain Purposes 
may curtail the manufacture of the patented item to the same extent that such 
shortage or controls curtail the manufacture of similar types or classes of goods 
which are not patented, but to no greater extent. Thus, insofar as the right 
to produce a particular item is concerned, the patentee is no better off nor 
worse off than the producers of similar unpatented items. Each may suffer 
reduction of income or losses, or be forced to close his business because of lack 
of materials or governmental regulations restricting production of the class of 
goods concerned. 

The thesis advanced by some that the grant of a patent carries with it some 
sort of implied guaranty that the patentee shall derive some profit from the 
patent or from the practice of the patented invention is unsound. Even in 
time of peace a patentee may be prevented from deriving profit from his inven- 
tion because of inability to produce it, lack of public demand for it, or the 
existence of a dominating patent issued to a prior inventor which prevents 
manufacture for a portion of the term or even the entire term of his patent. 
In such cases no revenue may be derived from the patent, but it is not a con- 
cept of our law that the terms of patents should be increased in such circum- 
stances. 

Insofar as the period of enforced curtailed production is concerned, the 
patentee should, it is believed, be considered a casualty of war in the same 
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sense as the nonpatentee engaged in the same line of business. The Nation 
cannot restore the lives of those lost in war, the years taken out of the lives 
of those fortunate enough to return from war, or the business losses of those 
who can establish them as resulting from wartime shortages or regulations. 
Therefore, it is not seen why the Nation should be called upon to establish the 
status quo as it were in the case of patentees. 

A further consideration mitigating against passage of this type of legisla- 
tion is that the public has a vested interest in every patented invention to the 
extent that it has the right freely to manufacture, sell, and use the same at the 
end of the 17-year term of the patent. To the same extent that the public, 
through its Government, by the grant of a patent, has vested in the patentee 
the right to exclude the public for 17 years in return for the disclosure of the 
invention, the public has the vested right at the end of that period to have the 
invention pass into the public domain. Therefore, persons who have been making 
plans and preparations to begin manufacture of a patented item when the 
patent expires have a right to be secure in the knowledge that the patent will 
expire in accordance with its term and not be extended for an indeterminate 
period as would be possible under some of the proposals before this committee. 

In addition to being opposed to the principle of extension of patents because 
of curtailment of production or loss of revenue growing out of controls or short- 
ages during periods of war or national emergency, the association is opposed 
to the provision in H. R. 2128 and H. R. 3134 that the granting of a license to 
the United States without payment of royalty or at a nominal royalty should 
be a reason for extension of the term of a patent. Such a proposal was the 
subject of H. R. 6607 in the Sist Congress, of H. R. 323 in the 82d Congress, 
of H. R. 1301, H. R. 2309, and H. R. 4944 in the 83d Congress, all of which were 
opposed by the association at hearings held by this committee. 

Many patentees during the period of hostilities in World War II, for patriotic 
or other reasons, granted royalty-free licenses to the Government. Some of 
these licenses were exercised, some were not. In many cases the patentees were 
given orders to the extent of their capacity to produce and the licenses were 
desired by the Government in order to be free to obtain secondary sources of 
supply without patent liability. In all cases the patents remained in force 
against the public insofar as nongovernmental production or production other 
than for the Government was concerned so that the general public was not 
relieved from liability for infringement of such licensed patents. 

To extend the term of any patent on this ground as now proposed would result 
in extending the term of potential liability for infringement by the public for 
an additional period, whereas the public has never been relieved of that liability 
for a commensurate period. 

These bills further provide that no patent extended under the act will be en- 
forceable against the Government for the extended period. Thus, if these pro- 
visions were adopted we would have the anomalous situation of the Government 
being the sole beneficiary under the license, and the public, and not the Gov- 
ernment, being solely liable for infringement during the extended term. 

In conclusion it is reiterated that the American Patent Law Association is 
opposed to the principle of extension of the terms of patents as proposed in the 
bills under consideration, as such extensions are not believed to be in the public 
interest or in the interest of the patent system in this country, and as being con- 
trary to the established policy of the Congress against extension of the term 
of the patent grant. It is felt that if any particular instance of such great loss 
or hardship is brought to the attention of the Congress as to demand remedy, the 
proper remedy should be by way of special legislation restricted to the individual 
patent or patents concerned, rather than general legislation of the character 
proposed in these bills. 


Mr. Wuirrtne. First as to who the American Patent Law Associa- 
tion is: It is an organization started in 1890 or later, and it is com- 
posed of some 1,500 or more patent lawyers located throughout the 
country, specializing in the practice of patent law before the various 
courts and before the Court of Claims. 

Mr. Wits. How is it different from the Patent Bar Association ? 

Mr. Wuitrne. The American Bar Association has a Patent Asso- 
ciation, and the American Bar Association, as you know, is an associa- 
tion of lawyers of all kinds, general lawyers, admiralty lawyers, and 
bankruptcy, and so forth. 
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They have sections devoted to different subjects, among which is a 
patent association. 

This American Patent Law Association is an association exclusively 
of patent lawyers, also trademark, and copyright; but principally the 
group is composed of patent lawyers. 

Mr. Wiis. Is there a patent bar association that is independent? 

Mr. Wurittne. Yes; it is wholly independent of it. 

Mr. Wiis. I am not talking about yourselves. I am talking about 
isn’t there an American Patent Bar Association not affiliated as a 
section of the American Bar Association ? 

Mr. Wauirtng. I am sorry, there is no such thing as the American 
Patent Bar Association. ‘There are just the two: the American Pat- 
ent Law Association, whom I represent; and the American Bar Asso- 
ciation. 

Mr. Wiiuts. Your association is independent of the American Bar 
Association ? 

Mr. Wuitrne. It is entirely independent; yes, sir. 

This association is firmly opposed in principle to the passage of 
any bills providing for the extension of the terms of patents where 
ie use, exploitation, or promotion of the inventions covered thereby 

yas prevented, impaired, or delayed by reason of shortages of ma- 
teuiele Government regulations, or the like resulting from the exist- 
ence of a state of war or national emergency; or where the owner of 
the patent granted a royalty-free license to the United States during 
wartime; and, therefore, received less reward for governmental use 
of his invention than might otherwise have been the case. 

On June 20, 1951, the laws and rules committee chairman of our 
association filed a statement and testified before the House Commit- 
tee on the Judiciary in opposition to patent extension bills in the 

82d Congress, H. R. 323 and H. R. 4054. Most of these prior bills 
are similar in principle to the two bills now under consideration. 

Let me just say this: The group that I represent consists of patent 
lawyers. They represent patentors; they represent companies who 
are for and against patents. 

They have their own portfolios of patents, so they are for their 
own patents and they are against the patents of their competitors. 

The proposal that these bills contain is that the patent owner as a 
class be segregated from other classes of people who lost on account 
of the war and be granted a favor. We do not want that favor. 

The patent lawyers of the country—at least those that are repre- 
sented by this association, and I think that is a large section of them— 
do not want that favor. They do not want it for two reasons. 

The first is they do not think it is sound in principle, and the sec- 
ond is that they think their position is strong in behalf of the patent 
system if they are consistent. 

This association, and I think most patent lawyers throughout the 
country—although, of course, I am not the spokesman for them— 
have opposed the extension of the Royalty Adjustment Act. 

That was the proposal, you know, to extend that form of renegotia- 
tion having to do with the use by the Government of various inven- 
tions where the Government procured the inventions from a con- 
tractor who was licensed. 
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During the war, there was a Royalty Adjustment Act that had to 
do with excessive royalties on account of excessive production because 
of the war. 

It has been proposed a number of times that it should be extended, 
and we oppose that because we do not see why patent rights should 
be subject to a renegotiation that everybody is not subject to. 

In opposing these bills, and apart from our objection to them in 
principle, we think that we have strength in the consistency of our 
position, and that is beneficial to the patent system. ; 

That is why we do not want this favor of additional benefits to 
patent owners. 

Let me speak for a moment about the second part of these bills, 
about the granting of a royalty-free license to the Government as a 
ground for the extension. 

As I said before, the American Patent Law Association has con- 
sistently been opposed to the philosophy that patents or patent owners 
should be treated as a special class—and that is the principal point 
that I wanted to make to you today—and given relief not afforded to 
other kinds of property and property owners because of loss or impair- 
ment of income or opportunity for exploitation as the result of war 
or national emergency. 

Wars and national emergencies inevitably injure or restrict the 
rights and privileges of all of the people to a greater or lesser degree. 
Individual freedom of action and opportunity are restricted or cur- 
tailed in many lines of endeavor for the common good to meet the 
exigencies of war. Men are drafted and sent to fight and die, many 
businesses are forced to close their doors, either because their owners 
are drafted or because of shortages of materials or products, and eco- 
nomic restrictions and controls. 

In many instances these losses can never be recouped, even though 
the owners are fortunate enough to return alive and postwar condi- 
tions result in lifting of restrictions. Such conditions as the result of 
war are accepted by the people as the price that must be paid for 
survival, and no governmental relief is expected or demanded. 

The question posed by the bills under consideration is whether pat- 
ent owners should be placed in a special class and be given special 
relief in the form of extensions of the terms of their patents under 
similar circumstances. We think they should not be. 

Mr. Chairman and members of the committee, the grant of a patent 
carries with it no guaranty that the patentee shall receive any income 
from his invention, or that he will be able to produce it, but merely 
gives him a greater opportunity to do so by giving him the right to 
exclude others from practicing the patented invention for a period 
of 17 years. 

The constitutional purpose of this grant of the right to exclusion 
for a limited period is to stimulate invention and the disclosure of the 
same for ultimate use and enjoyment by the general public. 

Thus, if an invention is of sufficient value and meets a public de- 
mand, the patentee has the opportunity of reaping a reward either 
through profits from the supply of the invention in a protected market 
or by deriving royalties through licensing others to practice the inven- 
tion during the term of the patent. When the term of the patent 
expires the invention passes into the public domain and others are 
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free to practice the invention on equal terms with the patentee or his 
former licensee. 

The existence of war or national emergency does not curtail the 
patent right or the right to exclude others from practicing the pat- 
ented invention, but the shortage of materials or restrictions on the 
use thereof for certain purposes may curtail the manufacture of the 
patented item to the same extent that such shortages or controls cur- 
tail the manufacture of similar types or classes of goods which are 
not patented, but to no greater extent. é 

Thus, insofar as the right to produce a particular item is concerned, 
the patentee is no better off nor worse off than producers of similar 
unpatented items. Each may suffer reduction of income or losses, 
or be forced to close his business because of lack of materials or gov- 
ernmental regulations restricting production of the class of goods 
concerned. 

The thesis advanced by some that the grant of a patent carries with 
it some sort of implied guarantee that the patentee shall derive some 
profit from the patent or from the practice of the patented invention 
1s unsound. 

Even in time of peace a patentee may be prevented from deriving 
profit from his invention because of inability to produce it, lack of 
public demand for it, or the existence of a dominating patent issued 
to a prior inventor which prevents manufacture for a portion of the 
term or even the entire term of his patent. In such cases no revenue 
may be derived from the patent, but it is not a concept of our law 
that the terms of patents should be increased in such circumstances. 

Insofar as the period of enforced curtailed production is concerned, 
the patentee should, it is believed, be considered a casualty of war 
in the same sense as the nonpatentee engaged in the same line of 
business. 

The Nation cannot restore the lives of those lost in war, the years 
taken out of the lives of those fortunate enough to return from war, 
or the business losses of those who can establish them as resulting 
from wartime shortages or regulations. Therefore, it is not seen why 
the Nation should be called upon to establish the status quo, as it 
were, in the case of patentees. 

A further consideration mitigating against passage of this type of 
legislation is that the public has a vested interest in every patented 
invention to the extent that it has the right freely to manufacture, sell, 
and use the same at the end of the 17-year term of the patent. 

To the same extent that the public, through its Government, by the 
grant of a patent, has vested in the patentee the right to exclude the 
public for 17 years in return for the disclosure of the invention, the 
public has the vested right at the end of that period to have the inven- 
tion pass into the public domain. 

Therefore, persons who have been making plans and preparations 
to begin manufacture of a patented item when the patent expires 
have a right to be secure in the knowledge that the patent will expire 
in accordance with its term and not be extended for an indeterminate 
period as would be possible under some of the proposals before this 
committee. 

In addition to that, Mr. Chairman, I would like to say this: in 
addition to being opposed to the principle of extension of patents 
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because of curtailment of production or loss of revenue growing out 
of controls or shortages during periods of war or national emergency, 
the association is opposed to the provision in H. R. 2128 and H. R. 
3134 that the granting of a license to the United States without pay- 
ment of royalty or at a nominal royalty should be a reason for exten: 
sion of the term of a patent. Such a proposal was the subject of H. 
R. 6607 in the 81st Congress, of H. R. 323 in the 824 Congress, of 
H. R. 1301, H. R. 2309, and H. R. 4944 in the 83d Congress, all of 
which were opposed by the association at hearings held by this 
committee. 

Also, I would like to say this: Many patentees during the period 
of hostilities in World War II, for patriotic or other reasons, granted 
royalty-free licenses to the Government. Some of these licenses were 
exercised, some were not. 

In many cases the patentees were given orders to the extent of 
their capacity to produce and the licenses were desired by the Gov- 
ernment in order to be free to obtain secondary sources of supply 
without patent liability. In all cases the patents remained in force 
against the public insofar as nongovernmental production or pro- 
duction other than for the Government was concerned so that the 
general public was not relieved from liability for infringement of 
such licensed patents. 

To extend the term of any patent on this ground as now proposed 
would result in extending the term of potential liability for infringe- 
ment by the public for an additional period, whereas the public has 
never been relieved of that liability for a commensurate period. 

These bills further provide that no patent extended under the act 
will be enforceable against the Government for the extended period. 
Thus, if these provisions were adopted, we would have the anomalous 
situation of the Government being the sole beneficiary under the 
license, and the public, and not the Government, being solely liable 
for infringement during the extended term. 

Let me just say this: From my own experience, and this apart 
from the American Patent Law Association, that I was in the Navy 
during the war as a patent lawyer. I was in charge, in behalf of 
the Navy, of the administration of the Royalty Adjustment Act, 
and just before I got out, I was made General Patent Counsel for 
the Navy. 

During my tenure of office for the Navy, I negotiated many a 
royalty-free license in behalf of the Government. Some of those 
royalty-free licenses were negotiated as a part of an overall royalty 
reduction proceding that we were antecidlins pursuant to the act. 
Some of them were not. 

Sometimes it was just to get secondary sources, and it was apart 
from any royalty or license consideration. 

Many, many royalty-free licenses were obtained for the Government 
during the war, and I obtained a lot of them myself. It was very 
simple in many instances, and in some instances it was just a telephone 
call; call the company up and tell them the situation and ask for a 
royalty-free license, and you got it. 

Some of these companies that granted royalty-free licenses would 
be the most surprised companies in the world if they found that 
because of what they had done their patents were now extended. 
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There was no such thing in the minds of those people at the time 
they granted the royalty- ‘free licenses. 

Mr. Wis. At this point, did the contracts usually say that the 
free grant of the license was during the war plus 6 months after 
termination ? : 

Mr. Wuirine. Let me talk about that. I had some experience 
not only in the Navy, but we negotiated these things not only in 
the Navy, but in the other services. I used to make many trips to 
Dayton to negotiate with the Air Force. That was a clear matter 
of negotiation, the question of whether the royalty-free license should 
be for the duration of the war plus 6 months 

Mr. Crumpacker. Which was the language of Public Law 768; 
was it not ? 

Mr. WuirtnG. Yes, and that law was the royalty adjustment act. 

Mr. Crumpacker (continuing). Or whether it should be for the 
duration of the hostilities only. 

Of course, I, representing the Government would put in the dura- 
tion of the war plus 6 months; in fact, we always would, representing 
ee Government. But sometimes they would say nothing doing. 

I don’t say it was always understood, but on some occasions, con- 
tractors being carried away by their patriotism, did not pay any at- 
tention to the details of the contracts they were signing, and in many, 
many instances we had some of our heavy argument on whether it 
would be the hostilities or the war. 

Mr. Wits. Take the case of the individual on the stand that pre- 
ceded you, and we have no way of not accepting his answer which is 
that they had signed a contract which said for the duration of the war 
plus 6 months. 

Mr. Wuittne. Yes. 

Mr. Wiis. He testifies that he understood that to mean a shoot- 
ing war plus 6 months. He said that the Government representative 
on the other side of the table negotiating the arrangement did not 
spell out the distinction between hostility duration and duration of 
the war, so do you not think that there is room for people in that cate- 
gory to be honest, that they were handling shooting war, that they 
were not thinking about technicalities or duration of a war on one hand 
and hostility on the other hand ? 

What I am trying to say is, was there not some obligation on the 
part of the Government, since they were all granting licenses free, to 
aid the war effort ? 

Mr. Waitin. Sir, it was not our custom to explain the terms of a 
contract to the contractor: no. 

Mr. Crumracker. What you are saying in essence is that a person 
who, through feelings of patriotism and what not, decided to make 
his Government a gift had better do so with a great deal of caution 
and beware of what he signed his name to; is that not correct ? 

Mr. Wuirrne. I think anybody who is going to sign a contract 
should read it. I do not mean to be abrupt. about that, but all I am 
saying is that I go back—this is 10 or 12 years 

Mr. CRUMPACKER (interposing). Not only read it, but he had Letter 
have a skilled adviser at hand to tell him what the meaning of the 
seemingly clear words may actually be, what the hidden meaning of 
apparently plain language may actually involve. 
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Mr. Wuirrne. It did not seem to be hidden very much, sir, from 
the discussions that I had with some contractors. 

They repeatedly brought up the signing of the treaty with Germany 
during World War I and the long delay after shooting that that oc- 
curred, and they said now, this contract says the duration of the war 
and 6 months. 

Let us just start with the point that the reason we as negotiators in 
behalf of the Government said “the duration of the war and 6 months” 
is because Congress put those words in the Royalty Adjustment Act, 
which we were administering. 

Let us get back to the situation where this was part of a royalty 
renegotiation under that act, wherein there were certain provisions 
for a formal hearing, and so forth, and we tried to avoid that and save 
time, and we tried to negotiate it. 

When we negotiated it and came to a settlement, the man talked 
about a reduction in his royalty income, admitting that his royalty 
income had been excessive on account of the war production, he said, 
all right, or whether he said it or not, we negotiated him into saying 
it, all right, it is an excess profit and I should not benefit by it; I will 
do it and you do not have to go through with the formal hearing. 

Let us put it down in writing, a formal agreement for the reduction 
of the royalty, and set thereby a time period for the expiration of that 
agreement, and the period that we put into that agreement was the 
period which Congress put into the act itself, the duration of the war 
and 6 months. 

Mr. Wiis. But you said in some instances, discussion was had 
about the distinction between duration of the war and end of hos- 
tilities. Did you sign any contracts which carried grants for hos- 
tilities plus 6 months? Did you modify duration of the war plus 6 
months in any contract 4 

Mr. Wurrtna. You realize that I should not be here testifying for 
the Navy, of course. It is 12 months old, and I do not remember, but 
just as an individual, I will do the best I can, because I do not remem- 
ver that really, but my memory about it was this: That I think that 
the royalty-adjustment contracts that were signed were by the large 
majority of them, and maybe all of them, were for the duration of 
the war and 6 months. 

I think that probably was so, although Iam not sure. When it came 
to royalty renegotiation, there is a difference, which is a different 
thing, although it may be sometimes a part of the negotiation; there 
was frequently negotiation back and forth as to which of those terms 
should be used, and many contracts were signed, I am positive, on 
licenses for the hostilities and 6 months. 

Iam sure of that. It resulted from negotiation. 

Mr. Wiis. The net result is that those who saw and who knew 
the war phraseology protected themselves, but some who were inno- 
cent and equally patriotic woke up to find out that they could have 
had the contract they were signing; namely, hostility plus 6 months. 

Mr. Wurrine. What was that? 

Mr. Writs. If the individual who preceded you, let us say, had 
been a little more insistent or a little more aware of what might have 
been done, he could have had possibly a contract which provided for 
hostilities plus 6 months; is that true? 
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Mr. Wuittne. Let me say this about it: The contract, of course, had 
many provisions, all of which had to be discussed. That is in the first 
place. The license was not merely to the service that was asking for 
it, but was an extension beyond that service, and went to all the serv- 
ices—it was to the Government—and that was sometimes discussed. 

Mr. Wits. You understand that the bill that is now before us does 
not give any relief to anyone who granted a license-free arrangement 
with the Government beyond what he thought he was granting! In 
other words, the extension does not cover—the bill does not give any 
relief for the period of time during hostilities. 

Do you understand that is what this bill does? It only relieves the 
situation from the termination of hostilities on to the treaty with 
Japan plus 6 months or into 1952. You understand that? 

Mr. Wuirrine. I did not read it that way; no, sir. 

Mr. Brooxs. Were you here while Mr. Crumpacker and I had a 
rather extended discussion on that very point? I think he made it 
very clear that he had intended to give patent owners only an exten- 
sion of this time from 6 months after the cessation of hostilities from 
V-J Day—that is, September 1, 1945—until the equal signing of the 
duration of the war plus 6 months, which would be about 1952? 

Mr. Crumpacker. Or a lesser perhaps if the patent should expire 
beforehand. 

Mr. Brooks. That would mean that there would not be a lapse for 
more than 5 or maybe 6 years at the most. In other words, as I under- 
stand it, the man was not asking for a gift which he had given to the 
Government. He did not ask for from 1943 to 1945, when they used 
his patent extensively in this case, and he was glad for them to use it. 

When he signed a document, he signed a document that I probably 
would have signed, and I think lots of people would have signed, if 
they had family and children and brothers overseas on destroyers; you 
just sign it for the duration. 

I went in the Marine Corps for the duration, and I certainly did not 
stay until 1952. I got out in 1946. When they quit shooting, 1 got 
shipped home, and I think that is what most people think, when the 
fighting is over and people go home. 

Mr. Wixu1s. The evidence is that in some instances that those who 
were curious enough would get contracts that this man thought he was 
signing. 

Mr. Wuirtna. I did not read the bill that way, but maybe it is sup- 
posed to read that way. 

Mr. Crumpacker. The wording may not be clear, and I think we 
certainly should consider trying to clarify it. It could be interpreted 
in any one of several ways. 

Mr. Wurrtne. I undoubtedly did not read it properly either. That 
means then that this legislation that is peopored now seeks to remove 
from the patent owner the effect of the delayed end of the war plus 
6 months, as contrasted with the hostilities. 

It is covering patent owners, to cure them of the losses that they 
incurred during that extra period. I do not see why that should be 
done. I do not see why it would single out a patent owner. 

Mr. Brooxs. Mr. Whiting, are they not the only ones that were 
singled out for exclusion? The military came home; you came out 
of the Navy; the man who was in business could get his materials 
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und go ahead and do it; but in the cose of the patentee, that is the 
only one who has been held up until 1952. 

Mr. Wuirtne. I am not qualified to answer that at all, but it is 
my impression that there were many regulations in effect that did 
not go out of effect until they automatically did at the delayed 
proclamation of the termination of the war. 

I have not made an overall canvass of the situation. But in that 

vast majority of the American public that were affected by the delay, 
I know there was a lot of agitation toward making that time declared 
earlier, and who was affected, I am sure I do not know. 

Mr. Wits. I think you are right. For instance, OPA did not 
die, and rent control did not die; but Mr. Hooper and those people 
who were affected by the bill were suffering from those delayed regu- 
lations on this additional hurt under a contract. 

Mr. Wutrtne. I do not want to oppose Mr. Hooper at all. 

Mr. Wiiuts. Taking his case as an example, his case seems to 
typify what that bill seems to take care of. 

Mr. Wuirttne. I do not see his case at all. Here is a contract pre- 
sented to a person to sign it, and it says the duration of the war and 
6 months. He can either read it and ignore it, or he can say, as so 
many people did say, that is a treaty and it is going to be a long time, 
and then he can try to negotiate a hostility and 6 5 months. 

Then he has to make out his case for a difference. People do not 
get it just for the asking. You have got to make out some reason 
for hostilities versus war plus 6 months. 

I do not remember what those reasons were, but there is a policy 
on that. 

Mr. Wiuts. His reason, as he expressed it, and what I think he 
was trying to say is commonsense, was that that meant when the 
shooting was over. 

Mr. Wuirttne. I know, but why should any exception be made to 
Mr. Hooper? 

Mr. Wiis. You said that exceptions were made for those who 
were more insistent for their rights. 

Mr. Winitrnc. Yes; but I do not know that he is an exception. 

Mr. Wits. Yes; but we know his testimony, and he said that he 
and his group understood the contract to mean a shooting war. 

Mr. Wuittne. That is very remarkable because many people did 
not because of their experience after World War I. 

One other point that I would like to offer—I do not know whether 
it would be helpful or not—but I remember, and it just occurred to 
me sitting here this morning—many times I attended renegotiation 
hearings. They were in New York. Many of them were in behalf 
of the Navy. I was there as a patent adviser to the Board on a certain 
case, and I think that among the many factors that were taken into 
consideration in determining the profit that would be allowable to 
a contractor on his overall operation, I think that they made quite 
clear what royalty-free licenses they had granted to the Government 
in an effort to boost the profit that they would be allowed. 

I think it is something that should be considered. I think that the 
background is important. 

Mr. Wits. Let me say that we are not—and I know I “arr for 
myself and for the general feeling of the committee—every year we 
have a plethora of bills on patent extension, and in general we have 
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not been in favor of that; and I believe we try to reach an area that 
seems to have peculiarly equitable merits; but otherwise I assure you 
that we go along with the association. 

Mr. Crumpacker. I believe you testified a couple of years ago in 
opposition to a further extension of the Royalty Adjustment Act; 
did you not? 

Mr. Wuitine. Not me personally; no. 

Mr. Crumpacker. You did not? I thc ht you did. 

Mr. Wuirine. No. I do think that individual legislation in sep- 
arate cases—let us take Mr. Hooper’s case. Let’s take a look at the 
difference in war and 6 months and hostilities and 6 months, and make 
out a case for the exception of such a case here as he would before the 
negotiators for the services when he was negotiating the contract. 

That is not the way people usually enter a bill. It is a reason for 
a special bill, but it is not a reason for handing General Motors and 
General Electric—I know many of these companies gave the Govern- 
ment free licenses under blocks of patents. 

Mr. Wixuis. I do not see General Motors here today in opposition 
of this bill. 

Mr. Wuittnc. You mean in opposition to their patents being 
extended / 

Mr. Wiis. Yes. 

Mr. Wuitine. No; I do not think they would do that, but they 
certainly did not expect anything of that sort when they were offer- 
ing their royalty-free licenses to the Government. 

Mr. Wiiuis. Did they grant a royalty-free contract / 

Mr. Wuitinc. Again it is from memory, but I think—yes; I am 
quite sure that General Motors granted royalty-free licenses to the 
Government under certain of its patents. 

I cannot now say which or what the subjects were. The only other 
point that I think I would like to raise—Are we considering H. R. 3134 
as well? 

Mr. Wittts. Yes. 

Mr. Wuirtrne. It is the first part of that. Most respectfully, I feel 
that this bill is— 

Mr. Wiis. I think it is broad. 

Mr. Wurrtne. I think it is very broad in its language, and I think 
it is difficult to understand its operation in many instances. For in- 
stance, the first part, it says: 








Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That within one vear after the effective date 
of this act— 


And here we come to the grounds: 


where the normal use, exploitation, promotion, or development of a patent has 
been impaired by (1) the granting of a license to the United States at a nominal 
or no royalty; or (2) restrictions or prohibitions imposed by the United States 
by reason of war or other national emergency— 


Now I come to this: 
or by other circumstances beyond the control of the owner—— 


Mr. Witiis. I underscored that language in my own copy. I am 
not expressing opposition to it, but we are aware of the difference be- 
tween the two bills. 
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Mr. Wurrinc. What are these circumstances? Is it because the 
owner of a patent is hard up and he has not any money, and, therefore, 
he is going to get a patent extension? I think some of it is shocking 
because of the fundamentals of the patent system. 

Mr. Crempacker. We have been talking a great deal about this 
royalty-free phase of the bill, which, in my opinion, is perhaps the 
least important, at least of secondary importance, to the interruptions 
during the war because of material restriction and other things of 
that nature. 

We always seem to find ourselves talking about gasoline stations. 
Since we drew that analogy, I wonder if we could perhaps go to 
another analogy also. Would you agree that a patent is in essence the 
property right for the duration in an idea? 

Mr. Wuitrnea. Yes. 

Mr. Crumpacxer. That property right has two fundamental char- 
acteristics: First that it is the right to use the idea on the part of the 
patentee. 

Mr. Wuirtne. No, there is no right to use the invention granted by 
the patent. The property right that is granted by a patent is only 
the right to exclude others from manufacturing. 

There are many perfectly valid patents that are granted every Tues- 
day of every week in the Patent Office with respect to which the 
subject-matter could not possibly be used without infringing some 
other patent, and I daresay the Patent Office does not care about that 
in issuing the patent. 

The Patent Office in granting a patent on an invention does not con- 
sider as a factor having any effect on the allowance of the patent, does 
not consider the question of whether the owner of the patent or any- 
body claiming under the patent any use of the subject-matter of the 
patent free of infringement of any prior patent, because the concept 
of a patent is only the right to exclude others. 

Could I just make a homely analogy about that to make it clear or 
muddy it—I do not know? 

Let us first say that motion pictures were invented by one man. We 
will give Mr. X the credit for inventing motion pictures, and he got 
a patent on his invention. Obviously, it is a very good patent. 

Let us assume that then, after a period of perhaps 10 years, Mr. Y 
came along and was able, after a lot of very ingenious work, to syn- 
chronize sound with motion pictures, and he got a patent on the 
synchronization of sound with motion pictures. 

Let us assume that that was a very good invention and that his 
patent was valid, too. So, the Patent Office has granted two patents: 
One to Mr. X for the motion picture and one to Mr. Y for the syn- 
chronization of sound with motion pictures. 

Let us assume they are both similar. Mr. Y could not possibly use 
his invention without infringing on Mr. X’s because he could not 
synchronize motion pictures without infringing on Mr. X’s patent on 
motion pictures. 

Mr. Wuu1s. Mr. X could sit tight and freeze out Mr. Y. 

Mr. Wuirrne. Certainly, but, of course, economic things affect that. 

Mr. Wuiuts. We are talking about a little more than economics. 

Mr. Crumpacker. That is perhaps an unusual situation, however; 
is it not? 

Mr. Wuittne. It is very commonplace. 
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Mr. Crumpacker. There are similar points in other property rights 
where maybe you own a piece of real estate that is completely sur- 
rounded by other real estate and you neglect to get an easement giving 
you access to it. Therefore, you cannot enjoy any right in that real 
estate without reaching some kind of an agreement with the surround- 
ing property owners. 

I heard of one instance of a building that was willed in separate 
parts to different people, where one man owned the first floor and 
another owned the third floor. You could not get to the third floor 
without going through the first floor. There are complex property 
situations of that sort. 

I still think that a patent is more than just a right to exclude other 
people from the use of it. It also carries with it the right to use it 
yourself. That may be restricted by the rights of others and necessary 
components of the idea. I think perhaps you run into those situations 
in all property rights where there are limitations. It is not an un- 
limited right under all circumstances. 

Mr. Wuitrne. Could I comment on that? I have to disagree with 
you for two reasons: First, because the statute granting patents de- 
fines it in terms of right to exclude. Whether the statute is clear or 
not, the Supreme Court has made it clear many times that it does 
grant only the right to exclude others. That is the first point: that 
academically or as a matter of judicial pronouncements, it is only the 
right to exclude others. There are some very interesting cases where 
people have tried to divide out that right of exclusion without having 
the right that should go with that action, but so much for that. 

The second thing is that in practice the Patent Office does not care 
one whit about whether the man can make a return upon the patent. 
It is not a factor in the granting of the patent in the administrative 
procedure. 

In the third place the patent did not affect his right to manufac- 
ture. If I make an invention today in this water pitcher and you 
have a patent that dominates it, let us say that I do not go to the 
Patent Office and do not file an application for a patent on my water 
pitcher at all. I have certain rights today on this water pitcher. 
Let us say you did not have any patent personally to manufacture 
this water pitcher. If you have, I have to deal with you. If you 
have not, I do not have to deal with you. That is in the instance where 
1 do not file a patent application. 

Take the second instance: I file a patent application and I am 
granted a patent by the Patent Office. My rights as far as manufac- 
turing this pitcher are identical to what they were before I filed the 
application. If you have a patent that dominates it, I have to deal 
with you. If you have no patent that does not dominate it, I do not. 

My getting a patent does not change it at all. It is exactly the 
same as it was before. The only right I have gotten from the Patent 
Office is this: You have a patent on water pitchers that are made of 
this material. I have a patent on this particular kind of a spout that 
holds the ice in the pitcher. You can do anything you want to with 
your material, but you cannot put a spout on like that without cealing 
with me. I have a right to exclude people from using it, and that 
is the only thing I got from the Patent Office, my right to exclude 
others from using the final thing. I want to say this, Mr. Chair- 
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man: It is that this is not an unusual situation. It is extremely 
common. This type of situation frequently occurs in patent practice. 

Mr. Crumpacker. Let us take an analogy for instance to a piece 
of real estate on a farm. If a war comes along and the farm is situ- 
ated in some strategic location where the military, as a part of their 
operation, requires the farmer to leave his land and not to do anything 
with it, that in essence because of military necessity, they are taking 
away all of his right of enjoyment and use of the real estate for the 
duration of the war—when the war is over, under some circumstances 
at least, he would have a right to recover damages for the loss of use 
of his property during the war. Is that not right? 

Mr. Wuirttne. Yes; I should think so, but that is not the case at 
all because in this case the people that are going to pay are the public. 
It is the public that is getting damaged by this extension. 

Mr. Crumpacker. Of course, there is one important difference be- 
tween a property right and an idea as represented by a patent and 
other property rights; that is, that it is of limited duration. Time is 
of the essence as is not the case with other property rights, which are 
of permanent duration. 

Mr. Wuirtrne. That is correct. 

Mr. CrumpackeER. So that this element of time becomes a very im- 
portant element in patents which it is not in other things; is that 
not so? 

Mr. Wuirtrne. Yes, I grant you that is so, and also that is true 
by the Constitution. I guess it is maybe the only limitation that 
the Constitution places on Congress in that regard, is that it be for 
a limited time. 

Mr. Crumpacker. So the Government in restricting the use of these 
things during the war is taking a very large chunk out of the life 
of the idea, the duration of the patent, and that time loss does a real 
damage to the rights in the case of other things, physical damage and 
things of that sort, by wartime activities. 

Mr. Warrtne. I do not see the chunk that is being taken out. The 
man had a right to exclude by his patent, and that is all he had, and 
then a wartime economy comes along and there is nobody to exclude 
because the war stops that man from making that thing; so if the 
man gives up the manufacture of automobiles or radios and they are 
affected, I would say that the patent owner is peculiarly affected by 
that. Nothing has happened to the patent. I think if you draw an 
analogy, it would have to be between the land and the patent. The 
Government has not taken anything out of the patent. 

Mr. Curtis. I would like to go back to this subsection 3 of the 
royalty-free licenses. 

Mr. Wuitine. Which bill, sir? 

Mr. Curtis. H. R. 2128, subsection 3 of page 2. That is concerned 
with royalty-free licenses. 

Mr. Wurrrne. Yes. 

Mr. Curtis. If an owner of a patent had given the royalty-free 
license to the Government, he could still have given a license with 
royalty to other manufacturers during that same period, could he not ? 

Mr. Wuirina. Yes. 

Mr. Curtis. To that extent his patent right existed and was usable 
during that period provided he could find other manufacturers who 
were not making stuff for the Government, is that correct ? 
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Mr. Wurrine. Precisely. It does not affect that at all. 

Mr. Curtis. The next question is: We seem to have two proposi- 
tions here. As I read the report on this bill, on its predec essor, it 
said that the reason for giving relief im this subsection 3 was that 
the owner had been generous enough to grant this royalty-free license 
and he was going to be relieved for having done this for the period 
of September 1, 1939, which was the period when extreme Govern- 
ment preparations for war began—as I remember it we did not get 
into the war until December of 1941—that is one point. We are told 
here today that this relief is only to cover the period after the end of 
the shooting war and 6 months thereafter. In other words, it is a bill 
really to relieve people who gave royalty-free licenses for duration 
of the war rather than for the duration of hostilities. 

It is just taking up those few cases of people who were hooked, you 
might say, beyond a fair period. Those are the two differences which 
I see here. 

We had broad purposes in the bill before, but this is a very much 
narrower one, I think. 

Mr. Wuirtne. Yes; it seems to be totally different. You used the 
word “hooked.” Who is to say—I am certainly not prepared to say- 
that contracts that were signed granting royalty-free S ‘enses to the 
Government for the duration of the war plus 6 months was not an 
arm’s length negotiation between the contractor and the Government 
and that was finally decided as to the term of that agreement. 

Mr. Curtis. Assuming that we are willing to say that they might 
have been hooked, that is really an individu: al relief proposition. 

Mr. Wuirtine. Yes, very much so, because it involves the factors 
or the considerations under which the document was entered into. 
The person is coming now to say, “I made a poor agreement.” He 
may have very good reasons for that. It may have been patriotism. 
It may have been that he thought, I don’t know, “If Uncle Sam wants 
something, Lam going to give it to him.” It may have been a lot of 
reasons. 

It may have been that he was unsuccessful in his negotiations be- 
cause his case was not any good. It is an entirely individual matter. 
I agree with you. 

Mr. Curtis. No more questions. 

Mr. Wituts. Thank you very much. 

Is there a Mr. McClure in the room and Mr. Federico / 

Mr. Feperico. Yes, Mr. Chairman. 

Mr. Wiiuts. Identify yourself, Mr. Federico. 


STATEMENTS OF P. J. FEDERICO, EXAMINER IN CHIEF, UNITED 
STATES PATENT OFFICE, AND KENNETH F. McCLURE, ASSISTANT 
GENERAL COUNSEL, DEPARTMENT OF COMMERCE 


Mr. Feperico. My name is P. J. Federico, from the United States 
Patent Office. I am only here to briefly present the statement from 
the Department of Commerce. 

Mr. Wiuxts. Is it in the record ? 

Mr. Feperico. I have the complete copy for the record. 

Mr. Wits. We are going to try to do the best we can to keep these 
hearings as short as possible. If the views of the Department are in 
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that document which you will file, I know you are expert enough to 
shorten your testimony, and I know that you will not be offended by 
my suggestion. 

Mr. Fepertco. Certainly, because the main thing I was to do was 
present the report anyway, and it speaks for itself, so I do not need 
to elaborate any on it except to say that basically the oe pak yn we 
merely states that on the policy question involved in a bill of this 
kind, they consider it a matter primarily for determination of the 
Congress as a policy matter and the Department interposes no objec- 
tions if the Congress or the committee decides to approve the bill. 
The Department interposes no objections at all. 

We do comment on some administrative defects or ee 
which might not be good, but they are minor matters of detail which 
could be taken up with the committee staff at any time. 

Mr. Wiis. Thank you very much. 

Mr. Curtis. Mr. Chairman, before the gentlemen go, may I ask a 
question ? 

Mr. Wits. Certainly. 

Mr. Curtis. Is that report similar to a report that was given last 
year and is in the printed report of last year’s bill? I refer to the 
printed report No. 2347 in the 83d Congress. 

Mr. Feperico. I do not recall, sir. 

Mr. Curtis. I have a copy right here and would be glad to have you 
look at it. 

(Mr. Federico and Mr. Curtis examined the report and conferred 
off the record.) 

Mr. Curtis. I know that last year’s report closed with the words, 
“For these reasons we recommend against enactment of H. R. 3534.” 
I would like to know whether the conclusion of your report that you 
are now presenting is similar to that. 

Mr. Feperico. No; the conclusion is that if it should be determined 
as a matter of policy by Congress, the Department of Commerce inter- 
poses no objections to such action and then there is some comment on 
the administrative defects. 

Mr. Curtis. Tell me why the Department of Commerce has a dif- 
ferent attitude now from what it had last year. 

Mr. Feperico. I am sorry, I am not in a position to explain that 
because I do not know myself. 

Mr. Wixtrs. Could it be that modifications were made after the 
bill, after the report came in, Mr. Federico? 

Mr. Feperico. Mr. McClure can comment on that. 

Mr. McCuore. Mr. Chairman, I recollect that rather clearly. In 
our letter to the House committee, we set forth a number of rather 
technical objections that we had to the bill as it was introduced. The 
committee and the staff, after they considered our bill, undertook 
to remedy these difficulties that we had with them. 

Then the bill as so modified was passed by the House and was con- 
sidered then in the Senate. The Senate at that time asked us to com- 
ment on the bill as it had passed the House, which is substantially. 
what we are considering there this morning, sir. We then advised 
the Senate that with regard to the bill as modified, if the Congress felt 
that it was an appropriate bill to pass, we would interpose no objec- 
tions, and therefore, we are really not in an inconsistent position with 
respect to the bill we are commenting on this morning. 
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Mr. Curtis. Mr. Chairman, could the witness tell us what the de- 
partment report says on subsection 3, because we have not gotten your 
report, and of course have not had an opportunity to read it. 

Mr. Feperico. There is no discussion of the details of that para- 
graph 3. All I could do is say what the paragraph means to me in 
reading it. 

Mr. Curtis. I would be glad to have you do that. 

Mr. Fepertco. To me it means that when the owner of a patent has 
granted a license to the United States or to others to do for the United 
States, without the payment of the royalty for the purpose of promot- 
ing the war effort, etc., since September 1, 1939, oat the United States 
has in fact made substantial use of that invention duri ing the war ef- 
fort and it was of material assistance to the United States in connec- 
tion with its program, and granting of the license prevented or sub- 
stantially curtailed the normal use, exploitation, promotion or de- 
velopment of the patent, then that patentee would be entitled to an 
extension as stated on page 4, for the period during which the normal 
use, exploitation, promotion or development of the patent was pre- 
vented or substantially curtailed from September 1, 1939, up to the 
present, while there was a period of war or war effort or perhaps for 
any royalty-free license which was curtaled, the patentee would be 
entitled to ask for an extension for a period during which the royalty- 
free license was granted, no matter what it was and which was used 
by the Government. 

Mr. Curtis. In other words, for a period specified in time during 
which the royalty-free license was used and was useful by the Govern- 
ment. 

Mr. Fepertco. And also the normal use was curtailed during that 
period. 

Mr. Curtis. Yes. 

Mr. Feprerico. That is my understanding of the act. 

Mr. Curtis. No further questions. 

Mr. Wiuuis. Thank you very much, gentlemen. 

Mr. Federico, at this point in the record we will insert the report 
from the Department of Commerce. 

Well, we will insert it up front in the transcript when the hearings 
are printed. / 

Mr. Scully and Mr. Lyons, I think ‘they may want to testify to- 
gether. Will you identify both yourself and your associate for the 
record / 


STATEMENT OF FRANK P. SCULLY, PRESIDENT, SCULLY SIGNAL 
CO., MELROSE, MASS. 


Mr. Scutiy. I am Frank P. Scully, of the Scully Signal Co., of 
Melrose, Mass., which is a small company employing approximately 
75 people. 

Mr. Lyons is associated with me, representing me. I am represent- 
ing the Patent Equity Associ ation, whieh was one of the sponsors of 
H. R. 2128 or H. R. 3534 last year. 

Mr. Wiis. Off the record. 

(There was a discussion off the record.) 

Mr. Scutxiy. This is the main point that I would like to bring up: 
I am not a lawyer, I am not a patent attorney. I am rather reticent 
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to emphasize the fact that my good friend, Mr. Whiting, never brought 
up, as far as I could hear, the fact that there are two aspects to a 
patent. 

The patent is a contract and is a pg right. His entire em- 
phasis was on property, but we do not believe that entirely covers the 
field. 

Mr. Wiis. Yes; but we understand that, and there was previous 
testimony that there is a contract back of the patent. Mr. Whiting, in 
all fairness to him, emphasized the feature of a patent which deals 
with the property right only, but we understand that. 

Mr. Scutiy. We are emphasizing that it is a contract, or, rather, 
that by issuing a patent, that amounts to a contract between the in- 
ventor and the Government. In connection with that, we feel it is 
important that a contract is made by the acceptance by the Govern- 
ment of the offer which the patentee, by his application, makes. The 
patentee agrees that he will have the exclusive use of the invention 
for 17 years, for which, in return, he agrees to make full disclosure 
for the public benefit and use after the expiration of that time. 

Our patent laws are based on article 1, section 8, clause 8 of the 
Constitution, which reads as follows: 

The Congress shall have power * * * to promote the progress of science and 
useful arts, by securing for limited times to authors and inventors the exclusive 
rights to their respective writings and discoveries. 

The proponents of H. R. 2128 base their case on the thesis that a 
patent is a contract between the inventor and the Government and 
is entitled to all the protection which our laws provide to contracts 
entered into in good faith. 

The following is from Corpus Juris Secundum, volume 69, sec- 
tion 5: 

A patent duly issued amounts to a contract between the inventor and the 
Government. 

A patent duly issued amounts to a contract between the inventor and the 
Government, under which the public, through the Government, agrees that, in 
consideration of the inventor’s disclosure of his invention and the grant of the 
right to use it after his patent expires, he shall be protected in his exclusive use 
during the life of the patent, and the certificate of patent, or the instrument 
containing the grant of a patent right, evidences such a contract. This contract 
consists of mutual, interrelated considerations moving from each party to the 
other for such contract. The consideration given on the part of the patentee 
is the disclosure of the invention and the advantages derived therefrom by the 
public, to the effect that, when the statutory right to exclude others from the 
use of the invention has expired, the public generally may exercise its natural 
rights to make, use, and sell anything of which it has sufficient knowledge. The 
consideration on the part of the Government is the grant of the exclusive right 
to make, use, and vend the invention throughout the United States, and the 
Territories thereof, for a limited period of time. 


The following case is pertinent to the contract aspect: Century 
Electric Co. v. Westinghouse Electric & Manufacturing Co. (8 Cir., 
1911, 191 F. 350, 354) : 


A patent is a contract made by the acceptance by the Government of the 
offer which the patentee, by his application, makes to disclose his invention, in 
consideration that the United States will secure to him the exclusive use and 
sale of it for 17 years. The offer embodied in the application becomes the 
specification of his patent, if his offer is accepted, and with his claims evidences 
the terms of the agreement. Such an agreement is interpreted by the same 
rules that determine the construction of other contracts. The court should, 
as far as possible, place itself in the situation of the parties when they made 
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their agreement and then seek to ascertain from the terms of their contract, in 
the light of the circumstances then surrounding them, what their intention was. 

I might interpolate here in line with some of the testimony pre- 
sented here this morning, Major Armstreng, who made some of the 
greatest contributions to this country ever made by an individual, 
spoke and presented a paper 2 years ago. He brought up the very 
point that has been emphasized by the American Bar Association 
and rebutted them in my estimation very well. I would hope that 
you would read all of Major Armstrong's testimony. 

Mr. Wiuts. His testimony is before us. 

Mr. Scutxy. It is the contention of those who have sponsored H. R. 
2128 that one party to the patent contract, namely the Government, 
has in certain cases not fulfilled its obligation under the contract. 
This nonperformance may have been advisable t temporarily, but, in 
equity, the Government should not expect the inventor to carry out 
his obligation under the contract and the Government not carry out 
its obligation. 

If through the forces of circumstances, the Government deemed it 
inadvisable to carry out its portion of the patent contract, the con- 
sideration of the inventor should be restored, at least in part, to the 
inventor. However, once publicized, the disclosure obviously cannot 
be restored. Therefore, the only way, in fairness, that the agree- 
ment can be carried out in the spirit into which it was entered, is to 
restore to the inventor what the Government, in effect, took away. 
That is, “time.” 

Those who oppose the restoration of patent rights as a rule, seldom 
identify a patent as a contract. This was emphasized in the testimony 
this morning. They prefer to speak of patents as property—only 
one aspect of a patent. It is recognized that property may have 
suffered during the war but contracts were not invalidated without 
recourse. If the theory had been adopted that contracts were not to be 
honored, chaos would have resulted. 

Incidentally, I never knew of a patent attorney who did not want 
to collect on his fee because there was a war on. He wanted his 
contract fulfilled. 

The editorial page of the Boston Herald recently stated as follows: 

The founders of this country, the writers of the Constitution, were more 
worried about the wrong society could do to an individual than about the wrong 
an individual could do to society. 

When the contract between the inventor and the Government is uni- 
laterally breached by the Government, the individual is the one who 
is wronged. Itis more important to protect the individual than society 
in general. If the individual is protected, it follows that society in 
general will be protected. 

However, the proponents of H. R. 2128 recognize that those who 
have proceeded in good faith under the present status of the patent 
law should not be ‘penalized and intervening rights are recognized 
under H. R. 2128. 

Emphasis is sometimes placed on the phrase “a patent is nothing but 
the right to exclude others.” Even were this to be construed as the 
only attribute of a patent, and it is not the only attribute, the “right 
to exclude” has been denied to the inventor when the control over the 
exclusion provisions has been withdrawn from him. Of what value 
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would your house be if the Government excluded everybody—includ- 
ing yourself—from unfettered use of your home? 

It is universally recognized that the reason for the existence of our 
patent system is to encourage invention. Were every inventor to be 
excluded from the fruits of his invention, how long would our patent 
system last? Who would bother to invent if there would be no oppor- 
tunity to profit by the invention ? 

The following is an excerpt from the opinion of the Supreme Court 
of the United States in Mazer v. Stein, decided March 8, 1944: 

(11) The economic philosophy behind the clause empowering Congress to 
grant patents and copyrights is the conviction that encouragement of individual 
effort by personal gain is the best way to advance public welfare through the 
talents of authors and inventors in “science and useful arts.” Sacrificial days 
devoted to such creative activities deserve rewards commensurate with the 
service rendered. 

H. R. 2128 in no way assures the inventor of any monetary return. 
I nearly went broke when the war was on and I went down to three 
employees, but that is not the reason I appeared here. 

Mr. Wiiu1s. You nearly went broke? 

Mr. Scutry. I was in the hole, and if they had collected on me, 
I would have been broke. 

The restoration of patent rights by equitable patent extension only 
affords the inventor the opportunities to which he is entitled under 
the original patent contract. 

Gentlemen, I ask for your indulgence and for your help to the 
small inventor and the small-business man because to a large corpora- 
tion or company, a patent is like a pebble on the beach. There are: 
hundreds of others, but to the small company a patent may be the life- 
blood of its existence. 

I do not know whether there is any brief here from the National 
Association of Manufacturers. If there were and it were possible, 
I would like the opportunity to be heard, because I have been inti- 
mately associated with all that has happened in the NAM in the 
last 2 years. It certainly does not take into consideration the smaller 
company. 

Of the 176 members, 136 represent the biggest companies in the 
country. There are only 2 members from companies rated less than 
$125,000. If there is any brief from them, I would appreciate an 
opportunity to make some comments. 

Mr. Wiiu1s. Thank you very much, sir. 

Mr. Curtis. May I ask a question ? 

Mr. Wixuis. Yes. 

Mr. Curtis. Mr. Scully, did you or your company grant any royalty- 
free license to the Government ? 

Mr. Scutry. No. 

Mr. Curtis. So you are more interested in section 2 where the use 
of a patent was sobetantially curtailed by an order of an agency of 
the Government; are you not? 

Mr. Scutty. The Patent Equity Association, whom I represent, 
takes no position whatsoever on that. 

Mr. Curtis. On section 3 of House bill 2128 ? 

Mr. Scutry. Yes. 

(The prepared statement of Mr. Scully follows :) 
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STATEMENT OF FRANK P. ScuLLy, PRESIDENT, ScuLLY SIGNAL Co., MELROSE, MAss. 


My name is Frank P. Scully. I am president of the Scully Signal Co. of 
Melrose, Mass., a small company employing approximately 75 people. I am 
a director of the Patent Equity Association in whose behalf I am appearing here. 

I am also a member of the patent committee of the National Association of 
Manufacturers—though I am not always in agreement with the conclusions on 
this committee. 

Our patent laws are based on article I, section 8, No. 8 of the Coonstitution, 
which reads as follows: 

“The Congress shall have Power * * * to promote the Progress of Science 
and useful Arts, by securing for limited Times to Authors and Inventors the 
exclusive Rights to their respective Writings and Discoveries.” 

There are two aspects of a patent: (1) A patent as a contract, and (2) a 
patent as property. 

The proponents of H. R. 2128 base their case on the thesis that a patent is a 
contract between the inventor and the Government and is entitled to all the pro- 
tection which our laws provide to contracts entered into in good faith. 

The following is from Corpus Juris Secundum, volume 69, section 5: 

“A patent duly issued amounts to a contract between the inventor and the 
Government. 

“A patent duly issued amounts to a contract between the inventor and the 
Government, under which the public, through the Government, agrees that, in 
consideration of the inventor’s disclosure of his invention and the grant of the 
right to use it after his patent expires, he shall be protected in his exclusive 
use during the life of the patent, and the certificate of patent, or the instru- 
ment containing the grant of a patent right, evidences such a contract. This 
contract consists of mutual, interrelated considerations moving from each party 
to the other for such contract. The consideration given on the part of the 
patentee is the disclosure of the invention and the advantages derived therefrom 
by the public, to the effect that, when the statutory right to exclude others from 
the use of the invention has expired, the public generally may exercise its natural 
rights to make, use, and sell anything of which it has sufficient knowledge. The 
consideration on the part of the Government is the grant of the exclusive right 
to make, use, and vend the invention throughout the United States, and the 
territories thereof, for a limited period of time.” 

The following case is pertinent to the contract aspect (Century Electric Co. v. 
Westinghouse Electric € Mfg. Co., 8 Cirl, 1911, 191 F. 350, 354) : 

“A patent is a contract made by the acceptance by the Government of the 
offer which the patentee, by his application, makes to disclose his invention, 
in consideration that the United States will secure to him the exclusive use 
and sale of it for 17 years. The offer embodied in the application becomes the 
specification of his patent, if his offer is accepted, and with his claims evidences 
the terms of the agreement. Such an agreement is interpreted by the same 
tules that determine the construction of other contracts. The court should, 
as far as possible, place itself in the situation of the parties when they made 
their agreement and then seek to ascertain from the terms of their eontract, 
in the light of the circumstances then surrounding them, what their intention 
was.” 

It is the contention of those who have sponsored H. R. 2128 that one party 
to the patent contract, namely the Government, has in certain cases not fulfilled 
its obligations under the contract. This nonperformance may have been 
advisable temporarily, but, in equity, the Government should not expect the 
inventor to carry out his obligation under the contract and the Government not 
carry out its obligation. 

If through the force of circumstances, the Government deemed it inadvisable 
to carry out its portion of the patent contract, the consideration of the inventor 
should be restored, at least in part, to the inventor. However, since publicized, 
the disclosure obviously cannot be restored. Therefore, the only way, in fairness, 
that the agreement can be carried out in the spirit into which it was entered, is 
to restore to the inventor what the Government, in effect, took away. That 
is, “time.” 

Those who oppose the restoration of patent rights as a rule, seldom identify 
a patent as a contract. They prefer to speak of patents as property—only one 
aspect of a patent. It is recognized that property may have suffered during 
the war but contracts were not invalidated without recourse. If the theory 
had been adopted that contracts were not to be honored, chaos would have 
resulted. 
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The editorial page of the Boston Herald recently stated as follows: 

“The founders of this country, the writers of the Constitution, were more 
worried about the wrong society could do to an individual than about the wrong 
un individual could do to society.” 

When the contract between the inventor and the Government is unilaterally 
breached by the Government, the individual is the one who is wronged. It is 
more important to protect the individual than society in general. If the indi- 
\idual is protected it follows that society in general will be protected. 

However, the proponents of H. R. 2128 recognize that those who have proceeded 
‘n good faith under the present status of the patent law should not be penalized 
and intervening rights are recognized under H. R. 2128. 

Emphasis is sometimes placed on the phrase “a patent is nothing but the 
right to exclude others.” Even were this to be construed as the only attribute 
of a patent, and it is not the only attribute, the “right to exclude” has been de- 
nied to the inventor when the control over the exclusion provision has been 
Withdrawn from him. Of what value would your house be if the Government 
excluded everybody—including yourself—from unfettered use of your home? 

It is universally recognized that the reason for the existence of our patent 
system is to encourage invention. Were every inventor to be excluded from the 
fruits of his invention how long would our patent system last? Who would 
bother to invent if there would be no opportunity to profit by the invention? 

The following is an excerpt from the opinion of the Supreme Court of the 
United States in Wazer v. Stein, decided March 8, 1954: 

“(11) The economic philosophy behind the clause empowering Congress to 
grant patents and copyrights is the conviction that encouragement of individual 
effort by personal gain is the best way to advance public welfare through the 
talents of authors and inventors in science and useful arts. Sacrificial days 
devoted to such creative activities deserve rewards commensurate with the serv- 
ices rendered.” 

H. R. 2128 in no way assures the inventor of any monetary return. The 
restoration of patent rights by equitable patent extension only affords the 
inventor the opportunities to which he is entitled under the original patent 
contract. 


The above was the prepared portion of remarks by Frank P. Scully. Added to 
this presentation were some extemporaneous remarks inviting the attention of 
the members of the subcommittee specifically to the remarks made by Edwin 
Armstrong in June 1953 regarding the patent system. 

There were a few extemporaneous additions to the brief. For example, atten- 
tion was called to the fact that patent attorneys still expected to be paid during 
the war—agreements by cients with them to pay them for their services were 
sill considered valid (this brought a smile from the Congressmen ). 

The remarks closed with a plea for the recognition of the rights of small com- 
panies and individual inventors. The unilateral breaching of the patent con- 
tract could be a very serious thing to a small company or an individual; whereas 
an individual patent is obviously less important to a large company. 

Mr. Wituts. Thank you, Mr. Scully. 

The next witness we have on the list, unless there are others who 
make themselves known, is Mr. Harry H. Hitzeman. Will you iden- 
tify yourself by name and address and occupation, please ? 


STATEMENT OF HARRY H. HITZEMAN, OF CHICAGO, ILL. 


Mr. Hirzeman. Gentlemen, Mr. Chairman, I am Harry H. Hitze- 
man, of 105 West Madison Street, Chicago, Ill. I am a patent lawyer 
and an engineer. 

I have a statement here, but, as I have been ill, I only have four 
copies. I will furnish more of them later. I believe the statement 
speaks for itself. It recommends the passage of H. R. 3134. 

From the testimony and questions of the committee, I believe you 
would be interested in why other circumstances beyond the control of 
the owner are included. I would like to point out some of them: 
(Juestions concerning the title: death of the owner; no knowledge of 
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infringement; nonuse by industry, for example such as postal-weigh- 
ing machines. The original patent is expired before this came into 
use, and now they are in universal use. 

Parking meters is another example that is very familiar to me be- 
cause my own brother invented some. Other ex amples are set forth in 
the letter to the 83d Congress from Mr. Dodge, in which he pointed 
out in many instances after the war there was such a surplus of mate- 
rial that there was no market for it. According to the provisions of 
this bill, the Commissioner of Patents, who has broad judicial powers 
anyway, would determine in each instance whether or not there was 
sufficient cause to consider an extension. 

The Commissioner of Patents today passes on whether or not there 
is patent ability and in the case of inventors they file and if there is 
a question as to who is the first inventor, he passes on that. In the 
last analysis, of course, the question may be presented to the United 
States district court for final determination anyway. 

H. R. 2128 has some defects, I think, which the committee can of 
course rectify. Before pointing those out, however, I would like to 
rebut a little of Mr. Whiting’s testimony. He stated that a patent 
property is no different from other property, and I think Congressman 
Crumpacker pointed out to him that a patent is, generally speaking, 
a 17-year contract and that because of the time limitation, the patent 
peopeety is different from other property. 

I do not think any of us who have advanced patent extension legis- 
lation over the years have ever felt that the granting of a patent 
should guarantee a return. 

On the contrary all we ask for is a chance for the inventor to see 

if he could get a return for a full 17-year period. 

I believe very firmly that the granting of an extension, as other 
witnesses have also stated, is not the granting of a favor but rather the 
living up to a contract by the Government. 

I think this phase was very well covered by former Chairman Keat- 
ing in his remarks on the floor of the House last summer. On this 
question of granting a royalty-free license, I wish to point out, con- 
trary to what Mr. Whiting said, that when a free license is granted 
to the Government and to supplie rs of the Government, the time that 
it would take would take part of the patent rights away from the 
owner. 

I also wish to point out that in regard to the length of time that an 
owner who granted the Government a royalty-free license—the length 
of time he should have an extension, I feel the language of either bill 
covers that adequately when it says, “Such time as the normal use, 
exploitation or development was curtailed * *” That again is a 
question for the consideration of the Commissioner of Patents. Re- 
ferring to some of the defects of H. R. 2128, generally the part thereof 
that refers to veterans, I think that is again inadequate for the pro- 
tection of veterans in that it applies solely to individuals and their 
spouses. 

It denies relief to all other veterans, such as those who own patents 
jointly with their fathers, mothers, sisters and brothers, divorced 
wives or husbands. Of course that frequently happens. There are 
very frequently father and son inventor teams, and there are some who 
are known to me. 
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It is also silent on relief to veterans who have assigned their rights 
under an exclusive license agreement. That frequently happens where 
the equitable right is retained in the inventor who is a veteran but the 
legal title is assigned. 

Mr. Crumpacker. Now if I may interrupt at that point. The the- 
ory on granting an extension there is that by reason of his service he 
has been removed from his home, his community and taken perhaps 
*way away to a point from which he cannot do anything about his 

atent. 
ri If a brother or sister or father or somebody like that is a coowner of 
the patent, they presumably can carry on the development of the patent 
although one of the coowners is absent from the home community. 

Furthermore, so far as a veteran who is granted an exclusive license, 
in that instance the licensee is the one who will carry out the exploita- 
tion of the patent, not the patent owner himself. So that his absence 
in the military service would not retard the development of the patent, 
would it ? 

Mr. Hrrzeman. It might. Those are facts which should be per- 
mitted to be brought out in a petition to the Commissioner of Patents 
and the Commissioner will say whether or not they are sufficient. 

Mr. Crumpacker. Can you cite to us circumstances under which 
development of a patent might be interrupted where a veteran has 
granted an exclusive right to someone else to use the patent ? 

Mr. Hrrzeman. Yes, for example he was a veteran and he worked for 
a company, and he was pushing it asa salesman. He was called into 
service and his company got other work and just forgot about pushing 
the invention. In fact, they were not capable of pushing it without 
his presence and, therefore, there was no income for the period he was 
in service. 

Or, there could be an instance of a father and a son. I happen to 
know one where the father is about 76 years old, the son is about 40, 
and the son is aggressive ; the father practically does nothing. Under 
such a situation that veteran should surely be entitled to the same treat- 
ment from the Government as the veteran who is the sole inventor, you 
see? 

Mr. Crumpacker. Would not the thing you recommend in effect 
eliminate any hard and fast 17-year term of a patent, and open the door 
for consideration by the Commissioner of patents on a possible exten- 
sion, extensions of all patents? 

Mr. Hirzeman. No, not all patents, Mr. Crumpacker; just those 
where these circumstances prevail. 

Mr. Jones. It would actually mean that all patents would have to be 
reviewed by the Patent Office; would it not ? 

Mr. Hirzeman. I beg your pardon ? 

Mr. Jones. What you are saying is that all patents would be subject 
to review by the Patent Office; are you not? 

Mr. Hirzeman. No; not all patents. 

Mr. Jones. Certainly they could file a petition alleging that certain 
things were so, and then there would have to be a hearing which means 
that all patents could be reviewed ; is that not so? 

Mr. Hirzeman. In the last analysis that is what happens with every 
patent: The Commissioner reviews the patent and says there is an 
invention and a right or there isn’t a right. 
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Mr. Crumpacker. That is in the first instance; is it not? 
Mr. Jonss. That is right. 
Mr. Hrrzeman. That is right. 

Mr. Jones. But what you are saying is they have to go over all that 
again—not go over that, but go over the things which you suggest 
here. Is that not correct ? 


Mr. Hirzeman. My general suggestion is that your limitations here 


again restrict and leave a fringe around those that fit into certain 
classes. 

These statutes are construed strictly in the courts; for example, 
the construction of 598 where the Commissioner denied the petition 
by three trustees, one of whom was a veteran, on the ground that it 
said “sole” and they construed the statute strictly. 

That would be the same interpretation, I think, which H. R. 2128 
would receive from the courts, thus leaving out on the fringe of hard- 
ship during the war a fringe of free licenses to the Government, a 
fringe of veterans, a lot of justifiable cases, because they would not 
come within the strict language of the statute. 

That is my general point which I would like to make. 

Mr. Wiis. Thank you very much. At this point we will insert 
into the record, without objections, your prepared statement, Mr. 
Hitzeman. 


STATEMENT OF HARRY H. HitrzEMAN IN Favor oF PASSAGE OF H. R. 3134 


SUMMARY 


H. R. 3134 is general patent extension legislation permitting all patent owners 
who seek extension of patents to file their petitions with the Commissioner of 
Patents, the bill giving the Commissioner of Patents the power to pass on all 
such matters. This relieves Congress of the burden of passing on each individual 
case presented as a private bill. 

H. R. 3134 is similar in scope to other bills for extension of patents which 
have been before several of the previous Congresses. The general purpose of 
the bill is to afford a vehicle for a fair hearing and the granting of relief by 
way of extension of patent to any person whose patent rights have been en- 
croached upon by— 

(a) a license that was granted to the United States at a nominal or no 
royalty ; 

(b) restrictions imposed by the United States because of war or other 
national emergency ; 

(ec) other circumstances beyond the control of the owner. 

The bill provides that application for extension shall be made to the Commis- 
sioner of Patents. Section 2 of the bill provides that the applicant shall state 
in his petition the grounds upon which the application is made, the essential 
factors in support thereof, and the names and addresses, insofar as known to 
the applicant, of all persons, firms, or corporations, if any, who had any right 
or interest in or under the patent at the time of the making of the application 

Section 3 provides that the Commissioner of Patents upon receiving such a 
petition shall publish a notice of the filing of the same in the Official Gazette of 
the Patent Office, set the earliest practical date for a hearing on the applica- 
tion, and give at least 30 days’ notice in writing to the applicant and each person 
named in the application as having a right or interest in or under the patent. 

Section 4 provides that at the hearing the applicant shall present evidence 
as to the existence and duration of the circumstances specified in section 1 of 
the act, and that any person named in the application as having a right or an 
interest in or under the patent may appear for the purpose of assisting in pre- 
senting or in opposing the evidence submitted. 

Section 5 provides that the Commissioner of Patents, if he is satisfied with 
the evidence presented, shall grant an extension of the patent for a period equal 
to the time during which the use, exploitation, or promotion of the patent was 
substantially prevented, impaired, or delayed. 
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Section 6 provides for the usual appeal from a decision of the Commissioner 
of Patents or any board established by him, to the Court of United States Cus- 
toms and Patent Appeals which will proceed in the usual manner to hear any 
appeals from decisions of the Patent Office. 

Section 7 provides for the issuance of a certificate evidencing the granting 
of an extension by the Commissioner of Patents pursuant to a decision by him 
or by the Court of Customs and Patent Appeals, and for publishing a notice of 
the granting of an extension in the Official Gazette of the Patent Office. 

Section 8 provides that upon the issuance of a certificate of extension, the 
patent shall have the same force and effect in law as though it had been 
originally granted for 17 years plus the term of extension, but for the protection 
of the public includes the following exceptions : 

(1) No extension of a patent shall serve as a basis for any claim by reason 
of manufacture, use, or sale by or for the United States during the period of 
extension ; 

(2) No extension shall impair the rights of anyone who before the extension 
was granted was in possession of any rights in patents or applications for 
patents conflicting with the rights of any patent extended under this act. Fur- 
ther, anyone who was lawfully making, using, or selling the invention covered 
by the extended patent may continue such manufacture, sale, or use of an 
invention covered by such conflicting patent or application for patent during 
the extension of the patent, subject to the payment of a reasonable royalty. 

Section 9 provides that a licensee under an extended patent may have the 
right of continuing the license for the period of the extension or any part 
thereof on the terms contained in the existing license or of discontinuing the 
license on the expiration of the original term of the patent. This section fur- 
ther provides that if an extension is not issued until after the date of expira- 
tion of the original term of the patent, any use of the invention after the date 
of expiration and before the issuance of the extension which would have in- 
fringed the patent had the patent been in force, will be without liability for 
infringement. 

Section 10 provides that the defenses for infringement against an extended 
patent may include proof that any material statement of the application for 
extension is not true in fact. 

Section 11 provides that the Commissioner of Patents, subject to the approval 
of the Secretary of Commerce, may establish regulations for the conduct of 
proceedings under this act including the establishment of a board to hear and 
determine applications hereunder. 

Section 12 provides that the act shall take effect 90 days after approval. 


DISCUSSION 


The merits of patent-extension legislation have been the subject of numerous 
hearings by committees of the House and the Senate in several of the past 
Congresses. Witnesses have appeared from all parts of the country urging 
passage of similar bills. Many of the present members of this committee in 
the last Congress urged the passage of a general patent-extension bill. At the 
public hearings held on June 10, 1953, on various patent-extension bills, wit- 
nesses from all walks of life urged the Congress to enact such a law. The 
chairman, (Congressman Keating) in asking for passage of a revised bill which 
finally came out of committee, said in part: 

“Now, as legislators we would be justifiably incensed if someone proposed 
that we enact a statute arbitrarily reducing the terms of patents heretofore 
issued and outstanding from the issued period of 17 years to a period of 13 
years or even less. We would regard such a proposal as a clear violation of 
the obligations which the Government assumed when the patent was issued. 
And yet the result is the same when the Government during public emergencies, 
issues an order directing that for a period of time the holder of a patent shall 
not use certain machines or articles or materials or processes the use of which 
is necessary to the use or development or manufacture or exploitation of a 
patented invention. A similar result occurs when the inventor himself is 
drafted into the armed services or is accepted for enlistment therein. 

“The fact that the Government does not take such drastic measures except 
during public emergencies does not justify the Government refusing to make 
reasonable restitution for that part of the 17-year period of the patent during 
which the action of the Government prevented or substantially curtailed the 
use and development of the patent. In my opinion, the provisions of this bill 
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would provide no more than reasonable restitution in those classes of cases 
most directly effected. 

“The right to the exclusive use of a patented invention for the full period 
of 17 years is analogous to, if not in essence, a right of property. Where the 
Government expropriates private property for public use it is required by the 
Constitution to pay just compensation therefor. If public emergencies such 
as World War II er the Korean conflict force the Government to abridge the 
special obligations it assumed by the issuance of patents, the least the Govern- 
ment can do to make good its original undertaking is to extend the terms of 
such patents for a period corresponding to that during which the normal use 
or development of the patent was prevented or substantially curtailed. 

“My conclusion is that unless a bill such as H. R. 3534 is enacted into law, 
we cannot contend that our Government has fairly and justly carried out the 
obligations it assumed by the issuance of patents under our laws. To avoid 
such an unjust and distasteful consequence I urge all of my colleagues to support 
this bill” (Congressional Record, vol. 100, No. 142, p. 11631). 

The particular merits of H. R. 3134 are found in the all-embracive qualifica- 
tion clause which permits any patent owner who has a just grievance to petition 
for relief. The general purpose of the bill is to afford a vehicle for a fair hearing 
and the granting of relief by way of extension of a patent upon a proper show- 
ing. The bill will give the Commissioner of Patents the sole jurisdiction over 
hearings on applications for extensions, his rulings being subject to the usual 
right of appeal to the United States Court of Customs and Patent Appeals, as 
is now regular procedure in all matters that come under the jurisdiction of 
the Commissioner of Patents. 

The other bill before this committee seeks relief only for different groups or 
classes. It is defective in that it limits veterans’ relief solely to individuals 
and their spouses, denying relief to all other veterans such as those who owned 
patents jointly with their fathers, mothers, sisters, brothers, or divorced wives 
or husbands. It is also silent on relief to veterans who have assigned their 
patents under an exclusive license agreement; also as to veterans who are 
coinventors with nonveterans. Clearly the Congress does not intend to grant 
relief only to a portion of the veterans and deny the same relief to others. The 
limiting language of Public Law 598, 81st Congress, denied relief to countless 
veterans who came in one of the categories mentioned above. 

The second class mentioned in section 1, subsection a, paragraph 2, “curtail- 
ment by an order of an agency of the Government prohibiting or limiting the 
production or use of any class of machines, articles, or materials, or the use 
of any class of processes or formulas” is again restrictive in that it applies 
only to those persons who can show direct prohibition or limitation. While 
this could be done in most cases, there would be others who were indirectly 
affected by the same prohibition or limitation and they would be denied relief. 

The third class mentioned in section 1, subsection a, paragraph 3, provides 
for extension of patents where the owner of such patent granted a license to 
the United States or to manufacturers, producers or contractors furnishing 
to the Government without royalty or at a nominal royalty, and since September 
1, 1939, under the authority of such license, the United States, or manufacturers, 
producers, or contractors furnishing goods or services to the United States, 
such use of said mvention having been of material assistance and benefit to 
the United States. 

Here again, relief is granted only to an owner, not an inventor who may 
have sold outright prior to the existence of conditions which later developed 
so that the present owner now receives relief by way of extension and the 
original inventor has no forum to seek relief. Further, the language “and 
since 1939 * * * the United States, or manufacturers, producers or contractors 
furnishing goods or services to the United States” apparently means con- 
tinuously. This condition clearly does not exist in the majority of cases and 
could clearly deny relief to most persons affected. And further, the language 
“such use of said invention having been of material assistance and benefit 
to the United States’? would not necessarily be true in many cases. The manu- 
facturers or suppliers who obtained such free license may have engaged in direct 
competition with the licensor in private business and this would be the con- 
trolling factor in determining whether relief by way of patent extension should 
be granted. These very facts were brought out in the testimony of James EF. 
Hooper in the hearings in June 1953 (p. 68). 

The purpose of this discussion is not to condemn H. R. 2128 or any other 
proposed patent-extension legislation. Because of the considerate interest Con- 
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gress has shown for the inventor and the patent owner’s plight, it is believed 
that all these pertinent facts should be brought to the attention of this committee. 
That is why the passage of an all-embracing bill such as H. R. 3134 is respect- 


fully urged. 
H. R. 3134 is sufficiently broad so that it covers any and all of the classes of 


patent owners who would be affected by the passage of the other bill before this 
committee. If H. R. 3134 is passed it would eliminate the necessity of consider- 
ing other bills in succeeding Congresses and would cover all of the conditions: 
which might arise under which inventors or patent owners could appeal to Con- 
gress. The necessity of considering private bills would be eliminated. The 
passage of this bill would not require the appropriation of any moneys by the 
Congress, the Commissioner of Patents having the right to set up appropriate 
fee payments for any and all action taken under the law. The relief afforded to 
patent owners, if the Commissioner of Patents is satisfied with the requirements, 
would only be an extension of the period of time of the patent. The serious 
consideration of this bill by the committee is again respectfully urged. 

Mr. Wituts. We have Mr. Lyons listed to testify jomity with Mr. 
Scully. Mr. Lyons, do you have a separate statement ? . 

Mr. Lyons. Mr. Scully was talking as director of the Patent Equity 
Association and I am talking on behalf of the G. & W. H. Corson Co., 
of Plymouth Meeting, Pa., and the Scully Signal Co., of Melrose, Mass. 
I have a very brief statement I would like to make, Mr. Chairman. 

Mr. Wiuts. All right. We did not mean to exclude you. Please 
identify yourself for the record, giving your name, address, and 


occupation. 


STATEMENT OF JOHN J. LYONS, OF WASHINGTON, D. C. 


Mr. Lyons. Iam John J. Lyons, of Washington, D. C., representing 
G. & W. H. Corson, Inc., of Plymouth Meeting, Pa., and the Scully 
Signal Co., of Melrose, Mass. I am here before you in behalf of the 
enactment of H. R. 2128. As legislative director for Patent Equity 
Association of New York, I was the registered representative for H. R. 
3534 last year, which is identical with H. R. 2128 now before your 
committee for consideration. 

Mr. Curtis. After it was amended in committee ? 

Mr. Lyons. That is right. 

Mr. Chairman and members of the committee, I believe I can best 
serve the committee by giving a brief résumé of the nature of patent 
extension petitions in the past and in particular the preparation and 
legislative history of H. R. 3534 in the 83d Congress together with the 
difficulties encountered. The points involved related to H. R. 2128 
presently before you for consideration because the lafguage of H. R. 
3534 and of the current bill H. R. 2128 is identical. 

Prior to 1954 the legislative and the administrative climate for the 
extension of patents had not been favorable. Discussions with mem- 
bers of the committee and with personnel in the Commerce Depart- 
ment revealed that former presentations had been too general in 
nature. Furthermore, the basis of validity submitted for the ex: 
tension of patents had become confused with economic impingements 
suffered by nonpatent holders who also had been affected by the 
exigencies of the wartime economy. In the committee hearings of 
June 10, 1958, the distinction between the position of patent holders 
and nonpatent holders was clarified for the first time. Patentees 
have in hp ay a contract with the Government. As a condition 
precedent to the granting of a patent the Government promises to 


secure the patentee in the exclusive rights to his patent for a period of 
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17 years and in turn the patentee agrees to disclose immediately the 
mysteries of his art or invention and to dedicate that improvement to 
the general economic welfare of the national economy at the end of 
these 17 years. The reasonable interpretation of that provision in the 

atent law is that a full net 17 years of protection for the inventor is 
intended. 

When in times of emergency other agencies of the Government are 
obliged by unilateral action to breach that agreement between the 
Patent Office and the patent holder it is only just and equitable that 
our Government take steps to restore the parties as far as possible 
to their original positions. It is within the pean of the legislative 
branch to do so and at no expenditure of public funds for the peti- 
tioners ask no monetary remuneration, only repayment in kind—a 
restoration of the time taken out of their limited 17-year term. 

In the case of nonpatent holders such as automobile dealers who 
were unable to secure cars to sell, gas stations which were unable to 
get supplies and others so affected, no such agreement was involved. 
The Government did not agree to secure them in any exclusive rights, 
nor limit the terms of their activities to 17 years, nor require them to 
dedicate their businesses to the general w elfare of the public after 
any period of time. Furthermore, such businesses had elements of 
convertibility, while patent holders are so circumscribed by the spe- 
cifics of their patents that stop orders amounted to immobilization. 

A review of the initial print of H. R. 3534 with personnel of the 
Commerce Department and the Patent Office revealed some very real 
difficulties and resulted in constructive solutions. The Department of 
Commerce had already furnished formal comments to the committee 
which were unfavorable to H. R. 3534 but the agency now pointed out 
that if amendments embodying these solutions were adopted by the 
Congress, the difficulties posed in that memorandum would be vitiated 
and the act then would be feasible of administration by the Patent 
Office. 

Some 11 months after the hearings of July 10, 1953, a collation of 
the five bills before Subcommittee No. 3 embodying all essential points 
and all the suggested amendments resulting from the Commerce De- 
partment conference was reported out unanimously in an amended 
H. R. 3534 that is the original so ably done by Mr. Crumpacker and 
his staff last year. 

Subsequently this bill received the unanimous approval of your full 
committee, the House of Representatives and the Judiciary Commit- 
tee of the Senate. I relate this to you at this time because at a later 
date when the bill reached the Senate floor claims were received from 
opposing petitioneers that: (1) patent extension had been tradition- 
ally opposed by our Government; (2) the bill was extremely complex 
and would introduce confusion as to the actual term of the patents in 
question; (3) the bill would place a heavy burden and expense upon 
the general public and the Patent Office which would not have the 
money for processing; (4) the advantages would be outweighed by 
the burdens which would be placed upon 1 the whole country ; ‘and (5) 
the Secretaries of Commerce and Justice had written in opposition 
to the bill. 

These points were refuted in a telegram from a patent attorney sent 
to the objections committee of the Senate. This was sent to Senator 
Hendrickson, who was the opposition member on the floor, and, there- 
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fore, may not have represented himself. He may have represented 
any objections that were sent to him from the outside. 


Senator Ropert C. HENDRICKSON, 
Senate Office Building, Washington, D. C.: 

I have been a private patent practitioner for 30 years, as member of New York 
and New Jersey bars, and am actively engaged in practice in both New York 
City and Boonton, N. J. Various of my clients are small New Jersey manufactu- 
ers. Am aware of no client who will have occasion to seek extensions if the 
bill is enacted. 

Bill imposes no financial burden on Patent Office, is limited to 1 year for seek- 
ing extensions and in my view contains adequate safeguards. 

Arguments advanced in P. L. Young’s telegram to you of August 6 contain 
factual inaccuracies. Contrary to point 1, Congress has heretofore enacted 
patent extension legislation. Contrary to point 2, bill is much less complex than 
present statute under which patents are granted. Contrary to point 3, bill con- 
tains adequate provisions for payment of costs by patentees so no financial 
burden will be imposed on Patent Office. Contrary to point 4, it has been esti- 
mated that the number of patents that will be extended is relatively small. 
Contrary to point 5, my information is that letters of Secretary Weeks and 
William Rogers of Department of Justice were directed to predecessor drafts, 
not bill as now before Senate. 

Main argument of P. L. Young would apply to grant of patents under present 
statute, not merely extension of such patents. In my view P. L. Young’s argu- 
ments are in substance arguments against the patent system. 

Twenty-two countries enacted legislation for patent extension because of effect 
of war. In my view present United States bill would encourage United States 
inventors and strengthen patent system. 

CHARLES F., CHRISHOLM, 
Boonton, N. J. 


Factually H. R. 3534 as amended was a considerably clarified and 
delimited bill and was possessed of adequate safeguards. 

In the first place, an increase in the number of applications for 
relief in private bills for patent extension since World War II pointed 
up the need for a bill of general applicability. The handling of 
such cases which are quasi-judicial in nature properly belong in the 
Patent Office rather than in the Congress which is neither technically 
equipped nor should be burdened with this increasing workload. 

Under the provisions of the identical bill H. R. 2128 now before 
you for your consideration, qualified applicants are limited to three 
classes, 

Each of these applicants must. prove to the satisfaction of the Patent 
Office prevention or substantial curtailment of the normal use, ex- 
ploitation, promotion, or development of his patent within the emer- 
gency periods set forth. 

Applications must be filed within 1 year of enactment of this legis- 
lation into law. The servicemen’s provisions are but an extension of 
Public Law 598 for the purpose of covering the Korean emergency 
period. You see, the servicemen’s bill only covered World War ITI 
and this is only bringing it up to date. The Patent Office which under 
this bill has the responsibility for administration has already had suc- 
cessful experience administering such extensions under Public Law 
598. 

The fee provisions were designed to preclude any requirement for 
additional funds for administrative processing by the agency. I would 
like to add here that the original recommendation was to leave the 
fees to the discretion of the Patent Office so that the operation could 
be self-liquidating. Ne limitation was suggested and all petitioners 
with whom I discussed this matter expressed complete willingness to 
pay whatever costs the processing would involve. 
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No confusion in determining the term of a patent should result, 
for it would be administratively simple to stamp the extension date 
on the face of the patent as is now done for term on originals in the 
Patent Office files. 

Full provision has been made for the protection of intervening 
rights. Unfortunately in the closing days of the Senate session, with 
the bill on a Consent Calendar, attention was called to the Senate 
Judiciary Committee report which included negative comments from 
the agencies of Commerce and Justice. These letters were dated July 
17, 1953, and July 22, 1953, respectively, and pertained to the original 
H. R. 3534 before it was amended some 11 months later. These com- 
ments did not take into consideration the revised position of the De- 
partment of Commerce or the attitude of the Justice Department in 
view of the Commerce Department’s reconsideration. 

Through some inadvertence these memoranda were the only formal 
transmissions received and therefore the only ones available for print- 
ing. Confirmation of the new Commerce position was sought and re- 
ceived and the Senator handling the objection on the floor withdrew 
in favor of the bill. By this time the bill had been called on the floor 
and passed by. Time ran out and the session was recessed. 

We sincerely believe that but for the loss of time involved in se- 
curing the true facts this bill would have had Senate approval on 
the calendar call. There can be little doubt the bill could have been 
passed had it been put to a vote. 

We respectfully request your consideration of the legislative history 
of H. R. 3534 in order to effect expeditious action on the identical biil 
now before you, H. R. 2128. 

Mr. Wiis. Thank you very much, Mr. Lyons. 

(Thereupon there was a discussion off the record.) 

Mr. Wuuis. Our counsel will keep the record open for the submis- 
sion of statements and other data by those who wish to make them, 
either in support of or in opposition to the bills, or in reply to any 
statement which may have been made here today. 

The meeting is now adjourned. 

(Thereupon, at 12:47 p. m., the committee was adjourned, subject 
to the call of the Chair.) 
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MEMORANDUM OF REPRESENTATIVE LAURENCE CURTIS (MASSACHUSETTS) TO THE 
JupicIAky COMMITTEE 


This bill should not be enacted, principally because the main provision in 
subsection 2 is unsound. That subsection provides for extension of patents 
whose exploitation was interfered with by wartime controls, defined in the bill 
as those cases where “the normal use, exploitation, promotion, or development 
of the inventions described and claimed in any patent of the United States was 
prevented or substantially curtailed by any order of any agency of the Govern- 
ment prohibiting or limiting the production or use of any class of machines, 
articles, or materials, or the use of any Class of processes or formulas.” 


REASONS FOR REJECTING THIS PROPOSAL 


1. It singles out patent owners as a preferred class for relief from losses due 
to wartime controls, which is unfair to others who suffered equally from the 
same cause, such as filling stations which could not get gasoline and steak 
houses which could not get steak. 

2. lt opens up for extension thousands of patents, throws a heavy burden on 
the Patent Office, and sets up such a vague standard that it leaves too wide an 
administrative discretion. 

3. It would result in uncertainty as to the expiration dates of patents, a matter 
of great importance to manufacturers who are planning new products. 

4. The National Organization of Patent Lawyers is opposed. 

5. The National Association of Manufacturers (many of whose members are 
owners of patents) is opposed. 

6. The Department of Justice has reported adversely on this biil. 

7. The Bureau of the Budget has voiced the following objections to the bill: 

“The Bureau of the Budget further advises that it ‘is opposed in principle to 
using exceptions to the patent system as a method of bestowing benefits on se- 
lected individuals or corporations. Benefits under these bills would have little, 
if any, relation to the injury sustained by the patentee; persons reasonably rely- 
ing on the terms of a patent might be damaged; administration of the excep- 
tions would present difficulties and may require increased funds for the Patent 
Office ; and extension of patents whose practice was curtailed by production con- 
trols would so widen the area of exceptions as to serve as an important precedent 
for additional exceptions in the future. A great many people were unable to 
fully exploit their profession or property as a result of production controls. 
Enactment of these bills would bestow benefits on a very small group of them 


even though there seems to be no convincing evidence that this group has a 
specially meritorious claim’.” 

8. This bill is now too late. Relief to applicants will depend on events and 
facts which occurred in 1942-45. The evidence is cold. Witnesses will be un- 
available. Bills seeking this relief have been filed in several previous Congresses 
and have always been rejected. This bill should not be enacted at this late date. 

9. The argument for this relief based on justice and equity is a false argument. 

Why should patent holders be granted relief from the results of wartime con- 
trols when we do not give relief to others who suffered business losses due to 
those same controls? The answer of the proponents is that the Government 
was in a special relation to patent holders and violated its special obligations 
to them when it first gave them patents assuring them of the use of their inven- 
tions and then limited such use by the imposition of wartime controls. 

This is a false argument based on an incorrect view of the law as it the 
rights given to a patentee by the grant of a patent. All that the Government 
agrees to when it grants a patent is that it will prevent others from making use 
of the invention for 17 years. The patentee receives no right to use the invention. 
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The Supreme Court has pointed out that he has that right anyway under com- 
mon law. Furthermore, a patent may be granted notwithstanding the fact 
that a prior patent dominates its use so that in fact the patentee cannot use it. 
The following decisions so hold: 

In Bloomer v. McQuevan et al. (14 How. (55 U. 8S.) 589, 549 (1852)), the 
Court said: 

“The franchise which the patent grants consists altogether in the right to ex- 
clude every one from making, using, or vending the thing patented, without the 
permission of the patentee. This is all that he obtains by the patent.” 

In Continental Paper Bag Co. v. Hastern Paper Bag Co. (210 U. 8. 405, 424 
(1907) ), the Court said: 

“Those cases declare that he [an inventor] receives nothing from the law that 
he did not have before, and that the only effect of the patent is to restrain 
others from manufacturing and using that which he has invented.” 

In Crown Co. v. Nye Tool Works (261 U. 8S. 24, 35 (1922), the Court said: 

“The Court held that the Government did not confer on the patentee the right 
himself to make, use, or vend his own invention, that such right was a right 
under the common law not arising under the Federal patent laws and not within 
the grant of power to Congress to enact such laws * * *. The Court further 
held that in its essence all that the Government conferred by the patent was 
the right to exclude others from making, using, or vending his invention.” 

(See appendix A, annexed hereto, for many further authorities on this point.) 

The Government did not violate its agreement with patentees. It gave a 
patentee the right to exclude others from the use of his invention for 17 years. 
The fact that a war situation supervened and made it difficult for anyone to 
exploit the invention does not indicate any breach of that agreement. The 
patentee’s right to exclude others remained unimpaired. The Government gave 
the patentee no guaranty that during the 17-year period he should have any 
special protection from the risks of war or from the effects of war controls 
which were of general application. 

To express this another way, it should be emphasized that any wartime cur- 
tailment of the right of a patentee to manufacture, use, or sell an invention was 
not a curtailment of a right obtained by a patent. 

It is not here contended that patentees were not injured by war controls. Of 
course they were; but so were a lot of others, and the contention here merely is 
that patentees cannot be differentiated from those others on the ground that the 
Government had violated some special obligation which it had to them. 

10. The proposed relief is harmful and costly to the public. 

Proponents who argue for the “justice” or granting this relief overlook the cost 
to the public. Of course, it would be nice to grant relief to all who suffered from 
wartime controls. But the question here is not of granting such general relief. 
The question here is whether there is adequate reason for differentiating patent 
holders from others who suffered from wartime controls. The question is whether 
they should be singled out for a form of relief which is difficult to administer 
and costly and harmful to the public. It is costly and harmful to the public both 
from the point of view of monopoly and “giveaway.” 

As to monopoly, the 17-year period during which the public is excluded from 
use of an invention by a patent is frequently referred to as a “patent monopoly.” 
Monopoly is costly to the public. Its purpose and effect is to raise prices to con- 
sumers. This monopoly should not be extended unless necessary to fulfill the 
purposes of the patent law. 

As to “giveaway,” the courts have pointed out that a patent is in the nature 
of a bargain. The Government agrees that others shall be prevented from using 
the invention for 17 years, and the patentee agrees to disclose the invention at 
once, and permit the public to share it after 17 years. To extend the patent is 
to give away part of the public’s side of the bargain. Congress should not lightly 
give away the public’s rights unless necessary to fulfill the purposes of the patent 
law. 

11. Business losses resulting from general acts of the Government undertaken 
for the defense of the country and affecting all alike have never been recognized 
as a basis for a claim for relief. They are not a proper basis for the relief here 
sought. For a valid claim to arise there must be a more particular injury to the 
claimant’s property or business. 

Respectfully submitted. 

LAURENCE CURTIS. 





64 PATENT EXTENSION 


APPENDIx A, ANNEXED TO AND MADE A PART OF THE MEMORANDUM SUBMITTED TO 
THE JUDICIARY COMMITTEE BY CONGRESSMAN LAURENCE CURTIS OF MASSACHU- 
SETTS 


CASES AND AUTHORITIES IN OPPOSITION TO THE CONTENTION THAT THE GOVERNMENT 
BREACHED CONTRACTS WITH PATENTEES BY IMPOSING WARTIME CONTROLS 


(1) The only right that a patentee received by the issuance of a patent was 
the right to exclude others from making, using, or selling the invention, and this 
right was not impaired by the imposition of wartime controls. 

In Bloomer v. McQuevan et al. (14 How. (55 U. 8.) 589, 549 (1852)), the 
Court said: 

“The franchise which the patent grants consist altogether in the right to ex- 
clude everyone from making, using, or vending the thing patented, without the 
permission of the patentee. This is all that he obtains by the patent.” 

In Continental Paper Bag Co. vy. Eastern Paper Bag Co. (210 U. 8. 405, 424 
(1907) ), the Court said: 

“Those cases declare that he [an inventor] receives nothing from the law that 
he did not have before, and that the only effect of the patent is to restrain others 
from manufacturing and using that which he has invented.” 

In Bauer v. O'Donnell (229 U. S. 1, 10 (1912) ), the Court said: 

“The right to make, use, and sell an invented article is not derived from the 
patent law. This right existed before and without the passage of the law and 
was always the right of an inventor. The act secured to the inventor the 
exclusive right to make, use, and vend the thing patented, and consequently to 
prevent others from exercising like privileges without the consent of the paten- 
tee.” [Emphasis was that of the Court which printed the word “exclusive” 
in italic. ] 

In U. S. v. United Shoe Machinery Co. (247 U. 8S. 32, 57 (1917)), the Court 
said: 

“We must keep in mind the quality of the right we are considering and that 
the inventor gets nothing from the law that he did not have before and that 
the only effect of his patent is to restrain others from dealing with or using its 
device * * *, Or to put it another way, the inventor does not get from the law 
a right to a use that he did not have before but he gets the right to an exclusive 
use.”” [Emphasis was that of the Court which printed the “exclusive” in italics.] 

In Crown Co. v. Nye Tool Works (261 U. 8S. 24, 35 (1922)), the Court said: 

“The Court held that the Government did not confer on the patentee the 
right himself to make, use or vend his own invention, that such right was a right 
under the common law not arising under the Federal patent laws and not within 
the grant of power to Congress to enact such laws, and that in the absence of 
the express statutory imposition upon the patentee of the obligation to make, use 
or vend his patented invention as a condition of receiving his patent, it would 
not be implied. The Court further held that in its essence all that the Govern- 
ment conferred by the patent was the right to exclude others from making, using, 
or vending his invention.” 

In Special Equipment Co. vy. Coe (324 U. 8. 370, 378 (1944) ), the Court said: 

“The patent grant is not of a right to the patentee to use the invention, for 
that he already possesses. It is a grant of the right to exclude others from 
usingit * * *. As the statute, Revised Statutes, section 4884, provides, the grant 
is of the ‘exclusive right to make, use, and vend’ the invention * * *. By the 
very terms of the statute the grant is nothing more than a means of preventing 
others, except under license from the patentee, from appropriating his invention.” 

In U. S. v. Line Material Co. (333 U. 8S. 287, 308 (1947) ), the Court said: 

“During its term, a valid patent excludes all except its owner from the use of 
the protected process or product * * *. This monopoly may be enjoyed exclu- 
sively by the patentee or he may assign the patent. * * *” 

(2) In fact the statutory grant to the patentee was amended to make it 
clear that a patentee receives only the right to exclude others; and the pat- 
entee’s rights are only those given him by statute. 

As a result of the above and other decisions, the Patent Act of 1952 changed 
the wording of the statute defining the patent grant. Before 1952 the words of 
the grant were “of the exclusive right to make, use, and vend the invention or 
discovery” (35 U. 8. C., 1946 ed., sec. 40). The 1952 act changed these words 
to read “of the right to exclude others from making, using, or selling the in- 
vention” (35 U. 8S. C. 1952 ed., sec. 154). 
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Mr. P. J. Federico, Examiner in Chief of the United States Patent Office has 
commented on this change as follows (title 35, U. 8S. C. A., vol. 1, p. 1): 

“The contents and term of the patent are specified in section 154. The patent 
contains a short title of the invention, a grant to the patentee of certain rights 
for the term of 17 years, and a copy of the specifications and drawings forming a 
part thereof. In the language of the old statute the grant was ‘of the exclusive 
right to make, use, and vend the invention or discovery * * * throughout the 
United States and the Territories thereof. This has been changed in wording 
to the grant ‘of the right to exclude others from making, using, or selling the 
invention throughout the United States,’ following the language of court decisions 
explaining the nature of the right conferred by a patent; for example, in Crown 
Dye and Tool Co. v. Nye Tool and Machine Works (438 8. Ct. 254, 261 U. 5S. 24, 
67 L. Ed. 516), the Supreme Court said of the rights granted a patentee ‘in its 
essence all that the Government conferred by the patent was the right to exclude 
others from making, using, or vending his invention.’ The exact rights conferred 
by a patent were difficult to understand and explain under the old language.” 

(2a) The only rights which a patentee acquires are those given by statute. 

In Dr. Miles Medical Co. v. Park & Sons Co. (220 U.S. 373, 401, (1910) ), the 
Court said: 

“But whatever rights the patentee may enjoy are derived from statutory grant 
under the authority conferred by the Constitution.” 

In Bauer v. O'Donnell (229 U. 8. 1, 9 (1912)), the Court said: 

“The protection given to inventors and authors in the United States originated 
in the Constitution. * * * This protection, so far as inventors are concerned, 
has been conferred by an act of Congress passed April 10, 1790, and subsequent 
acts and amendments.” 

In Beidler v. United States (253 U. S. 447, 453 (1919) ), the Court said: 

“The statutes, which are the source of all patent rights, provide that a valid 
patent may be granted for a new and useful machine. * * *” 

In U. 8S. v. Dubilier Condenser Corp. (289 U. S. 178, 189 (1932)), the Court 
said: 

“The title of a patentee is subject to no superior right of the Government. The 
grant of letters patent is not, as in England, a matter of grace or favor, so that 
conditions may be annexed at the pleasure of the Executive. ‘To the laws passed 
by the Congress, and to them alone, may we look for guidance as to the extent 
and the limitations of the respective rights of the inventor and the public.” 

(3) References to the patent as a contract are in explanation of the public 
policy of giving to a patentee the rights contained in a patent grant, and do not 
imply any enlargement of those rights. 

The leading case for describing a patent as in the nature of a contract, by 
pointing out the mutual considerations involved, is Grant v. Raymond (6 Peters 
(31 U.S.) 218, 242 (18382) ): 

“It [the patent grant] is the reward stipulated for the advantages derived by 
the public for the exertions of the individual, and is intended as a stimulus to 
those exertions * * *. The full benefit of the discovery, after its enjoyment by 
the discoverer for 14 years, is preserved; and for his exclusive enjoyment of it, 
during that time, the public faith is pledged.” 

The same thought is repeated in Kendall et al. v. Winsor (21 How. (62 U. 8.) 
322, 327 (1858) ) : 

“It is undeniably true, that the limited and temporary monopoly granted to 
inventors was never designed for their exclusive profit or advantage; the benefit 
to the public or community at large was another and doubtless the primary object 
in granting and securing that monopoly. This was at once the equivalent given 
by the public for benefits bestowed by the genius and meditations and skill 
of individuals, and the incentive to further efforts for the same important 
objects.” 

In Scott Paper Co. v. Marcalus Co, (326 U. 8S. 242, 255 (1945) ), the Court said: 

“By the patent laws Congress has given to the inventor opportunity to secure 
the material rewards for his invention for a limited time, on condition that he 
make full disclosure for the benefit of the public of the manner of making and 
using the invention, and that upon the expiration of the patent the public be left 
free to use the invention * * *. As has been many times pointed out, the means 
adopted by Congress of promoting the progress of science and the arts is the 
limited grant of the patent monopoly in return for the full disclosure of the pat- 
ented invention and its dedication to the public on the expiration of the patent.” 
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CONCLUSION 


The contract of the Government was to give the patentee the right to exclude 
others, and that contract was not breached by the imposition of wartime controls. 
Respectfully submitted. 
LAURENCE CURTIS. 





STATEMENT OF EpWIN H. ARNOLD, CHAIRMAN, COMMITTEE ON PATENTS, NATIONAL 
ASSOCIATION OF MANUFACTURERS 


Mr. Chairman and members of the committee, my name is Edwin H. Arnold. 
I am chairman of the committee on patents of the National Association of Manu- 
facturers, and I am making this statement on behalf of that association, a volun- 
tary organization of approximately 20,000 manufacturers. 

The National Association of Manufacturers opposes enactment of H. R. 2128 
or H. R. 3134, or any other general legislation providing for the extension of the 
17-year term of patents. While it might seem to the interest of our membership 
to support extension of patents as proposed, there are overriding considerations 
of public interest to which we wish to call attention. Such legislation would 
adversely affect our American patent system and would, therefore, be contrary 
to the public interest. Our objections are to the general principles and the basic 
effect of the proposals rather than to the details of the bills mentioned, and we 
shall refer to them together as the proposed law. 

The bad effect of such a law on our patent system would follow— 

(1) from the fact that owners of patent rights—one species of property— 
would be singled out for preferred treatment, which is unfair to the owners 
of other kinds of property ; 

(2) from the resulting uncertainty as to the expiration date of patents, 
and the consequent difficulties for business enterprises in planning their 
future activities; and 

(3) from the further overloading of the Patent Office by a flood of applica- 
tions for extension, to the detriment of its vital business of handling appli- 
cations for patent. The Office is even now so far behind with its work that 
the situation there is critical. 


(1) Patent owner versus owner of other property 


There are some who have the mistaken impression that a patent undertakes 
to assure to the patentee 17 years’ use of his patented invention. It does not— 
either expressly or impliedly. Indeed, more often than not, practice of the in- 
vention is interfered with by one thing or another. An earlier and broader 
patent may prevent it; a later and better invention may make it obsolete before 
it can get on the market. 

The mistaken impression comes from a failure to distinguish between an 
inventor’s right to use his invention—which he has (if at all) without any 
patent—and the actual patent right, which is nothing whatever but the right 
to exclude others from using the invention. An inability, in time of war to 
get steel to manufacture it may interfere with “the rizght to use an invention,” 
but it does not at all interfere with the patentee’s right to “exclude others” 
from using it. For example, if the invention were to be made by somebody 
outside the United States and brought here and used or sold, the patent would 
be as effective as ever to stop such infringement. Unless this important distine- 
tion is kept in mind, the unfairness of the proposed law may not be clear. 

If war or other compelling circumstances prevent a patentee’s profitable use 
of his invention during the time he has the right to exclude others, he is of 
course damaged. Time is important to him because after a while his right 
to exclude others runs out, and his chance for profit is reduced. But in hundreds 
of other situations the time element is equally important to profitable enter- 
prises, and interruption by war damages in the same way. Consider, for ex- 
ample, the man who took a 17-year lease on a gasoline service station. Later, 
because of the war, he could not get gasoline enough to do business and had to 
close down for 3 of his 17 years; or the owner of a factory who had to shut down 
for want of sheetmetal but who had to keep up his mortgage and tax payments. 

War and other exigencies interfere with profitable business by many others 
as much as with the business of patentees. There is no more reason for saving 
patentees from loss than for doing the same for thousands of other businessmen. 

The proposal to grant an extension of a patent because the patentee has 
voluntarily granted the Government a license free of royalty, or at a nominal 
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royalty (H. R. 2128), has little to recommend it as a general provision. Scores 
of companies and individuals did this during the war as a patriotic sacrifice. 
Few of them, we believe, would want to go back on the arrangement by now 
seeking payment in the form of a patent extension. It is understood that 
there are one or more exceptional cases where unexpected damage was caused 
to the patentee, as, for example, where the Government took advantage of 
ambiguities in the terms of the license to extend the free use long after actual 
war hostilities ceased. These few cases, however, are better cared for by 
special relief bills than by such a general provision as proposed. 

As to veterans, the record shows that they had very little interest in the 
extension of patents. Under the Veterans’ Bxtension Act of June 30, 1950 
(64 Stat. 316), only 107 extensions were granted, and under the Supplemental 
Act of July 1, 1952 (64 Stat. 321), only 6 were granted. A total of 45 applica- 
tions were denied. 

The results were published in the Official Gazette of the Patent Office for 
November 24, 1953, and it is interesting to note that, out of the 113 extensions 
granted, nearly a fourth were issued to 1 person. Several others got several 
extensions each. Only some 50 individuals in all, received extensions. 


(2) The disadvantage of uncertainty 

Manufacturers, in planning new products, commonly examine the patents 
relating to the subject to determine whether the new product will infringe any 
patent still in force and to discover when they will be free to use the inventions 
of existing patents of interest. 

The contract between the public and the patentee is that the patentee may 
exclude others for 17 years and that the public shall have free use of the invention 
thereafter. One of the most important things about a patent, therefore, is the 
date upon which it expires. That is when the public takes title. Any uncer- 
tainty as to the expiration date is a handicap to business. At present (with 
the exception of the very few patents which were extended under the now 
expired veterans’ law) the date can be found by merely adding 17 to the year 
of the date of issue printed on all copies of patents. Under the proposed law 
the expiration date could not be determined with certainty except where an 
extention had already been granted, and then only by a separate investigation 
as to each patent. Moreover, as will be obvious, the mere fact that a petition 
for extension was pending—or even the possibility that one might be filed— 
would be enough to deter a manufacturer from planning to adopt the invention 
of an expired or expiring patent. Therefore, under the proposed law, the 17-year 
life of a patent might, in actual effect, be readily extended for an indeterminate 
time merely by the filing of a petition for extension, however unjustified the 
petition might be. 


(3) Overloading the Patent Office 

The proposed law would impose upon the Patent Office the duty of passing 
judgment upon many petitions for extension. The Patent Office is already so 
overloaded and undermanned as to constitute a serious handicap to the intended 
functioning of our patent system. The importance of having patent applications 
handled promptly, but only after thorough consideration of the prior art and a 
mature judgment by the patent examiner, can hardly be overstated. 

Zach petition for extension under the proposed law would be time consuni- 
ing and difficult to decide. Consider, for example, how hard it would be to find 
out whether the “normal use, exploitation, promotion or development” of an in- 
vention has been “prevented” or “impaired” by a Government restriction, a state 
of war, or other national emergency, or some “circumstance beyond the control” 
of a patentee. What is “normal” use or development? If it was “impaired” 
was it due to one of the things named or to something else? 

These are very difficult questions of fact to be decided only on adequate and 
competent testimony; and there would be many very troublesome borderline 
cases. The load of work under the proposed law would quite certainly be so 
great as to handicap seriously the performance of the normal and more important 
duties of the Patent Office. 

Finally, it should be observed that the proposed law is, in substance, a rever- 
sion to a discredited experiment. For 25 years we had in this country a law 
providing for the extension of patents in hardship cases. It worked so badly 
that it was repealed in 1861. It would seem wise to profit by experience and not 
make the same mistake again. In the very exceptional cases where there may 
be sufficient reason for extending a patent, Congress can do so by special law. 
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THe PATENT LAW ASSOCIATION OF CHICAGO, 
Chicago, IU., May 8, 1955. 
Re bills H. R. 2128 and S. 116. 
CHAIRMAN OF THE House JupIcIARY COMMITTEE, 
Congress of the United States, 
House of Representatives, Washington, D. C. 

Srr: At a recent meeting of the board of managers of the Patent Law As- 
sociation of Chieago, it was resolved that this association oppose the passage 
of these bills relating to proposed patent extension. 

A copy of the report of the committee considering these bills is attached 
hereto. This report has heen approved by the board of managers of the Patent 
Law Association of Chicago. 


Very truly yours, 
Tuomas F. McWILiiams, Secretary. 


Tuurspay, Marcu 10, 1955. 


Re report of subcommittee on proposed patent extension bills, H. R. 2128 and 

S. 116. 

BoarRD OF MANAGERS, THE PATENT LAW ASSOCIATION OF CHICAGO, 
Care of Mr. Roy H. Olson, Chairman, Legislative Committee, 
141 West Jackson Boulevard, Chicago, Ill. 

GENTLEMEN : The subcommittee which you recently appointed for the consider- 
ation of these bills has completed its study of the same and submits herewith its 
report relative thereto: 

1. These are identical and companion bills, 8S. 116 was introduced in the 
Senate by Senator Dirksen of Illinois, on January 6, 1955, and the companion 
bill, H. R. 2128, was introduced into the House by Representative Fisher on 
January 13, 1955, and the bills are now pending before the Senate and House 
Judiciary Committees, respectively. 


ANALYSIS OF THE BILLS 


These bills propose to make it possible to extend the term of any United 
States patent in a number of instances which are as follows: 

Section 1 (1) where any person or persons owning solely or jointly with 
his or their spouses was in the active military service and thereby prevented 
or substantially curtailed from the normal use, exploitation, promotion or de- 
velopment of the patent; or 

Section 1 (2) where the normal use, exploitation, promotion or development 
of an invention covered by a patent was substantially curtailed by an order 
of any Federal agency limiting the production or use of the subject matter 
thereof ; or 

Section 1 (3) the owner of the patent has granted a royalty-free license or 
a2 nominal royalty license to the United States, or to any manufacturer, ete., for 
the United States, for use of the patented invention in the war effort in the 
period since September 1, 1939, but in the period of either World War II (De- 
cember 7, 1941, to September 2, 1945, or in the period of the Korean war, June 
26, 1950, to July 26, 1953, as provided in section 1 (d) (1)). Where such a 
license has curtailed the normal private use, exploitation, promotion, or develop- 
ment of the patented invention ; 

2. The proposed periods of extension suggested in these bills are as follows: 

Section 1 (b) (1) provides that where the only ground for extension is the 
active military service provision of section (a) (1) the period of extension 
shall be twice the length of the period of active military service in which the 
normal use, exploitation, promotion, or development of the patented invention 
was prevented or substantially curtailed whereas, on the other hand, the bill 
provides (sec. 1 (b) (2)) that in those instances in which the ground for the 
requested extension is that the normal use, exploitation, etc., of the patent has 
been curtailed by order of any governmental agency restricting the use or pro- 
duction, ete., of the patented invention (in either of the two war periods re- 
ferred to above) the additional term of the patent shall be only the period dur- 
ing which such normal use, exploitation, etc., took place; 

Section 1 (b) (8) provides that in those instances in which the ground for 
the requested extension is that the normal use, exploitation, etc., of the patent 
has been curtailed by a royalty free or nominal royalty license for the benefit 
of the war effort, or for national defense, since September 1, 1939, the addi- 
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tional term of the patent shall be the period in which the royalty fre or nominal 
license was in effect ; 

Section 1 (b) (4) provides that where more than one ground exists for an 
extension the extended terms shall not be cumulative but that the patent owner 
shall be entitled to the longest permissible extension ; 

Section 2 of the bill provides that when an application for extension is filed 
with the Commissioner of Patents, the Commissioner shall publish a notice 
thereof in the Official Gazette and that within 60 days thereof any person may 
oppose the extension by filing with the Commissioner a notice of opposition 
stating the grounds therefor, which shal! not include any charge that the patent 
is invalid. ‘The bill further provides that the Commissioner will then set a 
date for a hearing (within 45 days of the date of filing of the notice of opposi- 
tion) at which the interested parties shall present evidence in support of and 
in opposition to the requested extension, and that the Commissioner shall either 
grant or deny the requested extension within 6 months of the filing of the appli- 
cation for extension, with the right to the applicant of further proceedings in the 
CCPA or District Court for the District of Columbia, if the application is denied: 

Section 4 provides that if the requested extension is granted notice thereof 
shall appear in the Official Gazette ; 

Section 5 provides that when the certificate of extension is issued the patent 
shall have the same force and effect in law as though it had issued for 17 years 
plus the extended term, while section 6 prevents the patent owner from making 
any claim against the United States by reason of manufacture, use, or sale by the 
United States during the extended term; 

Section 7 provides that if the requested extension is not issued until after the 
date of expiration of the original term of the patent, or a reissue thereof, the 
extension order shall provide that any “vested rights” arising out of the actual 
manufacture, use or Sale of the patented invention, which took place after the 
expiration of the patent and before the issuance of the extension order, may 
continue during the remainder, if any, of the extended term upon such terms and 
conditions as the Commissioner may prescribe, including payment of reasonable 
royalties, providing the person or persons claiming such vested rights establish 
such rights to the satisfaction of the Commissioner of Patents, upon a hearing: 

Section 8 provides that in any action for infringement after the expiration 
of the original 17-year term of the extended patent, but during the period of 
the extension, the defendant may plead and prove that any material statement 
of the application for extension is not true in fact, and that if any one or more 
of such statements shall be found untrue in fact, judgment shall be rendered 
for the defendant, with costs. 

Section 9 limits the time for filing the proposed application for extension to 
within 1 year from the effective date of the act except as to those applications 
which are based on active military service which may be filed within 1 year 
from the date of the applicant’s honorable discharge. 


RECOMMENDATIONS OF THE SUBCOMMITTEE 


The subcommittee, after careful consideration, is unanimously opposed to these 
two companion patent-extension bills because we feel that they constitute merely 
another unwarranted attempt to enact patent-extension bills of one kind or 
another and to extend the statutory 17-year term of a group or class of patents 
without consideration by the Congress in each instance. This would, in our 
judgment, establish a dangerous precedent for additional patent-extension bills 
by interested groups in the future and these bills are, therefore, for this reason, 
highly undesirable. 

Moreover, we believe that these bills are objectionable for the further reason 
that they represent an unwarranted delegation of the legislative power of Con- 
gress to the Commissioner of Patents, in giving him discretionary power to 
extend the term of any patent coming within the scope of the bills, with resultant 
substantial danger to the public at large. 

The subcommittee further feels that section 7 of these bills is particularly 
objectionable in that under this section not only would the Commissioner be 
given what is, in effect, legislative power in extending the term of the patent 
but he would have arbitrary power to bind parties, whose rights might be affected 
by the grant of an extension of the term of the patent after expiration of the 
original term thereof, to the payment of royalties, and as to other terms and 
conditions, without right of appeal or any other remedy. This would, we believe, 
in effect, be making a binding contract for the interested parties, raising a serious 
question as to the constitutionality of this provision. 
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We feel that these bills are objectionable for the further reasons (a) that 
they represent undesirable class legislation and (6b) because they would, if 
enacted, seriously jopardize the rights of the public and particularly manufac- 
turers and other investors who might, and frequently do, invest large sums of 
money in building and equipping plants for the anticipated manufacture of 
devices, etc., covered by patents, when such patents expire at the end of the 
17-year statutory period. This has come to be and is an important concept in 
the American tradition and an important phase of American business life which 
would be seriously jeopardized if these bills were enacted and, if this were 
done, the public would never know what its status is in regard to any patent 
and anticipated use of a patented invention at the end of the now accepted 
17-year patent term. 

The subcommittee, therefore, recommends that these bills be disapproved 
in toto. 

Yours very truly, 


NEY 


CHARLES B. Cannon, Chairman. 
ANTHONY W. MOLINERE. 
JoHN T. Love. 


PALISADES Park, N. J., April 19, 1955. 
Congressman EMANUEL CELLER, 
House Office Building, Washington, D. C.: 

Refer H. R. 2128, covering extension of certain war-affected patents. Respect- 
fully urge your favorable attention as this will eliminate hardships caused 
by war. 

TEcH Lass, INC., 
M. BsornDAL, 


BINGHAMTON, N. Y., June 16, 1955. 
Hon. EMANUEL CELLER, 
House of Representatives, Washington, D. C.: 

Urge you to attend Judiciary Committee meeting today. Vote to report bill 
H. R. 2128 out to floor immediately so Congressmen may act on same. Vote for 
restoration 1—-A—2, stop-order provision to H. R. 2128. 

Yours very truly, 


ET 


MartTIn P. Foy & Son, INc., 
FrANK W. Bowtr, President. 


RT ne 


Boston, MAss., June 29, 1955. 
Hon. EMANUEL CELLER, 
Chairman, Judiciary Committee, 


House of Representatives, Washington, D. C.: j 

The telegram you may receive today from Boston Patent Law Association : 
opposing H. R. 2128 was based on following vote: 23 opposed to bill, 16 in favor, ; 
22 not voting, out of total membership of 160. As a member present at meeting. } 
I do not feel this vote of small minority can be relied on as expressing informed ie 


opinion of full association membership. 
C. YARDLEY CHITTICK. 


New York, N. Y., April 18, 1955. 
Hon. EMANUEL CELLER, 
House of Representatives, Washington, D. C.: 

Reference H. R. 2128, covering extension of patents on inventions whose prac- 
tice was curtailed during war. Respectfully urge favorable consideration of 
this bill. This legislation is important to us and believe it to be of vital interest 
to many operating under patents. 

A. G. CooLry. 


New York, N. Y¥., May 20, 1955. 


Hon. EMANUEL CELLER, 
House of Representatives, Washington, D. C.: 
To give American inventors same protection afforded inventors of foreign 
countries except Russia, Patent Equity Association solicits your support, H. R. 
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2128, granting unrestricted patent life of 17 years. It is of interest to note 
American inventors are given benefits of H. R. 2128 in England. 
AUSTIN G. COOLEY. 





New York, N. Y., June 15, 1955. 
Hon. Francis E. WALTER, 
House of Representatives, Washington, D. C.: 

For a fair consideration of patent extension H. R. 2128 your attendance at 
tomorrow’s Judiciary Committe is important. The bill is of very limited value 
unless provision 2 of section 1A protecting all inventors is reinstated. 

A. G. COOLey, 
Patent Equity Association, Inc. 


PLYMOUTH MEETING, Pa., June 15, 1955. 
Hon. F. E. WALTER, 
House of Representatives, Washington, D. C.: 

Would appreciate very much your voting tomorrow at the Judiciary Com- 
mittee meeting to restore section 1A to bill H. R. 2128 and to vote the bill re- 
ported out to the floor immediately so that Congress may have a chance to ap- 
prove a bill it passed at last session. 

PHiuip L. Corson, 
G. & W. H. Corson, Inc. 


NEw York, N. Y., Varch 9, 1955. 
Hon. EDWIN E. WILLIS, 
House of Representatives, Washington, D. C.: 

Re H. R. 2128 (Fisher) and H. R. 3134 (Reed). The New York Patent Law 
Association is opposed to the extension of patents under the circumstances 
stated in these bills. The objectives of the bills are praiseworthy, but passage 
would result in serious problems. Many property owners suffered economically 
from war, notably motor courts, filling stations, etc. The bills would give ad- 
vantages to patent owners which other property owners do not have. A law has 
already been passed permitting extensions of patents owned by veterans under 
certain circumstances. These bills would take effect some 10 years after war and 
after many patents have expired. Your careful consideration of the bills and 
of above comments will be gratefully appreciated. 

FLoyp H. Crews, 
First Vice President, New York Patent Law Association. 





BuFra.o, N. Y., April 17, 1955. 
Hon. EMANUEL CELLER, 
House of Representatives, Washington, D. C.: 

I am vitally interested in the passage of bill H. R. 2128. Other countries have 
passed this type legislation and I see no reason why it should not be passed 
here. Will you please do all you can for the passage of this bill? Thank you. 

WILLIAM FUNKE. 


BuFFALo, N. Y., June 16, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 

Urge you attend committee meeting tomorrow, Thursday, 10 a. m., to vote to 
restore stop-order provision to H. R. 2128 to report the bill out to the floor im- 
mediately so that Congress may vote on this legislation. Urge your support. 

WILLIAM FUNKE. 


NEW York, N. Y., June 18, 1955. 
Congressman EMANUEL CELLER, 
House Office Building, Washington, D. C.: 
Please consider voting to restore section 1A sub 2 to H. R. 2128 and to re- 
port bill to the floor. This is vitally important to several of my clients. 
JAMES M. HEILMAN. 
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NEw York, N. Y., July 1, 1955. 
Hon. EMANUEL CELLER, 
House of Representatives, Washington, D. C.: 


Our opposition to various bills which would extend the life of patents is based 
on the fact that these bills would give business advantage and reward to persons 
who are not or cannot be identified and would prejudice others who are for the 
most part also unidentifiable. We strongly urge that they be rejected as dan- 
gerous and unsound legislation. 

New YorK Patent LAw ASSOCIATION, 
W. Houston KENYON, Jr., 
First Vice President. 


UNION Ciry, N. J., June 15, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 


Urgently request your attending House Judiciary Committee meeting 10 a. m. 
Thursday and would greatly appreciate your vote to report out to the House 
bill H. R. 2128 in original form including section 1 (a) (2). 

Max LEVERTON, 
President, Shoup Voting Machine Corp. 


WATERTOWN, N. Y., June 15, 1955. 
Hon. EMANUEL CELLER, 
Committee on the Judiciary, 
House of Representatives, Washington, D. C.: 


Re patent extension bill H. R. 2128: Please refer my letter April 22, 1955. 
Urgently request you attend committee meeting Thursday, June 16, 10 a. m. 
Please vote to restore section 1 (a) (2) stop-order provision to H. R. 2128. Also 
please vote to report bill out to floor immediately so Congress may make decision 
on this legislation. 

A. D. MERRILL. 


Morristown, N. J., April 19, 1955. 
Hon. EMANUEL CELLER, 
Member of Congress, House Office Building, 
Washington, D. C.: 


Word has just reached me that the House subcommittee on patents which 
has been considering patent extension bill H. R. 2128 has forwarded this bill 
to the House Judiciary Committee without recommendation for action. Inasmuch 
as last year’s duplicate bill H. R. 3534 passed the House, was recommended for 
passage by the Senate Judiciary Committee, and only narrowly missed passage 
in the Senate, because it could not be brought to a vote at the close of the session, 
I most urgently request that you do everything within your power to secure 
passage of this bill. It is of the utmost importance so that patents which could 
not be worked because of wartime prohibitions may have the full 17-year work- 
ing life guaranteed by the Government. Relative to debates on this bill see Con- 
gressional Record, House, of July 27, 1954, and Congressional Record, Senate, 
of August 18, 1954. Please reply collect. 

BENJAMIN FRANKLIN MIESSNER. 


Morristown, N. J., June 15, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 


Am informed that there will be an important meeting tomorrow June 16 at 
10 a. m. of the House Judiciary Committee for consideration of the patent ex- 
tension bill H. R. 2128. Earnestly request that you attend this meeting and 
vote to restore section 1A(2) to the bill and to report the bill out to the floor 
immediately so that the Congress as a whole may deecide this issue. It is a 
very important issue to all of our inventors whose 17-year patent terms were 
shortened by material and manpower allocations during the recent wars. 
As one example I have had over 30 patents expire during World War II when 
they had just begun to get into manufacture. I gave a royalty-free license 
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te the Government under more than 100 patents during the last 2 wars. There 
are a great many other inventors and patent owners in this same position. 
Your vote for this bill will greatly encourage invention and restore some con- 
fidence in the patent system which has steadily been deteriorating for the past 
25 years, Please reply collect. 

BENJAMIN FRANKLIN MIESSNER. 


Morristown, N. J., June 21, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 


May I again urge your attendance at the House Judiciary Committee meeting 
on June 23 and your vote to restore section A2 to H. R. 2128 and to report it out 
to the House for a vote by that entire body. You will thereby earn the gratitude 
of all of our Nation’s inventors whose contributions have made our country 
great and whose guaranteed 17-year patent terms were shortened by the last 
two national emergencies. Remember that all other patent-recognizing coun- 
tries already have such legislation. 

BENJAMIN FRANKLIN MIESSNER. 


Boston, Mass., June 9, 1955. 
Hon. EMANUEL CELLER, 
Chairman, Committee on the Judiciary, 
House Office Building, Washington, D. C. 


Re bill H. R. 3534 patent extension. 
The Smaller Business Association of New England looks forward to the 
speedy passage of this bill. This is a vital matter to our small-business members. 
THe SMALLER BUSINESS ASSOCIATION OF NEW ENGLAND, 
JOSEPH D. Noonan, Herecutive Secretary. 


NEw York, N. Y., June 29, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 

The National Association of Manufacturers opposes enactment of H. R. 2128 
or any other general legislation providing for extension of the 17-year term of 
patents. We believe such legislation would adversely affect our American patent 
system and would, therefore, be contrary to the public interest. Uncertainty 
as to the expiration date of patents would cause difficulties for business enter- 
prises in planning future activities. Actually, the patent right is only the 
right to exclude others, and this right was not, in fact, suspended by war 
legislation. 

Henry G. Rirer III, 
President, National Association of Manufacturers. 


NEw York, N. Y., April 22, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C.: 
I strongly urge your support for H. R. 2128 patent-extension bill. 
INTERNATIONAL SHOE MACHINE CoRP., 
JOHN J. ROCHE, 
: New York District Manager. 


CAMBRIDGE, MAss., June 16, 1955. 
Hon. EMANUEL CELLER, 
Chairman, House Judiciary Committee, 
House Office Building, Washington, D. C.: 

Urgently request your support H. R. 2128 patent-extension bill. Please attend 
Thursday morning meeting. Vote to restore section 1 (a) (2) and report bill 
out now. Vitally important to our work in New York. 

INTERNATIONAL SHOE MACHINE CokrpP. 
Paut V. VonckK, Vice President. 
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OAKLAND, CAuIr., June 15, 1955. 
CHAIRMAN, HouUSsE JUDICIARY COMMITTEE, 
House of Representatives, Washington, D. C.: 


We respectfully ask your efforts to have atendance all members of your com- 
mittee Thursday 10 a. m. and a vote to restore section 1 (a) (2) and to report 
bill H. R. 2128 out to the floor for prompt decision. We have definitely suffered 
by Government stop-order of our patent manufacturing during World War II. 

M. WELLS, 
President, Spears Wells Machinery Co. 


CoMMUNITY CouNcILs, Ciry OF NEw York, INC., 
New York, N. Y., April 20, 1955. | 
Hon. EMANUAL CELLER, 
Committee on the Judiciary, 
House of Representatives 
Washington, D. C. 
DEAR CONGRESSMAN CELLER: Your efforts on behalf of bill H. R. 2128 are 
timely and just. 
I am sure we will be victorious, with your aid. 
Sincerely yours, 
FRANK PEER BEAL, President. 


CARPENTER MONOLITHIC IcE RINK FLOoR, 
Cleveland, Ohio, February 21, 1955. 
Re H. R. 2128. 
Hon. EMANUEL CELLER, 
Chairman, House Judiciary Committee, 
House of Representatives, Washington, D. C. 

My DEAR CONGRESSMAN: We understand that a new bill has been introduced, 
H. R. 2128, which would extend patents to compensate for the war and other 
national emergency years, a bill somewhat similar to previous bills about which 
we wrote your committee members in 1948, and again in 1951. 

Our original patent on the Carpenter monolithic floating floor and piping sys- 
tem, the all-purpose, permanent floor for memorial and public auditoriums, field 
houses, arenas, and outdoor rinks expired in July of 1950, without having the 
full benefit of its use owing to the war and following restrictive years. 

We feel we should be allowed to carry on for a compensating period, and ask 
your favorable vote. 

Enclosed is a copy of letter in behalf of this request written by Glenn Moore 
Shaw in 1948, at which time a similar bill relating to patent extensions was to 
be considered by the Judiciary Committee. The context of Mr. Shaw’s letter 
still maintains, so please consider it an appendage to this letter of request. 

Thank you sincerely. 

Very truly yours, 
E. R. CARPENTER 
Mrs. M. R. Carpenter. 


CHAGRIN FALLS, OTO, 
January 30, 1948. 
Hon. Joserpu R. Bryson, 
Representative from South Carolina, 
House Office Building, Washington, D. C. 

My DEAR CONGRESSMAN BRYSON: This letter is in behalf of Mrs. M. R. Car- 
penter, who I understand has writen you asking that you give serious and con- 
siderate attention to bill H. R. 4511 which refers to extension of patents and 
which I believe has come before the subcommittee on Patents of which you are a 
member. 

It is also my understanding that a substitute bill, H. R. 4304, which would 
extend patents belonging to veterans of world war two only, has been tentatively 
recommended by the said subcommittee on the basis that a general extension to 
all patentees would not be feasible. There is probably some justification im their 
conclusions but there are certain moral aspects that apply in Mrs. Carpenter’s 
case and unquestionably in many others, that should merit further and specific 
consideration. 
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Mr. M. R. Carpenter was an engineer and owner of patents of processes (the 
all-purpose floor) that were completely curtailed during the war years. These 
patents have but a short life before expiration. With a patriotism and zeal 
belying his 72 years, he offered his engineering knowledge and himself to the 
aircraft division of Fisher Bodies and was immediately placed in the develop- 
ment and expedition of engine nacelles for bombers. 

After 2 years of this work and after an especially hard day at the plant, he 
slept away of a thrombosis. There was no military funeral and no medals, but 
M. R. Carpenter was a war casualty as surely as thongh he had stopped an 
enemy bullet on a battlefield. 

I am reciting this little human event to you (such things are not discussed in 
subcommittees) that you may consider what seems an injustice and a penalty im- 
posed upon Mr. Carpenter’s family who is carrying on his business, simply be- 
cause he was not wearing a military uniform when he died. 

When bill H. R. 4304 is being discussed again, please lend your efforts in 
rectifying what would be an injustice in I am sure, many comparable cases. 
Very truly yours, 

GLENN Moore SHAW. 





DISABLED AMERICAN VETERANS, 
NATIONAL SERVICE HEADQUARTERS, 
Washington, D. C., March 30, 1955. 
Hon. Epwin BE. WIrtts, 
Chairman, Subcommittee No. 38, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 

DEAR CONGRESSMAN WILIIs: The Disabled American Veterans desires to go on 
record endorsing H. R. 2128 and S. 116, to authorize the extension of patents 
covering inventions, the practice of which was prevented, or curtailed, by reason 
of service in the Armed Forces. Our interpretation of the above listed bills is 
that the period of extension is twice the length of the period of service between 
the dates, December 7, 1941, and September 2, 1945. The period of extension for 
a veteran whose service was terminated by reason of service-incurred disabilities 
is not as great as one who was disabled in the service and continued on active 
duty until September 2, 1945. The veteran who was disabled in the service 
should be entitled to the same extension period as those who served until Sep- 
tember 2, 1945. This might be accomplished by rewording H. R. 2128 and S. 116 
by inserting the following language immediately following the semicolon on 
line 4, page 2, of each of the said bills: 

“Provided any such individual whose active duty in the above service was ter- 
minated prior to September 2, 1945, because of service-incurred disability, which, 
for purposes of this Act, be considered to have continued such active duty until 
September 2, 1945.” 

Very sincerely, 
OmeR W. CLARK, Director of Legislation. 


Tacoma, WASH., June 2, 1955. 
Hon. EMANUEL CELLER, 
House Office Building, Washington, D. C. 


Dear Sir: It has been brought to my attention that 4 years was knocked out 
of our patent laws during the war. 

I am very much interested in an extension bill known as H. R. 2128. 

If this bill does not pass, myself, as well as many thousands of others, stand 
to loose royalties that should have been protected by Congress. 

I think the only fair thing to do is to remedy the situation by passing H. R. 
2128. 

Yours sincerely, 
C. C. COLLrns. 


House OF REPRESENTATIVES, 
Washington, D. C., April 19, 1955. 
Hon. EMANUEL CELLER, 
Chairman, House Judiciary Committee, 
House of Representatives, Washington, D. C. 


DEAR MR. CHAIRMAN: Enclosed herewith is a telegram which 1 have just re- 
ceived from James L. Breese, president of the Breese Burners, Inc., Santa Fe, 
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N. Mex. I will appreciate it very much if you will see that the viewpoint ex- 
pressed in this telegram is properly recorded. 
With kind regards, I am, 
Sincerely yours, 
JoHN J. Dempsey, M. C. 


Santa Fr, N. Mex., April 18, 1955. 
Hon. JoHN J. DEMPSEY, 
Member, House of Representatives, Washington, D. C.: 

We understand subcommittee sending H. R. 2128, patent extension, to House 
Judiciary Committee without any recommended action. We earnestly request 
you contact Judiciary Committee and state our vital interest in the passage of 
this bill. 

JAMES L. BREESE, 
President, Breese Burners, Inc. 


JENKINTOWN, Pa., June 21, 1955. 
Hon. Epwin E. WILLIs, 
House of Representatives, Washington, D. C. 

My Dear CONGRESSMAN WILLIs: I have been greatly interested in patent exten- 
sion as called for in bill H. R. 2128 and feel it would benefit all individual inven- 
tors like myself and others if it became law. Therefore, your cooperation is 
needed in following up on this bill to see that everything is done to restore sec- 
tions la and 2, which I believe are very important. It is also important that it 
be reported out of committee and sent to Congress so that a decision on it can 
be made. 

It would be appreciated if this bill were given your close attention. 

Sincerely yours, 
Haroip R. Darron. 





Des JARDINS, Ropinson & KEISER, 
Cincinnati, Ohio, April 13, 1955. 
Re patent extension bills, H. R. 2128, 3134, and 4700. 
C. F. BRICKFIELD, EsqQ., 
Assistant Counsel, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 

Dear Sir: I am writing this letter to place on the record my opposition to the 
passage of any of the three patent extension bills pending before the Committee 
on the Judiciary of the House of Representatives, H. R. 2128, H. R. 3134, and 
H. R. 4700. My opposition is based upon my experience of more than 40 years 
as a lawyer, specializing in the practice of patent law. 

1 oppose the passage of any of these bills because I believe that it would be 
contrary to the public interest. It would result in an indefinite extension of a 
limited monopoly for the benefit of a relatively small group of patent owners, 
corporations, and individuals, and would take away from the public the vested 
rights to use, freely, patented inventions upon the expiration of 17 years from 
the issuance of the patents. 

A most important feature of our patent system is the full disclosure of the 
patented invention in the specification and drawings of the patent, coupled 
with the right of any member of the public to use, make, and sell the invention 
so disclosed, at the expiration of 17 years from the grant of the patent. In 
fact, it may be said that the consideration for the grant of the patent is the 
full disclosure of the invention by the patentee, and his consent that the public 
may use it freely after the expiration of his patent. Thus, all patents are 
granted for a limited time, a term of 17 years. If that term be extended, the 
public has lost a part of its rights and cannot know, with any certainty, when 
it may freely use what is disclosed by a patent. 

I have frequently been called upon to advise a manufacturing client whether 
it could use a certain construction. Often, the search shows that the construc- 
tion is covered by a patent, which will soon expire, and, under such circum- 
stances, it is my practice to advise the client that the construction cannot be 
made, used, or sold until the expiration of 17 years from the date of issuance 
of the patent. When that expiration date is not far off, it is a common thing 
for the manufacturer to prepare for manufacture and sale after the expiration 





Seon! 








PATENT EXTENSION 77 


of the patent, and such preparations may well be started months before the ex- 
piration date. Such a course enables the public to make the fullest use of the 
disclosure of the expired patent, by putting it on the market competitively 
promptly upon the expiration of the patent. The public has the benefit of 
competition with the patent owner in the sale of the structure in question. If, 
now, any of the proposed patent extension bills should become law, the manu- 
facturer could not safely plan and make such preparations for manufacture 
and sale, because he cannot know that the patent will certainly expire 17 years 
from the date of issuance. He cannot know whether the patentee can make a 
showing justifying an extension, and he cannot know how long an extension may 
be granted. The result will be that prospective competition cannot make the 
fullest use of the right, possessed by every member of the public, to make, use, 
and sell the patented invention at the end of 17 years from the date of grant. 
The lawyer advising the manufacturer cannot tell him, with any degree of cer- 
tainty, when he will be free to make, use, and sell the patented construction. 

I oppose these patent extension bills for the further reason that I believe 
them to be of doubtful constitutionality. The grant of patents is based upon 
article I, section 8, clause 8 of the Constitution, which gives Congress the 
power: 

“To promote the Progress of Science and useful Arts, by securing for limited 

Times to Authors and Inventors the exclusive Right to their respective Writings 
and Discoveries ;” 
Note that the exclusive right to discoveries is to be secured to inventors “for 
limited times.” The grant of the patent for a term of 17 years secures the exclu- 
sive right to the invention for a limited time, but if extensions may be secured, 
as under the proposed patent extension bills, the term of the patent becomes 
indefinite and, therefore, the grant is not for a limited time. Certainly, the 
extension of the terms of patents for unspecified times, to be determined by the 
Commissioner of Patents, is contrary to the spirit of article I, section 8, clause 8 
of the Constitution, which provides that the term of the patent must be limited. 
The reason for that wise provision is that the public may know when it may 
freely use the invention disclosed in a patent. 

In Scott Paper Co. v. Marcalus Manufacturing Co. (326 U. S. 249, 66 S. Ct. 
101), Chief Justice Stone, speaking for the United States Supreme Court, said 
(p. 256): 

“Hence any attempted reservation or continuation in the patentee or those 
claiming under him of the patent monopoly, after the patent expires, whatever 
the legal device employed, runs counter to the policy and purpose of the patent 
laws.” 

The discussion by Chief Justice Stone, in this opinion, of the importance of 
assuring to the public the free use of the patented invention at the end of 17 
years from the date of grant, is so clear and forceful that we quote it here 
(p. 254) : 

“Revised Statutes, §§ 4886, 4884, as amended, 35 U.S. C. §§ 31, 40,35 U. S.C. A. 
§$§ 31, 40, provide for the grant of a patent for a term of seventeen years to any 
person who has invented a ‘news and useful art, machine, manufacture, or com- 
position of matter.’ The grant is conditioned upon the filing of an application in 
the patent office describing the invention and the manner of making and using it. 
R. 8S. § 4888 as amended, 35 U. 8S. C. § 33, 35 U. S. C. A. § 33. Revised Statutes 
§§ 4895, 4898, 35 U. S. C. §§ 44, 47, 35 U. S. C. A. §§ 44, 47, authorize the assign- 
ment of an invention while the application for a patent is pending and of the 
patent rights to the invention after the patent has issued. Section 24 (7) of the 
Judicial Code, 28 U. 8S. C. § 41 (7), 28 U. S. C. A. § 41 (7), confers on district 
courts of the United States jurisdiction of cases arising under the patent laws, 
and R. 8. § 4921 as amended, 35 U. S. C. § 70, 35 U. S. C. A. § 70, gives the district 
courts authority to entertain suits to restraint infringement and for recovery of 
any resulting damage from the infringement of any right secured by the patent 
grant. 

“The enactment of these provisions is the mode by which Congress has chosen 
to carry into effect the policy sanctioned by the Constitution, Article I, § 8, Cl. 8 
‘To promote the Progress of Science and useful Arts, by securing for limited 
Times to * * * Inventors the exclusive Right to their * * * Discoveries.’ ‘The 
nature and extent of the legal consequences of the expiration of a patent are 
federal questions, the answers to which are to be derived from the patent laws 
and the policies which they adopt. Cf. Cola Electric Co. v. Jefferson Co. (317 
U. 8. 173, 176, 63 S. Ct. 172, 173, 87 L. Bd. 165) ; Steele v. Louisville € N. R. Co. 
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(323 U. S. 192, 204, 65 S. Ct. 226, 233), and cases cited. By the patent laws Con- 
gress has given to the inventor opportunity to secure the material rewards for 
his invention for a limited time, on condition that he make full disclosure for the 
benefit of the public of the manner of making and using the invention, and that 
upon the expiration of the patent the public be left free to use the invention. See 
Special Equipment Co. v. Coe (324 U. 8. 370, 378, 65 S. Ct. 741, 745). As has been 
many times pointed out, the means adopted by Congress of promoting the progress 
of science and the arts is the limited grant of the patent monopoly in return for 
the full disclosure of the patented invention and its dedication to the public on 
the expiration of the patent. (Grant v. Raymond, 6 Pet. 218, 241, 242, 8 L. Ed. 
376; Gill v. Wells, 22 Wall. 1, 22 L. Ed. 699; Bawer v. O’Donnell, 229 U. 8S. 1, 33 
8. Ct. 616, 57 L. Ed. 1041, 50 L. R. A., N. S., 1185, Ann. Cas. 1915A, 150; Motion 
Picture Co. v. Universal Film Co., 243 U. 8S. 502, 510, 511, 37 S. Ct. 416, 418, 61 
L. Ed. 871, L. R. A., 1917E, 1187, Ann. Cas. 1918A, 959, and cases cited). 

“The aim of the patent laws is not only that members of the public shall be 
free to manufacture the product or employ the process disclosed by the expired 
patent, but also that the consuming public at large shall receive the benefits of the 
unrestricted exploitation, by others, of its disclosures. Kellogg Co. v. National 
Biscuit Co. (305 U. 8S. 111, 117-120, 59 S. Ct. 109, 118, 114, 88 L. Ed. 73). Ifa 
manufacturer or user could restrict himself, by express contract, or by any action 
which would give rise to an ‘estoppel,’ from using the invention of an expired 
patent, he would deprive himself and the consuming public of the advantage to 
be derived from his free use of the disclosures. The public has invested in such 
free use by the grant of a monopoly to the patentee for a limited time. Hence 
any attempted reservation or continuation in the patentee or those claiming 
under him of the patent monopoly, after the patent expires, whatever the legal 
device employed, runs counter to the policy and purpose of the patent laws. And 
for the same reason a stranger, such as respondent Marcalus, cannot, by securing 
and assigning a patent on the invention of the expired Inman patent, confer on 
petitioner any right to deprive the public of the benefits of the free use of the 
invention for which the public has paid by the grant of a limited monopoly. 

“By the force of the patent laws not only is the invention of a patent dedicated 
to the public upon its expiration, but the public thereby becomes entitled to share 
in the good will which the patentee has built up in the patented article or product 
through the enjoyment of his patent monopoly. Hence we have held that the 
patentee may not exclude the public from participating in that good will or se- 
cure, to any extent, a continuation of his monopoly by resorting to the trade- 
mark law and registering as a trademark any particular descriptive matter 
appearing in the specifications, drawings, or claims of the expired patent, 
whether or not such matter describes essential elements of the invention or 
claims (Kellogg Co. v. National Biscuit Co., supra, 305 U. 8S. at page 117-120, 59 
S. Ct. at pages 113, 114, 88 L. Ed. 73; Singer Manufacturing Co. v. June Manufac- 
turing Co., 163 U. 8S. 169, 185, 16 8. Ct. 1002, 1007, 41 L. Ed. 118). 

“It is thus apparent that the patent laws preclude the patentee of an expired 
patent and all others including petitioner from recapturing any part of the 
former patent monopoly; for those laws dedicate to all the public the ideas 
and inventions embodied in an expired patent. They do not contemplate that 
anyone by contract or any form of private arrangement may withhold from the 
public the use of an invention for which the public has paid by its grant of a 
monopoly and which has been appropriated to the use of all. The rights in the 
invention are then no longer subject to private barter, sale, or waiver. (Cf. 
Phillips v. Grand Trunk R. Co., 236 U. 8S. 662, 35 S. Ct. 444, 59 L. Ed. 774; Mid- 
state Horticultural Co. v. Pennsylvania R. Co., 320 U. 8S. 356, 361, 64 S. Ct. 128, 
131, 88 L. Ed. 96; Brooklyn Bank v. O'Neil, 324 U. 8S. 697, 704, 65 S. Ct. 895, 900.) 
It follows that the patent laws preclude the petitioner assignee from invoking 
the doctrine of estoppel, as a means of continuing as against respondent, his 
assignor, the benefit of an expired monopoly, and they preclude the assigner 
from estopping himself from enjoying rights which it is the policy of the patent 
laws to free from all restrictions. For no more than private contract can 
estoppel be the means of successfully avoiding the requirements of legislation 
enacted for the protection of a public interest. (Compare Pittsburgh &c. Ry. Co. 
y. Fink, 250 U. 8. 577, 588, 40 8, Ct. 27, 28, 68 L. Ed. 1151 with Louisville &€ Nash- 
ville R. R. vy. Mottley, 219 U. 8S. 467, 476, 477, 31 S. Ct. 265, 268, 55 L. Ed. 297, 
34 L. R. A., N. S., 671; New York Central R. R. v. Gray, 239 U. S. 583, 586, 587, 
36 S. Ct. 176, 177, 60 L. Ed. 451; Norman vy. Baltimore & O. R. Co., 294 U. S. 240, 
304, 305, 309, 310, 55 S. Ct. 407, 414, 415, 416, 417, 79 L. Ed. 885, 95 A. L. R. 1352,, 
and cases cited.) The interest in private good faith is not a universal touch- 
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stone which can be made the means of sacrificing a public interest secured by an 
appropriate exercise of the legislative power. The patent laws preclude us 
from saying that the patent assignment, which they authorize, operates to estop 
the ‘assignor from asserting that which the patent laws prescribe, namely, that 
the invention of an expired patent is dedicated to the public, of which the as- 
signor is a member. 

“The judgment is affirmed for the reason that we find that the application of 
the doctrine of estoppel so as to foreclose the assignor of a patent from asserting 
the right to make use of the prior art invention of an expired patent, which an- 
ticipates that of the assigned patent, is inconsistent with the patent laws which 
dedicae to public use the invention of an expired patent. The assignor has a 
complete defense to an action for infringement where the alleged infringing de- 
vice is that of an expired patent.” 

H. R. 2128 provides for the grant of an extension if, at any time during the 
period beginning December 7, 1941, and ending September 2, 1945, or the period 
beginning June 26, 1950, and ending July 26, 1953, “the normal use, exploitation, 
promotion, or development of the inventions described and claimed in any 
patent of the United States was prevented or substantially curtailed by any 
order of an agency of the Government prohibiting or limiting the production 
or use of any class of machines, articles, or materials, or the use of any class 
of processes or formulas;”. Due to restrictions by Government orders on the use 
of materials during those periods, almost any patent owner could make out a 
case establishing that the normal use or exploitation of his invention was pre- 
vented or substantially curtailed. 

H. R. 3134 provides for the grant of an extension “where the normal use, 
exploitation, promotion, or development of a patent has been impaired by ee 
restrictions or prohibitions imposed by the United States by reason of war or 
other national emergency or by other circumstances beyond the control of the 
owner, * * *.” Almost any patent owner could show impairment of normal 
use or exploitation of a patent by circumstances beyond his control. This bill 
contains an open invitation to patent owners to apply for extensions, with a 
reasonable likelihood that the extension will be granted. 

H. R. 4700, which aims to provide continuing legislation for patent extensions, 
provides for the grant of an extension when “the normal use, exploitation, pro- 
motion, or development of a patent has been prevented, impaired, or delayed by 
reason of * * * any circumstance beyond the control of the owner or holder 
or resulting from the existence in the United States of a state of war or other 
national emergency * * *.” Almost any owner of a patent could make a show- 
ing that normal use or exploitation had heen prevented, impaired, or delayed 
by circumstances beyond his control. That is the normal history of the efforts 
of a patentee to exploit his invention. It never goes as fast as he thinks it 
should. 

Each of these patent extension bills is so broadly phrased that it constitutes 
an invitation to patent owners to apply for extensions of their patents. The 
net result is that, if these bills are passed, patents are not granted for the limited 
time of 17 years, but for 17 years plus such additional time as the Commissioner 
of Patents may think proper. In effect, the limit on the term will have been 
removed. 

The period for which an extension is to be granted is also left highly indefinite, 
by each of these three bills. H. R. 2128 provides that the period of extension 
shall be for a further term equal to the time for which “the practice of the 
inventions described and claimed in the patent was prevented or substantially 
curtailed.” H. R. 3134 provides for an extension “for a period equal to the time 
during which the use, exploitation, or promotion of such patent was substantially 
prevented, impaired, or delayed * * *.” H. R. 4700 provides that the extension 
shall be “for a period commensurate with the extent to which the normal 
economic return from such patent was prevented, impaired, or delayed * * *.” 
The determination of the proper period of extension, under any of these bills, 
would be a highly difficult and indefinite matter. I fail to see how the Com- 
missioner of Patents can determine the proper period of extension, without very 
complete evidence as to the activities of the patentee under his patent. Those 
facts are peculiarly within the knowledge of the patent owner. A member of 
the public would not have these facts available to him, and he would have no way 
whatever of knowing how much of an extension might reasonably be assumed 
to be proper. Hence, the result of the enactment of any of these bills would 
be to make the grant of a patent effective for times that are not definitely 
limited. There would be the greatest uncertainty as to the precise date when the 
public may use the patented disclosure. 
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I doubt whether any of the three proposed patent extension bills makes ade- 
quate provision for representation of members of the public, in opposition to the 
grant of any extension. H. R. 2128 provides that “the parties in interest shall 
present such evidence” as they believe relevant. It is not clear that a member 
of the public, who opposes the grant of an extension, is a party in interest. At 
any rate, the opposer has no appeal, if dissatisfied with the decision of the 
Commissioner. H. R. 3134 limits the right to be heard, on the application for 
extension, to the applicant and to each person named in the application as having 
a right or interest in or under the patent. H. R. 4700 has a similar provision. 
Under those bills, a member of the public, who has made plans and preparations 
for the manufacture of the patented article, upon the expiration of 17 years 
from the date of grant, would have no standing before the Commissioner on the 
application for extension. The Commissioner of Patents would be the sole 
representative of the public, and he would have no facilities for the production 
of relevant evidence tending to show that the extension should not be granted. 

I do not see in any of the proposed bills any adequate protection for the rights 
of a member of the public who, in good faith, before the expiration of the 
original term of the patent, had invested time and money in preparation for 
manufacture and sale at the end of the 17-year period. 

A word or two about the history of patent extension legislation may be in 
order. The early patent laws provided for the grant of a patent for a term 
not exceeding 14 years. They contained no provision for extension of the 
patent beyond the 14-year term, but such extensions were secured by speciab 
acts of Congress, directed at a particular patent or patents. In July 1832, Con- 
gress enacted a law (4 Stat. at L., ch. 162, sec. 2, p. 559) providing that no 
application to prolong or renew the term of a patent should be made to Congress 
after the expiration of the patent. Patent Office extensions of patents were first 
authorized by the Patent Act of July 4, 1836 (5 Stat. at L., ch. 357, sec. 18, p. 
124). That law provided that the extension, if granted, should be for the 
further term of 7 years. After 25 years of experience with these provisions, 
Congress passed the Patent Act of March 2, 1861 (12 Stat. at L. 246), section 
16 of which provided: “That all patents hereafter granted shall remain in force 
for the term of 17 years from the date of issue; and all extension of such patents 
is hereby prohibited.” That prohibition applied to patents granted after March 
2, 1861, and extensions of previously granted patents, for the 14-year term, were 
permitted. The last extension of that kind was granted in 1875 and expired 
in 1882. Thus, a patent extension law, similar to the laws proposed by the 
patent extension bills now under consideration, but better in that the extension 
was for a definite term of 7 years, was abolished almost a hundred years ago. 
Doubtless, one reason for this action was that the extension of patents proved 
a very fertile field of litigation. As to patents granted since March 2, 1861, 
the only extensions possible were through special acts of Congress, with two 
exceptions. The act of May 31, 1928 (ch. 992, sec. 1, 45 Stat. 1012; U. S. C., title 
35, sec. 40-a), gave the privilege of extension of the term of a patent, under 
certain conditions, to any person who served honorably in the military or naval 
forces of the United States at any time between April 6, 1917, and November 11, 
1918, and was subsequently honorably discharged. This was a personal privilege, 
not available to corporations. Public Law 598, approved June 30, 1950 (ch. 
444, 64 Stat. 316), provided for the extension of the term of certain patents of 
persons who served in the military or naval forces of the United States during 
World War Il. This, again, was personal. 

The patent extension bills, H. R. 2128, 3134, and 4700, propose a return to 
the patent-extension system abandoned almost a hundred years ago. The pro- 
posed bills are, in my opinion, even more undesirable than the old law, of 1836, 
since the term of the extension is indefinite, whereas in the act of 1836 the 
term of the extension was for 7 years. For the reasons stated above, I believe 
that the passage of any of these three bills would not be in the public interest, 
and I desire to record my opposition. 

Respectfully submitted. 

CLARENCE B. Des JARDINS. 


SEATTLE 4, WASH., June 1, 1955. 
Re H. R. 2128. 


Hon. Epwin E. WIL1!8, 
House Office Building, Washington 25, D. C. 
Dear Mr. WILLIS: We urge that you, as a member of the House Judiciary 
Committee, use your influence and promptly vote out of committee H. R. 2128, 
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which, we understand, has been passed on favorably by your subcommittee but 
has not yet come up by the committee as a whole. 

During the last session of Congress an identical bill (H. R. 3534) was 
unanimously passed by the lower House a few days before the session ended 
and did not reach the upper House for action. 

In view of the fact that the previous House of Representatives found H. R. 
3534—which is identical to the present H. R. 2128—of sufficient merit to pass 
it unanimously, it is only right that the present House should have the oppor- 
tunity to vote on this important legislation. 

Please use your influence to get this bill out of committee and onto the floor. 
If it is delayed as it was in last session, the Senate will not have time to give 
it the action which we feel this bill is entitled to. 

Hoping you will give this bill your vigorous support and follow it through, 
we are 

Sincerely yours, 
EASTERBROOK & OLESON LUMBER Co., 
W. G. EASTERBROOK. 


Hawes & GOSNELL, 
Washington, D. C., June 8, 1955. 
Hon. EMANUEL CELLER, 
House Judiciary Committee, Washington, D. C. 

Dear Str: May we respectfully call your attention to the following points 
which relate to H. R. 2128: 

This bill does no more than provide just acknowledgment of the term of the 
special status granted to patent holders by the Congress under the Constitution. 

Basically this legislation recognized a moral obligation which is soundly in 
the public interest. Similar action in more than 20 other countries should do 
much to resolve any doubts as to the fundamental soundness of the principle 
involved. 

We submit that no valid reasons have been advanced for a reversal of the 
position previously held by your committee and accepted by the House in 1954. 

It is certainly true that no objection has been advanced which would justify 
even a slight sacrifice of the inviolate standing which must accompany the 
commitments of the Government as established by the Congress. Therefore, 
on behalf of the United States Plywood Corp. we respectfully urge your favorable 
consideration of H. R. 2128. 

Sincerely yours, 
Rosert N. Hawes. 


NEw York, N. Y., March 18, 1955. 
Re H. R. 2128 patent-extension bill. 
CHAIRMAN, SUBCOMMITTEE ON PATENTS, 
House Judiciary Committee, 
House Office Building, Washington, D. C. 

Dear Str: As a member of the patent committee of the National Association 
of Manufacturers (representing United States Plywood Corp.), I would like 
to present respectfully to the honorable committee my personal point of view 
in connection with the statement by Edwin H. Arnold, chairman of the com- 
mittee on patents of the National Association of Manufacturers. Mr. Arnold 
does represent the majority of association members, but there are, nevertheless, 
certain members who do not share the views expressed by Mr. Arnold in his 
statement of March 9 before the subcommittee. Among the minority is United 
States Plywood Corp. 

In the first place, Mr. Arnold makes no distinction between H. R. 2128 (which 
is restrictive and is similar to H. R. 3534 of last year) and H. R. 3134 (which is 
broad and indefinite, i. e., what “circumstances beyond the control of the owner,” 
etc.). The situation has been confused by the introduction of H. R. 3134 which 
does not have the safeguards of H. R. 2128 and to which, therefore, I am 
opposed. 

Mr. Arnold’s point (1) that all owners of property suffer because of wartime 
conditions is not well taken. Obviously, the Government cannot do anything 
toward rectifying injustices in private contracts. Obviously, the parties to the 
contract should have themselves provided for relief in case of acts of God, 
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wars, Government restriction, and the like. In the case of patent rights, the 
relief proposed in H. R. 2128 is definite and certain, and is merely effecting 
what the Government originally agreed to do—i. e., grant an exclusive right 
for 17 years without restriction. 

Intervening rights are provided for in H, R. 2128 so that no injustices will 
result, as mentioned in Mr. Arnold’s point (2). Renewals are provided for in 
the case of copyrights and trademarks; reissues in the case of patents with de- 
fective claims; and increase in duration from 31% years to 7 or 14 years in the 
ease of design patent applications. Less of a problem is involved in stamping 
a patent with its extension date (similar to the former practice of stamping 
renewals in trademarks) than in calculating the shortened period of time for 
a patent granted under the moratorium laws, i. e., Public Law 690, 79th Con- 
gress, and Public Law 220, SOth Congress, 

The time for processing the petition would not overload the Patent Office, 
despite Mr. Arnold’s point (3). While patent applications have to be amended 
many times, appeals taken, etc., the petition for extension proposed in H. R. 2128 
in practically all cases would be a. one-time, speedy determination. Even assum- 
ing that Mr. Arnold’s comments in this connection were valid, this is tantamount 
to saying: Allow no more plant applications to be filed because not many people 
are interested in gardening and, besides, these applications further overload the 
Patent Office. In addition, the petitioner for an extension will pay $150 for an 
action, as against $30 for filing a patent application, and $25 for an appeal; so 
the budget will not suffer. 

The main purpose of this letter is to point out respectfully that, while Mr. 
Arnold is undoubtedly sincere in his statements and is the spokesman for NAM, 
an organization of approximately 20,000 manufacturers, as he states, there are 
some in the association who do not subscribe to his position but who subscribe 
instead to the statements made by John J. Lyons, representing G. & W. H. Car- 
son, Inc., Plymouth Meeting, Pa., and Frank P. Scully, of Seully Signal Co., 
Melrose, Mass. 

Sincerely, 
HEILMAN & HEILMAN, 
JAMES M. HEILMAN. 


P. S:i—On March 7, H. R. 4700 was introduced. This bill is similar to H. R. 
3134, in that it is too broad.—J, M,. H, 


KENWAY, JENNEY, Witter & HILDRETH, 
Boston 8, Mass., May 10, 1955. 
C. F. BRICKFIELD, Esq., 
Assistant Counsel, Committee on the Judiciary, 
House of Representatives, Washington 25, D. C. 

DEAR Mr. BrICKFIELD: I wish to record my opposition to any bill proposing 
to extend patents. I understand that the Judiciary Committee is considering 
three bills, H. R. 2128, H. R. 3134, and H: R. 4700, all generally providing that 
the terms of certain patents may be extended upon a showing that the owners’ 
enjoyment of them was interrupted by the war. 

I oppose such measures in the light of my experience as a patent lawyer and 
also aS a veteran. 

I believe that war is a universal catastrophe, as a result of which some of us 
lose our lives, some of us lose our property, and practically all of us are affected 
in one way or another. It would be an obvious impossibility for any government 
even to attempt fully to compensate its citizens for losses of all kinds resulting 
directly or indirectly from a war. I fully believe that the compensatory meas- 
ures taken on behalf of physically disabled veterans is insufficient, largely by 
reason of unwise and unnecessary bonuses, gratuities, and privileges accorded all 
veterans. To single out patent owners as a special class would be to hold the 
patent system up to the scorn of all Americans who have suffered as the result 
of war. I cannot suppose that a widow whose husband was killed on the field 
of battle would be disposed to regard with equanimity any proposal to confer 
special privileges on a manufacturer whose profits were diminished because the 
enjoyment of his patent monopoly had been interfered with by the war effort. 

I understand that proposals of this sort have progressed relatively far because 
little opposition has been voiced. I strongly suggest that the lack of vocal opposi- 
tion is due to the belief (which I have certainly held) that such proposals are 
too absurd to be taken seriously. 
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Surely, to pass legislation of this sort would be to demonstrate that the Con- 
gress is far too responsive to pressure from self-seeking groups. 

I believe that the committee should rather be impressed by the fact that those 
who know more about patents than any other group in the country, the American 
Patent Law Association, has firmly opposed this sort of legislation. 

Yours respectfully, 
Hersert P. KEnway. 


VETERANS OF FoREIGN WARS OF THE UNITED STATES, 
Kansas City, Mo., March 28, 1955. 
tien. Epwin E. WILLIs, 
Chairman, Subcommittee No. 3, Committee on the Judiciary, 
House of Representatives, Washington, D. C. 


Dear Mr. Wiiuis: The Veterans of Foreign Wars endorses H. R. 2128 and 
S. 116, to authorize the extension of patents covering inventions, the practice 
of which was prevented or curtailed by reason of service in the Armed Forces. 

According to our understanding of the bills as written, the period of extension 
is twice the period of service between the dates December 7, 1941, and September 
2, 1945. Consequently, the period of extension for one whose service was termi- 
nated by reason of a service-incurred disability is not as great as for one who 
was not disabled in the service and continued on active duty until the end of the 
war. In our view, one who is disabled in the service should be entitled to the 
same extension period as those who were not disabled. We believe this might 
be accomplished by amending H. R. 2128 and 8. 116 by inserting the following 
language immediately following the semicolon on line 4, page 2, of each of 
said bills: 

“Provided any such individual whose active duty in above services was 
terminated prior to September 2, 1945, because of a service-incurred disability, 
shall, for purposes of this Act be considered to have continued such active duty 
until September 2, 1945 ;”. 

Respectfully yours, 
Omar B. Ketcuum, Director. 


STATEMENT OF JOHN J. Lyons, A Repry To Masor Potnts ApvANCED AGAINST 
THE ENACTMENT OF H. R. 2128 


The opposition to the extension of patents and to H. R. 2128 has pin-pointed 
section 154 of the 1952 act as the target of their reaction. This section defines 
a patent grant as “the right to exclude others from making, using, or selling 
the invention.” 

The opposition takes the position that the wording of this section completely 
defines and limits the patent grants and that Government stop orders did not 
take away from the pantentee his “right to stop others.” 

Last year Judiciary Subcommittee Chairman Kenneth Keating, of New York, 
looked beyond this narrow legalistic concept with its particularistic citations 
drawn from individual cases before the courts and addressed his attention as a 
legislator to the intent in the Constitution and the equity and justice in the 
problem. 

No clearer expression of the fundamental responsibility of the lawmaker 
can be given than by quoting his words before the House of Representatives, 
July 27, 1954, on H. R. 3534, the identical predecessor bill to H. R. 2128 which is 
now under consideration : 

“Mr. Speaker, I will leave to others, who by training and experience are 
better qualified than I, to discuss the niceties of legal theories regarding the char- 
acteristics of the rights which are granted to inventors by the issuance of 
patents by the United States. 

“My remarks will be confined to the fundamental merits of this bill as a 
demonstration of the determination of Congress to redeem the merited reputa- 
tion that our Government holds for discharging whatever obligations it assumes. 

““As a prelude to these brief comments, it is sufficient to reiterate the signifi- 
cant words of our Gonstitution by which Congress is granted the ;.ower ‘to 
promote the progress of science and useful arts, by securing for limited times to 
authors and inventors the exclusive rights to their respective writings and 
discoveries.’ 

“I speak only to the basic question presented by this bill of whether or not 
the Congress, pursuant to this purposeful grant of power in the Constitution, 
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already has passed legislation under which the Government has fully dis- 
charged the obligations it assumed by the issuance of patents to inventors. To 
weigh the equities of the proposed legislation now under consideration, it is 
immaterial to me whether the holder of a patent issued under our present laws 
has the exclusive rights to its full use and exploitation or whether he has merely 
a right to exclude others from its use. Under any theory, the fundamental 
issue before us is whether or not the Government has fairly. and diligently and 
completely carried out the obligations thus assumed. 

“From the testimony presented to the Committee on the Judiciary upon the 
hearings on this and several other bills for patent extension, I believe the con- 
clusion is inescapable that the Government is at least morally bound to grant 
an extension of the terms of patents under the conditions specified in the bill 
as amended by the committee. 

“Essentially, the rights granted to an inventor by the issuance of a patent 
under our laws are analogous to those which arise out of a simple contract. In 
exchange for the public disclosure and dedication of an invention, the Govern- 
ment of the United States solemnly undertakes to secure to the inventor the 
exclusive rights to the use of his invention for a full period of 17 years. That 
is the inducement to inventors which the Government has long offered by law 
and upon which inventors have been led to rely. 

“Now, as legislators we would be justifiably incensed if some one proposed that 
we enact a statute arbitrarily reducing the terms of patents heretofore issued 
and outstanding from the issued period of 17 years to a period of 13 years or 
even less. We would regard such a proposal as a clear violation of the obligations 
which the Government assumed when the patent was issued. And yet the result 
is the same when the Government during public emergencies issues an order 
directing that for a period of time the holder of a patent shall not use certain 
machines or articles or materials or processes the use of which is necessary to 
the use or development or manufacture or exploitation of a patented invention. 
A similar result occurs when the inventor himself is drafted into the armed 
services or is accepted for enlistment therein. 

“The fact that the Government does not take such drastic measures except 
during public emergencies does not justify the Government refusing to make 
reasonable restitution for that part of the 17-year period of the patent during 
which the action of the Government prevented or substantially curtailed the use 
and development of the patent. In my opinion, the provisions of this bill would 
provide no more than reasonable restitution in those classes of cases most 
directly affected. 

“The right to the exclusive use of a patented invention for the full period of 
17 years is analogous to, if not in essence, a right of property. Where the Gov- 
ernment expropriates private property for public use it is required by the Con- 
stitution to pay just compensation therefor. If public emergencies such as 
World War II or the Korean conflict force the Government to abridge the 
special obligations it assumed by the issuance of patents, the least the Gov- 
ernment can do to make good its original undertaking is to extend the terms 
of such patents for a period corresponding to that during which the normal 
use or development of the patent was prevented or substantially curtailed. 

“My conclusion is that unless a bill such as H. R. 3534 is enacted into law. 
we cannot contend that our Government has fairly and justly carried out the 
obligations it assumed by the issuance of patents under our laws. To avoid such 
_ ie and distasteful consequence I urge all of my colleagues to support 
this bill.” 

Our patent Jaws find reason for their existence in article 1, section 8, clause 
8 of the Constitution which reads as follows: 

“The Congress shall have power * * * to promote the progress of science, 
and useful arts, by securing for limited times to authors and inventors the 
exclusive rights to their respective writings and discoveries: the words ‘by 
securing for limited times’ connote no limitation in the meaning of the word 
‘securing’ or any contingency in the terms of the ‘limited times’ as established 
by the Congress.” 

The clause does not say, “Congress shall have the power to grant to inventors 
the right to prohibit others from using their inventions.” It does say, “Congress 
shall have the right to secure to inventors the exclusive rights to their 
discoveries.” 

By implication, at least, the right to exclude all others from practicing a 
patented invention includes the right to waive the exclusion, and to grant 
licenses to others. These rights of exclusion and its waiver are certainly vested 
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solely in the patent owner. When society, through the action of a government 
agency prohibits the exploitation of such patented invention for any portion of 
the 17-year contract period, then society has taken the right of exclusion from 
the patent owner hands and into its own. 

Section 154 of the 1952 act must be interpreted in its relation to the clause of 
the Constitution which gave Congress the power to enact patent legislation and 
also in connection with other provisions of the 1952 act. 

The clause in article 1, section VIII. clause 8, of the Constitution provides: 

“The Congress shall have power * * * to promote the progress of science and 
useful arts by securing for limited times to authors and inventors the exclusive 
rights to their respective writings and discoveries.” 

Of what the patent grant consists cannot be understood until the above clause 
in the Constitution is understood. Under this clause two, and only two areas 
for the exercise of judgment and decision are left open to the Congress. These 
two areas are: 

1. “The Congress shall have power to promote the progress of science and use- 
ful arts * * *;” This does not make it mandatory for Congress to use such 
power—that is left to the judgment and decision of Congress. 

2. “For limited times”; This means that the length of life allotted to a 
patent is left to the judgment and decision of Congress. 

Note that with the exception of allowing Congress to set the time limit, the 
nature of the reward to be offered inventors is not left to the judgment of Con- 
gress. This reward is clearly spelled out in this clause of the Constitution, and 
Congress has not been granted the right to alter its nature. This clause provides 
that in the event Congress decides to offer a reward to inventors it, may do so 
by promising “to secure to inventors the exclusive rights to their respective 
discoveries,” and for a length of time to be determined according to the best 
judgment of the Congress. There can be no other interpretation of the patent 
clause in the Constitution. 

The word “secure” is a word of definite meaning. Anything less than a definite 
meaning changes the word to “insecure,” and there is no limit to the degrees 
of insecurity. The word “secure” is as definite as the word “dead.” Almost 
dead is not dead ; almost secure is not secure. 

And what is secured to inventors? The full rights of a patent as personal 
property. The 1952 act recognized this, for the first paragraph of section 261 
states, “Subject to the provisions of this title, patents shall have the attributes 
of personal property.” 

The footnote in explanation of the new wording of section 154 of the 1952 
act reads as follows: 

“* * * the wording of the granting clause is changed to ‘a right to exclude 
others from making, using, oy selling,’ following language used by the Supreme 
Court, to render the meaning clearer. * * *” 

From this it can be seen that it was not the purpose of the authors of section 
154 to curtail the rights granted to inventors, as provided for by the Constitution, 
but rather it was their purpose to “render the meaning clearer.” 

To understand the intent of the authors of section 154, we must look at the 
prior law. Section 4884 of that law defines the patent grant as “* * * the 
exclusive right to make, use, and vend the invention * * *.” 

The above, while far from complete, is more in keeping with the granting 
clause in the Constitution. The change to the new wording, section 154, was 
made because certain persons had taken the wording of the old section 4884 
literally without regard to any matter other than the words used. They claimed 
that when an inventor was granted a patent for an improvement on a previous 
patent then, due to the wording of this clause he also received the right to 
“make, use, and vend’”’ his invention even though in so doing he trespassed on the 
unexpired rights of a previous inventor. 

While from time to time such legalistic twist on the definition of the patent 
grant as outlined above was attempted, in no case did the courts support such 
contention. Nevertheless, the authors of section 154 believed that the new 
wording would avoid any such interpretations, and would “therefore render the 
meaning clearer.” This new wording does make it clear that the inventor of an 
improvement on an underlying patent, which is still active, cannot claim the 
right to the use of the underlying invention, and to that end, but only to that 
end was the meaning rendered clearer. 

In attempting to clarify this one phase, the authors forgot that in many cases 
there are no active underlying patents which would prevent the use of new 
inventions, and that many improvement inventions are based on expired patents. 
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So, to avoid the argument in one case, the authors provided a new wording which 
the legalistic quibblers are now using in an attempt to limit the scope of a patent 
grant from that specified in the Constitution. Section 154, in curing one possible 
misinterpretation of the patent grant, has provided the opportunity for a new 
misinterpretation which could not have been in the minds of the authors of 
section 154 at the time it was written. 

It should be abundantly clear that section 154, of the 1952 act, can be inter- 
preted only in connection with the constitutional provision of article I, section 
8, clause 8. 

In view of this constitutional provision, the proper interpretation of the patent 
grant is: The inventor shall have for a period of 17 years the exclusive rights to 
the full use and control of his invention, provided it does not infringe upon un- 
derlying inventions or patents which are at the time still active. 

Congress has the power to rescind the patent laws in their entirety. Congress 
has the power to alter the length of life allotted to issuing patents, but Con- 
gress does no have the power to alter the nature of the patent grant. 

Furthermore, under our Constitution, no other department of our Government 
has the power or the right to alter the length of life of a patent. 

While Congress has the right to change the 17-year period of issuing patents, 
it does not have the right to shorten this period on already issued patents. A 
patent once issued is a contract between the inventor and the Government, and a 
contract, unless expressly provided for in its terms, cannot be altered on a uni- 
lateral basis. 

When during World War II, an agency of the Government issued stop orders 
which deprived the owner of the full benefits of his patent, it took unilateral 
action which breeched the contract and reduced the 17-year term agreement to, 
in most cases, a 13-year tenure. The Government is under legal and moral obliga- 
tion to restore to the patent owner the time so taken away and no ruminations 
on legal dicta can dissolve this responsibility. 

The Patent Act of 1952 has recognized the principle involved by providing that 
compensation shall be paid inventors whose public use of their inventions was 
prevented by Government secrecy orders, even though their patent when issued 
will then have the 17-year life. Section 183 of the 1952 act provides: 

“An applicant * * * whose patent is withheld * * * shall have the right 
* * * to apply to the head of any department or agency who caused the order 
to be issued for compensation for the damage caused by the order of secrecy 
* * *” 

It is argued that the wording of section 154 of the 1952 act is correct because 
the Government cannot give to an inventor rights which he already possesses. 
So far as it goes, that is correct but in keeping with the Constitution, the Govern- 
ment can secure to the inventor those rights, and that is exacly what the patent 
grant promises. Taking 4 years away from a patent owner certainly is not secur- 
ing him in his right to 17 years protection as promised in the patent contract. 

Again, we do not regard as conclusive against general patent extension legis- 
lation as such, the argument advanced by the opposition that the patent owner 
receives only a limited right to exclude others from making or using or selling 
his patented invention and is therefor not entitled to relief unless, as is almost 
never the case, that limited right has been impaired. Such argument over- 
looks the development of the principle of “frustration” in the general law of 
contract, which, as Professor Williston has pointed out, is applicable even though 
performance of the contract has not, literally, become impossible. 

Thus, as stated in 5 Williston on Contracts (Rev. Ed. 1938) par. 1935, eontain- 
ing a classification of cases of excusable impossibility, it is stated at page 5419: 

“The fifth class does not strictly fall within the boundary of impossibility. 
Performance remains entirely possible, but the whole value. of the performance 
to one of the parties at least, and the basic reason recognized as such by both 
parties, for entering into the contract has been destroyed by a supervening 
and unforeseen event. This does not operate primarily as an excuse for the 
promisor, the performance of whose promise has lost its value, but as a failure 
of consideration for the promise of the other party, not in a literal sense it is 
true, but in substance, because the performance has lost its value. The name 
‘frustration’ has been given to this situation. Until recently, it has received 
little clear recognition, but its adoption seems involved in some decisions and 
their justice is plain.” (Emphasis in original.) 

See also, ibid, sections 1954 et. seq. 

As pointed out in later sections of Professor Williston’s work (see particularly, 
ibid., pp. 5478-5480), the better rule is that one who has furnished the agreed 
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compensation prior to the happening of the event constituting frustration, and 
prior to performance by the other party to the contract, should be permitted 
to recover such consideration. 

There is no particular difficulty in equating situations arising under the 
general law of contracts and those existing with particular reference to the 
patent contract. And it would appear that there are patent situations on the 
basis of which an equitable claim for extension can be made out. 

A patent may be regarded as a contract between the United States and the 
patentee. The undertaking of the patentee is to teach the public how to practice 
his invention and to dedicate that invention to the public. Assuming the under- 
taking of the United States to be the limited one of assuring to such patentee 
the. right to exclude others from making or using or selling the patented inven- 
tion for a term of 17 years from the date on which the patent issued, it is sub- 
mitted that a basic reason, recognized as such by both parties, for entering into 
this contract, is that the patentee, or those licensed by him, shall be able to 
practice the invention for economic gain—for however much the invention may 
be worth. 

We have no doubt that the profit motive constitutes a fundamental premise 
upon which the draftsmen of the Constitution and the patent laws hoped to 
stimulate inventors to exert themselves and to disclose the results of their 
work, and upon the basis of which also, inventors do these things. It does not 
seem realistic to take the position that either party to this compact was under 
any illusion that invention would be stimulated, or that inventors would be 
satisfied, by the granting and receipt of a nugatory right to exclude. 

It should also be noted that the patentee has fully performed his part of the 
bargain, and furnished all of the requested consideration by the disclosure 
inherent in-the issuance of a patent. Although, strictly speaking, it is impossible 
for him to recover this consideration once disclosure has been made, it seems 
entirely consistent with the remedial principle of the doctrine of frustration to 
afford him relief, in an appropriate case, by granting an extension of the term 
of his patent, for a period equal to that for which frustration was operative. 
This would be analogous to permitting recovery of the value of performance, 
where counterperformance has become impossible. (See 6 Williston on Con- 
tracts (Rev. Ed. 1988) par. 1972.) 

It is further to be noted that the principle of contract “frustration” is applied 
wherever the requisite failure of consideration can be shown to exist, without 
regard to whether such failure can be attributed to action on the part of the 
other party to the contract. It would seem that the right of the patentee to 
some remedy for frustration of the patent contract would arise a fortiori in 
those cases where such frustration was brought about by act of the United 
States or any of its agencies. 

The fact that the right to relief might be limited to those cases in which it 
could be established not only that the patent contract had been frustrated, but 
also that such frustration had been caused by the United States or any agency 
thereof, has a bearing upon another objection frequently urged against any and 
all patent legislation, namely, that such legislation would introduce an element 
of uncertainty into the planning and preparations of those who intend to utilize 
patented inventions after they have terminated. 

If the remedy is in fact limited to those cases where there has occurred, in 
whole or in substantial part, a frustration of the contract between the inventor 
and the United States, brought about by the latter, the number of patentees 
entitled to relief is not likely to be great, save after a war or other grave national 
e--ergency. Even then, in such situation, the equities would seem to lie defi- 
nitely on the side of the inventors rather than on that of manufacturing mem- 
bers of the public seeking to take advantage of a contract, the consideration 
for which has failed. Moreover, those sufficiently well advised to be able to 
plan or prepare to utilize specific inventions as soon as the patents thereon 
terminate, would be, in most cases at least, well aware of the existence or non- 
existence of the conditions upon which a request for an extension could be 
based. 

Another argument, against patent extension legislation—to the effect that such 
legislation is class legislation and as such is inequitable to the many citizens 
who inevitably suffer loss of one sort or another during wars or national emer- 
gencies and receive no compensation therefor—if carried to its logical conclusion, 
would preclude the granting of any relief for the taking of property, or for 
other casualties. Without a doubt, the United States could not afford to remedy 
all of the financial casualties of war. This has not, however, prevented the 
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Congress from making provision for relief for those having direct contractual 
relations with the Government whose position was adversely affected by gov- 
ernmental action. This is exemplified by the statutory provisions for the termi- 
nation of war contracts (41 U. 8. C., par. 101 et seq.). 

In this connection, it may be recalled that Representative Crumpacker, during 
the 1953 hearing before Subcommittee No. 3 of the Committee on the Judiciary, 
House of Representatives, 83d Congress, Ist session, on H. R. 1301, et al., stated, 
aS reported at page 76 of the printed transcript of the hearing: 

“In that connection, I might suggest that the solution rather than one indi- 
vidual private bill might be general legislation permitting all people in that 
class to file claims perhaps either in the Court of Claims or in some commission 
set up for the purpose similar to provisions in the war contracts termination 
legislation and things of that sort. It would relieve Congress of the burden 
of passing on each individual case when it arises.” 

Although “frustration” of the patent contract differs technically from the 
breach of contract involved in canceling or terminating war contracts, both 
situations under the general law of contracts give rise to a right to relief. Ac- 
cordingly, there is no more ground for regarding patent-extension legislation 
as class legislation than there is for so regarding statutory provisions seeking 
to protect war contractors on termination. 
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Section 5.—Patent as contract 
A patent duly issued amounts to a contract between the inventor and the 
Government. 
A patent duly issued amounts to a contract between the inventor and the 
Government, under which the public, through the Government, agrees that, 
in consideration of the inventor’s disclosure of his invention and the grant of 
the right to use it after his patent expires, he shall be protected in his exclusive 
use during the life of the patent, and the certificate of patent, or instrument 
containing the grant of a patent right, evidences such a contract. This contract 
consists of mutual, interrelated considerations moving from each party to the 
other for such contract. The consideration given on the part of the patentee 
is the disclosure of the invention and the advantages derived therefrom by the 
public, to the effect that, when the statutory right to exclude others from the 
use of the invention has expired, the public generally may exercise its natural 
rights to make, use, and sell anything of which it has sufficient knowledge. 
| The consideration on the part of the Government is the grant of the exclusive 
right to make, use, and vend the invention throughout the United States, and the 
territories thereof, for a limited period of time. 
Section 6.—Patent right as property 

A patent right is an intangible, incorporeal right, and is regarded as property, 
personal to the owner thereof, and as having a situs only at his domicile. 

A patent gives the patentee title to an intangible, incorporeal right, in the 
nature of a privilege or franchise, a title which continues to exist until diveste«| 
by a voluntary grant or other legal means of divestment. The right granted 
is a species of property, property of the patentee, or holder of the patent, 
which, insofar as its incorporeal nature permits, is subject to the general laws 
relating to such property, and is surrounded by the same rights and sanctions 
which attend other property, and is protected by the same constitutional guar- 
anties, and, therefore, is protected against appropriation or interference both 
by individuals and by the Government. Even a patent application is itself 
property. 



















CONGRESS OF THE UNITED STATES, 
House oF REPRESENTATIVES, 
Washington, D. C., April 19, 1955. 





Hon. EMANUEL CELLER, 
Chairman, House Committee on Judiciary, 
House of Representatives, Washington 25, D. C. 
DEAR CHAIRMAN CELLER: I wish respectfully to request that the Committee on 
the Judiciary give favorable action to H. R. 2128 to extend the terms of certain 
patents. 
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I am of the opinion, as are many of my constituents, that the provisions of the 
bill offer the only fair and just solution to a problem placed by two wars upon 
inventors, through no fault of their own. 

Sincerely yours, 
Don MAGNUSON. 


MIESSNER INVENTIONS, INC., 
Morristoicn, N. J., April 12, 1955. 
Hon. PETER FREYLINGHUYSEN, Jr.. 
House Office Building, Washington, D. C. 

My Dear CONGRESSMAN: Last year patent extension bill H. R. 3534, after 
passing the House and the Senate Judiciary Committees, narrowly missed pass- 
ing the Senate when, in the last hour before adjournment, Senator Gore inter- 
posed a suggestion for some further study. 

This proposed legislation, now H. R. 2128, must run the same gantlets as 
last year’s 3534, with perhaps an easier course because the proponents and 
the Congress are more familiar with it. 

Whatever you may be ab!e to do to aid its enactment will be very much appre- 
ciated by all those inventors and patent owners who, like myself, were prevented 
by wartime decrees from enjoying the full 17-year patent term stipulated in the 
Government’s agreement with patentees. 

During most of the past 25 years the patent system has been cruelly emascu- 
lated by a number of factors, among which principally are: 

1. Congressional failure to appropriate adequate funds for carrying on the 
Patent Office work. (They give Stassen billions for foreign aid !). 

2. The flash-of-genius decision of Justice Douglas which makes it well nigh 
impossible to secure patents on any but new law-of-nature inventions. 

3. The decisions of the district courts which have invalidated about 9 out 
of 10 patents in infringement suits. 

4. The rulings of the Treasury Department in refusing capital gains treat- 
ment for income derived from inventions. (In one case this cost me an addi- 
tional $48,000 in tax when the Revenue Department reversed its 12-year policy 
relative to this matter. ) 

As a result of 3 above, patent infringement by manufacturers has been rife 
and, as a result of all these reasons, independent inventors particularly have 
greatly reduced their efforts to improve the world we live in, or have gone into 
Government or industrial laboratories. It has been shown time and time again 
that our great milestones of industrial and national progress have been laid 
‘by independent inventors. 

This is not generally realized, because they find their way by adoption into 
the large manufacturing organizations whose uniform policy gives them the 
company name and dress so that the populace is led to believe that they were 
organization-born and bred. Very seldom is the real inventor ever mentioned. 
More likely than not, his patents are infringed or “designed around” and he 
doesn’t even receive a financial reward. Unfortunately, the days of Alexander 
Graham Bell, Tom Edison, and George Westinghouse have long since passed. 

If the inventors and entrepreneurs who have made America great are not, 
like “the goose which laid the golden eggs,” to be throttled by a beaten-down 
patent system, a lot must be done, and soon, to rectify the errors of the past 
25 years. So much for the patent system in general. 

Returning to patent extension legislation, there are on record numerous cases 
where patents of individual inventors have been extended because the Govern- 
ment has been unable to perform its contract with the inventor. In these, sep- 
arate bills have been passed. 

In my own case, I have some 75 patents in 1 field (electronic musical instru- 
ments) which were outlawed during the recent wars. These patents began issu- 
ing about 1932 and continued through the years. Licensing operations were 
begun in 1935 under patents relating to electronic organs, pianos, and guitars. 
By 1938 royalty income had risen to about $20,000 a year. Then as War II 
‘came on, all of these manufacturing operations were forced to a stop by mate- 
rials allocations decrees. This continued throughout the war and, because of 
related factors, were, in case of pianos, never resumed. In the case of organs, 
resumption of manufacture could not take place until 1946. A few years later 
many of my earliest and most basic patents began to reach the end of their 
17-year terms. Over 30 have now expired, and their later years, when royalties 
were rising to a point which promised to put my operations in financial black, 
these operations were killed by governmental edict. 
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On a conservative basis, I figure that this cost me at least $100,000 on the 
prior manufacturing operations alone. 

Now I have a new, stringless electronic (portable) piano, with a very large 
potential market, on which I have been at work since 1930. It is no mean 
scientific achievement, and the world’s largest musical-instrument manufac- 
turer has a license under my patents for its manufacture. Indeed they have 
just begun merchandising them. However, many of my earlier patents, on 
which this development is based, have expired, and reliance on them for royalty 
collection is now nil, so that my position vis-a-vis patents is insecure. 

I therefore request that you prepare a bill designed to extend the lives of those 
patents of mine which have expired (or could not be worked) since the be- 
ginning of World War II, for a period of at least 4 years. 

In addition to the reasons outlined above, there are some others which should 
have some bearing on this case: 

1. I served in the United States Navy from 1908 to 1911 as a wireless operator. 

2. I served the Navy as a civil-service employee (expert radio aide for avia- 
tion) at Pensacola, Fla., during 1916-17, with technical charge of the develop- 
ment of radio for aircraft. 

3. During War II, I dropped all of my own research and development work 
and did intensi,-, private, and unremunerated research work on military appli- 
cations of electronics, such as radar, sonic-radio, antisubmarine buoys, and 
other such devices, radio altimeters, highly portable radio transmitters, etc. 
My dealings were mostly with the Bureau of Ships. 

4. During War II, I gave to the Government, through the Secretaries of War 
and Navy, nonexclusive, royalty-free licenses under all of my patents. All of 
the above can be fully decumented. 

My purpose in requesting you to prepare and get enacted a special patent- 
extension bill for the patents above outlined is twofold: 

(a) To indicate to Congress that they may expect a flood of such requests 
for private bills, if they do not pass general laws such as H. R. 2128, and 
(b) as an “anchor to windward” in case such legislation is not enacted. 

I will be glad to give you full details as to patent numbers and dates, losses 
caused by my inability to work these patents during the war years, etc., as you 
may require. 

If you could grant me a personal interview at some convenient time in your 
Morristown office, I will be glad to present any further facts which you may 
require and to answer any and all questions. Or, if you would care to visit 
me here sometime, where I have all of the information you may require, that 
would be even better. 

I know that you are always extremely busy, but as my Representative in 
Congress, I must urge your consideration of these requests. The Government 
simply has not met its just contractual obligations relative to a 17-year term 
for working my patents, and I have no other recourse. 

Additionally, it is very important at the very present that these patents be 
extended, for my licensee has just requested the numbers of my patents which 
bear on the electronic piano which they are making, so that they can decide 
whether or not to pay royalties specified in our agreement. 

May I hear from you at your early convenience? 

Very truly yours, 
BENJAMIN FRANKLIN MIESSNER. 


P. S.—I am a director of Patent Equity Association. My company (letter- 
head) is a personal holding corporation for my inventive operations, and a one- 


man outfit. 
B. M. 


INDUSTRIAL CONFERENCE BOoarp, 
Tacoma, Wash., March 38, 1955. 
Hon. EMANUEL CELLER, 
Chairman, House Judiciary Committee, 
House Office Building, Washington, D. C. 


Dear Mr. CeELLER: During the last Congress a measure to restere equity and 
grant relief to thousands of patentholders and servicemen passed the House 
and was defeated in the Senate only by the refusal of one Senator to agree to 
suspend the rules. 

This measure is again before the Senate as bill S. 116 and before the House 
as bill H. R. 2128. Its effect is to extend the life of patents in cases where the 
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stopping of manufacture by the Government in the interest of war effort during 
World War II interrupted the income of patentholders during that period. 

Congress, in the last session, recognized the basic equity involved in this meas- 
ure, as evidenced by the overwhelming vote in favor. The purpose of this letter 
is to respectfully request and urge your efforts to get early action on the bill. 
You will surely have the satisfaction of knowing that you have restored equity 
to thousands whose income was taken away from them during the war years. 

Very truly yours, 
M. J. MUCKEY. 


Potter & HALsey, INC., 
New York, N. Y.. June 38, 1955. 
Hon. Epwin E. WILLIs, 
House Office Building, Washington, D. C. 

My Drar Mr. WILLIS: Your committee is now considering bill H. R. 2128, for 
patent extension, and I understand it will come up for discussion at your next 
meeting. 

I have been reliably informed that a number of Congressmen have approached 
several of the members of the Judiciary Committee, requesting that they take 
steps to see that this bill dies in committee. In my estimation such “under- 
ground” tactics are reprehensible. 

There are very few Congressmen who have a real understanding of our patent 
system and what it means to this country. As an experienced inventor with at 
least a modest degree of success, I feel it my privilege and my duty to call cer- 
tain fundamental conditions to your attention so that you will not be fooled by 
the sophistries of the lobbyists for big business. 

Such firms as General Electric, General Motors, Standard Oil, Du Pont, etc., 
no longer need the protection of our patent system. If our entire patent system 
were eliminated from the economic life of the United States, such concerns would 
not be adversely affected to the slightest degree, but it would be the death knell 
of the independent inventor. 

The highly paid publicity departments of big business are continuously promul- 
gating the thought that the days of the “attic inventor” are over and that now 
the research organizations of big business can be trusted with the future indus- 
trial progress of America. To the uninitiated, this only too frequently sounds 
plausible—but such is not the case. 

There is a proper place in our industrial scheme of things for the big research 
organizations, but to anyone who has made a study of the effects of our patent 
system on American industry, one thing stands out clearly—most of our basic 
advances have come from without an industry not from within. The untram- 
meled originality of the independent inventor supplies something that cannot be 
found in a research organization. 

Certainly, it took the highest type of research brains to develop the atom bomb. 
This is beyond the field of the independent inventor. But the specialized problems 
of the atom bomb should not confuse our thinking. 

Allow me to call your attention to the fact that television (as an example) 
would not exist as it does today without those fundamental contributions made 
by such independent inventors as Farnsworth and DuMont. And it was the inde- 
pendent inventor, Major Armstrong, who contributed the FM radio which cer- 
tainly had its share in the development of television. Men of this caliber are 
not “attic inventors” but they are true examples of America’s independent in- 
ventors. 

To make my point clear, the independent inventor in this country, in at least 
90 percent of the cases, has contributed the fundamental ideas for progress. The 
modern reasearch organizations, after the idea has been pointed out, then work 
on the refinements and improvements. 

Neither Boeing nor Curtiss-Wright invented the airplane. Two brothers run- 
ning a bicycle shop in Dayton did that. With the original concept to build one, 
the research abilities of our aviation companies have then contributed the vast 
improvements and refinements which have made the modern airplane what it 
is today. But let us face the fact, without that original contribution of the 
Wright brothers, all the research organizations in the country would not have 
given us the airplane. 

It may be that you believe that General Electric and General Motors contrib- 
uted the jet engine, but it was an independent inventor in England who created 
this modern engine with his own and his friends’ capital. 

I could enlarge on the above until I covered practically the entire range of 
American industry. 














92 PATENT EXTENSION 


Big business has reached a point today where they render hypocritical lip 
service to our patent system, but actually so far as corporate policies are con- 
cerned, they maintain large and expensive patent departments whose primary 
purpose is to guard their companies against the possibilities that they might 
have to pay royalties to independent inventors. Their recognized corporate 
policy is—it is cheaper to “knock out” a patent than to pay royalties on it, pro- 
vided such a patent is not owned by one of the other giant corporations. 

Unless you, as a Congressman, are awakened to this fundamental condition 
which now exists, you will not be in a position to properly safeguard the inter- 
ests of our independent inventors, and therefore the interests of America as 
a whole. 

The originality of the American people is not dead. But the conditions facing 
the independent inventor have become so discouraging that the record shows that 
on a per capita basis, the inventive activities of the American people are now 
reduced to one-half of what they were a few years ago. Patent Office records 
prove this beyond a question of a doubt. 

Because of a lack of understanding, Congress has neglected the American 
inventor. Our Congressmen have failed to realize that the independent Ameri- 
can inventor is dying out because of the piratical conditions he must face today. 

If bill H. R, 2128 is passed by Congress, some of our gigantic corporations will 
be faced with the fact that they must pay royalties on certain patents which 
would be extended under this bill; and their patent departments would feel 
remiss in their duties to their corporation if they allowed this to happen. 

This places the reason for the underground activities against this bill right out 
in the open. Iam calling to your atention, as a Member of Congress, that this is 
the real reason for objections to this bill, not the specious reasons which have 
been advanced. I most earnestly ask that you refuse to become a ‘‘cat’s paw” for 
big business. 

The passage of this bill will go far beyond the narrow confines of the act itself. 
It will be the first moral step taken by Congress in many years toward giving 
encouragement to America’s independent inventors, without whom there could not 
have been the America that you and I are living in today. 

Last January 17, I sent you, through the kind cooperation of Fortune magazine, 
an exhaustive article on the condition of the Patent Office and our patent system. 
I hope you still have the article in your files, and because of your responsible 
position in the Nation, I urge that if you did not read it then, that you do so now. 
You will find in it full confirmation of my statement that the inventive activities 
of American citizens have dropped one-half on a per capita basis. 

You will also see what a deplorable condition our Patent Office is in today 
due to false economies. A $10 million appropriation would completely modernize 
and bring up to date the activities of the Patent Office. Commissioner Watson 
informed me not long ago that he did not feel privileged to press for such an 
appropriation, “because of President Eisenhower’s economy program”. 

Yet, I saw in the newspaper 2 days ago that President Eisenhower was request- 
ing $12 million to build the hull of an atom-powered ship to be sent around the 
world on a goodwill tour. This was for the hull alone. I challenge you, as a 
Member of Congress, to contemplate the relative value to America of sending such 
a ship around the world as against encouraging our inventors and preserving our 
patent system! 

In conclusion, I make this most earnest appeal that as one step toward putting 
soundness in our patent system and encouraging our inventors, you make every 
effort to see that bill H. R. 2128 is passed by Congress, and that the underground 
operators who are lobbying against this bill be prevented from further under- 
mining our patent system. 

Sincerely yours, 


T. IRVING Porrer. 





CINCINNATI PATENr LAW ASSOCIATION, 
Cincinnati 17, Ohio, April 14, 1955. 
Re patent extensions bills H. R. 2128, H. R. 3134, and H. R. 4700. 
©. F. BricKrie.p, Esq., 
Assistant Counsel, Committee of the Judiciary, 
House of Representatives, Washington 25, D. C. 

Dear Sir: It is the desire of the Cincinnati Patent Law Association to record 

its opposition to the enactment into law of the above-noted bills, and your at- 
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tention is respectfully called to the enclosed copy of a resolution which was 
unanimously adopted by the Association at a meeting on April 13, 1955. 
Very truly yours, 
W. F. ScCHANZLE, 
Secretary Cincinnati Patent Law Assn. 


RESOLUTION 


Whereas there are now pending before the Judiciary Committee of the House 
of Representatives three patent extension bills, H. R. 2128, H. R. 3134, and 
H. R. 4700, each of which would provide for the extension by the Commissioner 
of Patents, for extended terms to be determined by him, of United States pat- 
ents, the exploitation of which has been impaired, curtailed or prevented by 
Government restrictions on the use of materials or other circumstances beyond 
the control of the patent owner, and 

Whereas we believe that the enactment of such legislation is contrary to the 
public interest and opposed to the policy and purpose of the Constitution and 
the patent laws: Now, therefore, be it 

Resolved by the Cincinnati Patent Law Association, That it desires to record 
its opposition to the enactment into law of any of said bills, and that the secre- 
tary of the association be directed to send copies of this resolution to the chair- 
man of Subcommittee No. 3 of the Committee on the Judiciary of the House 
of Representatives, and to each of our local Representatives and to the Sena- 
tors from Ohio. 


LeTouRNEAU-WESTINGHOUSE Co., 
Peoria, 1ll., April 4, 1955. 
Re patent extension bills H. R. 2128, 3134, and 4700. 
C. F. BRIcKFIELD, Esq., 
Assistant Counsel, Committee on the Judiciary, 
House of Representatives, Washington 25, D. C. 


Dear Mr. Brickrretp: The American Patent Law Association Bulletin for 
March 1955 has just reached my desk. I wish to take this opportunity to voice 
my opposition to patent extension bills of the general type indicated above. 

The reasons for opposing such bills are very ably set forth in the statement of 
the American Patent Law Association, this statement having been presented by 
the chairman of our laws and rules committee, Mr. Richard Whiting. About 
the most I can do is agree with Mr. Whiting’s statement that patent owners 
should not be put in a class by themselves to receive special consideration which 
is denied to property owners in general. Many people suffered in time of war, 
and I agree with the statement of Mr. Whiting that patent owners should not 
be put in a more favorable position than the owners of other property. 

I am therefore opposed to all bills which would extend the life of patents for 
various reasons, and hope you will make by objections a matter of record. 

Respectfully submitted. 

LETOURNEAU-WESTINGHOUSE CO., 
JoHN F. Scumipt, Patent Counsel. 


THE PaTeENT Law ASSOCIATION OF CHICAGO, 
Chicago, Iil., Mareh 11, 1955. 


Re H. R. 2128, H. R. 3134, and S. 116, patent extension bills. 


SUBCOMMITTEE No. 3, COMMITTEE ON THE JUDICIARY, 
House of Representatives, Washington 25, D. C. 

GENTLEMEN: The Patent Law Association of Chicago strongly opposes the 
above bills. We understand that hearings on patent-extension bills H. R. 2128 
and H. R. 3134 have recently been scheduled and are now in progress before 
Subcommittee No. 3 of the House Committee on the Judiciary. 

The bills have been carefully considered, and the reasons for our opposition 
are set forth in the enclosed reports of the subcommittee of our legislative 
committee. The board of managers fully approved these reports, disapproving 
hh. R. 2128 and H. R. 3134, and I have been instructed to so advise you as 
quickly as possible. 

Yours very truly, 
B. A. Scnropper, President. 
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WALLACE & CANNON, 
Chicago, Ill., March 10, 1955 


Re report of Subcommittee on Patent Extension Bill, H. R. 3134. 


BoarD OF MANAGERS, THE PATENT LAW ASSOCIATION OF CHICAGO, 
C/o Mr. Roy H. Olson, Chairman, Legislative Committee, 
141 West Jackson Boulevard, Chicago 4, Il. 

GENTLEMEN: The subcommittee which you recently appointed for the study 
of this bill, H. R. 3134, has reviewed the same and submits herewith its report 
relative thereto: 

ANALYSIS OF THE BILL 


1. This proposed bill, H. R. 3134, was introduced into the House by Repre- 
sentative Reed of Illinois, on January 26, 1955, and has been referred to the 
House Committee on the Judiciary. It proposes to empower the Commissioner 
cf Patents, upon application, and after published notice and hearing, to extend 
the term of a patent where a license has been granted to the United States 
on a royalty fee or nominal royalty basis, or where restrictions have been placed 
upon the use, exploitation, ete., of the patented invention by reason of war, 
national emergency, or other circumstances beyond the control of the patent 
owner. 

The proposed extension of the patent, as set forth in section 5 of the bill, 
would be for a period of time equal to that during which the use, exploitation, 
er promotion of the patent was prevented, impaired, or delayed by reason of any 
of the circumstances referred to above. 

Section 6 of the bill gives the right of apepal to the CCPA or by way of an 
action in the District Court for the District of Columbia if the application for 
an extension is refused by the Commissioner ; 

Section 7 provides for the issuance of a certificate of extension and for pub- 
lication of notice thereof in the Official Gazette ; 

Section 8 (1) grants immunity to the United States by reason of any manu- 
facture, use or sale of the patented invention by or for the United States during 
the period of the extension ; 

Section 8 (2) provides that the extension of a patent under the act shall not 
impair the rights of anyone who before the passage of the act was bona fide 
in possession of any rights in patents or applications for patents conflicting with 
the rights in any patent extended under the act. This section also provides that 
the extension shall not impair the rights of anyone who was lawfully making, 
using or selling the patented invention before the passage of the act and that 
any such person may make, use or sell the invention covered by such conflicting 
patent, or application for patent, subject to the payment of a reasonable royalty 
for any period subsequent to the date of the extension ; 

Section 9 provides that a licensee under an extended patent shall have an option 
to continue the license for the period of the extension, or any part thereof, under 
the terms of the existing license, or of discontinuing the license at the end of 
the original term. This section also provides that if an extension is not issued 
until after the expiration of the original term of the patent, any embodiment 
of the patented invention made after the expiration of the original patent and 
before the grant of the extension may be sold or used after the grant of the 
extension, without infringement ; 

Section 10 provides that in any action for infringement after the expiration 
of the original term of the patent but during the extension the defendant may 
plead and prove that any material statement in the application for extension 
was not true in fact, and if this is established judgment shall be rendered for 
the defendant with costs ; 


RECOMMENDATION AS TO THE BILL 


It is the unanimous opinion of the subeommittee that this proposed patent 
extension bill (H. R. 3134) is highly objectionable and should be disapproved 
for a number of reasons, among which are: 

1. It would establish a dangerous precedent and, if passed, might well lead 
the way to a flood of other patent extension bills by interested groups; 

2. This bill is ostensibly a bill to permit the Commissioner to extend the term 
of a patent the normal use, exploitation, promotion or development of which was 
impaired by the grant of a royalty-free or nominal royalty license to the United 
States or by restrictions imposed by the United States by reason of the war or 
other national emergency but it is not, in fact, so limited because section 1 (2) 
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would empower the Commissioner to grant an extension where the normal use, 
exploitation, ete., of the patented invention has arisen *““* * * by other circum- 
stances beyond the control of the owner * * *.” 

Obviously, there could be innumerable circumstances “beyond the control” 
of a patent owner which could net in any possible way justify an extension of 
a patent, and we regard this language of section 1 (2) to be particularly danger- 
ous and objectionable. Moreover, under section 5 of the bill the Commissioner 
would be empowered to grant an extension for a period of time equal to that 
during which the nermal use, explaitation, etc., of the patented invention was 
prevented, ete., by reason of any of the circumstances set forth in section 1 (2) 
including ‘“* * * circumstances beyond the control of the owner * * *” and 
this could lead to the extension of a patent for many years for private reasons 
having nothing to do with any war emergency or national defense. We are 
strongly opposed to any such proposal. 

3. Section 8 (2) of the bill, which proposed to protect the rights of anyone 
who, before the passage of the act, was “* * * bona fide in possession of any 
right in patents or patent applications for patents conflicting with the right in 
uny patent extended under the act” is extremely vague and ambiguous and, 
if enacted, would give the Commissioner judicial powers over questions of patent 
infringement which always heretofore have been vested in the Federal district 
courts, where they should, in our judgment, remain. We strongly disapprove of 
this provision. 

4. We also disapprove of that part of section 8 (2) which provides that any 
extension granted under the act would not impair the rights of any person who 
before the passage of the act “* * * was lawfully making, using or selling the 
invention, covered by the extended patent, but any such persons may make, use 
or sell the invention covered by such conflicting patent, or application for a 
patent; * * * subject to the payment of a reasonable royalty for any period sub- 
sequent to the date on which the extension of the patent was granted.” 

We are strongly opposed to this provision of section 8 (2) of this bill for 
the same reasons pointed out in numbered paragraph 3 of this report, relative 
to the first provision of section 8 (2) and for the further reason that the 
proposed bill nowhere defines what is meant by the nebulous term “* * * con- 
flicting patent, or application’ nor does the bill set up any procedure for deter- 
mining such conflicts. 

5. We do not favor this bill for the further reason that if this bill were 
enacted into law the Commissioner would probably need to expand his present 
staff far beyond his present limited budget and capacity for the purpose of 
handling the flood of applications for extensions which would undoubtedly 
be filed under this proposed act. 

6. We feel that this bill is objectionable for the further reasons (a) that it 
represents undesirable class legislation; and (0) because they would, if enacted, 
seriously jeopardize the rights of the public and particularly manufacturers 
and other investors whe might, and frequently do, invest large sums of money 
in building and equipping plants for the anticipated manufacture of devices, etc., 
covered by patents, when such patents expire at the end of the 17-year statutory 
period. This has come to be and is an important concept in the American 
tradition and an important phase of American business life which would be 
seriously jeopardized if this bill was enacted and, if this were done, the public 
would never know what its status is in regard to any patent and anticipated use 
of a patented invention at the end of the now aecepted 17-year patent term. 

It is therefore the unanimous opinion of the subcommittee that our asocia- 
tion should strongly recommend against the passage of this bill. 

Yours very truly, 
CHARLES B. CANNON, Chairman. 
ANTHONY W. MOLINARE, 
JoHN T. Love. 


Larson & WHITING, 
Washington 6, D. C., March 18, 1955. 
Re patent extension bills H. R. 2128 and H. R. 3134, 
C. F. BRICKFIELD, Esq., 
Assistant Counsel, House Judiciary Committee, 
House of Representatives, Washington 25, D. C. 
Dear Mr. Brickrietp: In considering the testimony given at the hearing 
March 9, 1955, at which I appeared, one further thought occurred to me which 
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you may care to present to the committee in its further consideration of these 
bills. 

As a ground for passage of that portion of these bills which deals with the 
granting of a royalty-free license to the Government during the war as a ground 
for the extension, there was tesitmony by one witness to the effect that an 
inequity had resulted from a provision in his license agreement with the Gov- 
ernment terminating the license at the duration of the war plus 6 months, rather 
than at the duration of hostilities plus 6 months. 

It occurred to me that if any injustice was done by the armed services in 
this instance, although I don’t know that such was the case, the remedy might 
be to enact legislation which in effect would, in proper cases, set the termination 
date of such licenses back to the end of hostilities plus 6 months, leaving the 
patent owner with his remedy for unlicensed use by the Government during 
the interim between the termination of hostilities plus 6 months and the termina- 
tion of the war plus 6 months. By thus giving the patent owner an extension 
of his rights against the Government the inequity, if there was one, would be 
cured by a remedy which is commensurate with the inequity. It seems to me 
that would be a fairer cure for any such inequity than the present proposal 
that the rights of the patent owner against the commercial public be extended 
because of an inequity suffered at the hands not of the public but of the 
Government. 

Very truly yours, 
RicHAarD WHITING- 


ADDITIONAL STATEMENT SUBMITTED BY Harry H. HitrzeEMAN, CHICAGO 


The statement filed by Richard Whiting, of the American Patent Law Associa- 
tion, and his testimony at the hearing before this committee was strangely silent 
on the actions of other countries throughout the world on similar legislation. In 
order to acquaint this committee with patent extension legislation in other 
eountries, the writer has attached a chart at the end of this statement showing 
the status of such legislation. 

This chart shows that all the English-speaking nations, except the United 
States, have patent extension laws, Great Britain having the broadest, provid- 
ing for extensions of from 5 to 10 years for “inadequate return from patent of 
exceptional merit.”” And the same broad criteria is applied in India, Ireland, 
and New Zealand. 

Denmark has a law which extended all patents for the period of World War 
II and made it reciprocal only to nationals of Britain and France. Norway 
extends patents only to nationals of countries which reciprocate. 

From an examination of the list of countries named on the chart, it is certainly 
evident that patent extension legislation is not radical, nor class legislation. 
Patent extension laws are working in a large part of the world, the only large 
countries that are exceptions are Russia and its satellites and the United States. 

In a statement made to this committee in 1951, Mr. F. D. Foote stated that in 
Great Britain, up to the end of 1950 only 3,020 applications had been made, 
1,678 having been granted. So it would certainly seem that there would be no 
“overloading of the Patent Office by a flood of applications,” as glibly stated by 
Edwin H. Arnold, representative of the National Association of Manufacturers 
at the hearing on March 9, 1955. And he also pointed out that under the 
Veterans’ Extension Acts of June 30, 1950, and July 1, 1952, only 113 extensions 
were granted and 45 were denied. Yet as much alarm was shown by NAM 
at the hearings on these bills about the “flood of applications.” 

Summarizing briefly, patent extension laws have and do now exist in prac- 
tically every foreign country that is important industrially, except Russia. In 
most of these foreign countries the original term of the patent is as long or 
longer than the 17-year grant in the United States. It is 20 years in France, 
Belgium, Spain, and Hungary; 18 years in Austria, Holland; and 17 years in 
Denmark, Norway, and Sweden. In Great Britain and most of the British 
Commonwealth’, the original term is 16 years, just 1 year less than our own. 
Beyond these original terms, the patents may be extended for periods varying 
from 4% years to10 years. These facts, too, are shown in the schedule submitted 
herewith. , 

The foreign countries have not experienced any administrative difficulties. 
Some speakers before your committee mentioned the difficulties that would face 
our Patent Office if “hundreds of thousands of applications” should be made for 
patent extensions. Even assuming that the United States has two times as many 
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patents as Great Britain, it does not follow that two times as many patentees 
were injured here as compared with the more stringent war economy of Great 
Britain. The great majority of patentees here were not injured and many were 
positively benefited by the war. The probabilities would seem to be that, under 
a patent-extension law, our experience would approximately duplicate that in 
Great Britain. 

The governments of the listed countries apparently do consider the patent 
owners as a special class or entitled to special consideration because of the special 
nature of the property right involved. Patent rights are limited by time, and 
relief in the nature of an extension of the life of the patent is the only relief 
sought. And as far as being detrimental to the public interest is concerned, 
incentive to invent would certainly follow the passage of patent-extension legis- 
lation. Stimulus to invention by action of the Government to grant extensions 
of patents for good cause shown would certainly be for the good of the entire 
people and the public interest would definitely be served by such action. 


Principal countries which have patent extension legislation 


| Regular : 
Country term Provision for extension Criteria 
(years) 


Australia... ___-! ey ica ben cd awe ......--| Where income ceased or was sub- 
stantially reduced due to war 
restrictions. 

Belgium - - -- 20 | Yes, for maximum period of 5 years...| War restrictions. 

Brazil... . 15 | Yes, indefinite term. -- ..--| When deemed convenient to national 

interest. 
Yes, for 4 years, 8 months 22 days Not needed; all patents affected. 

17 (period of war moratorium). | 

‘ \)Yes, to British, French, and Danish | War restrictions. 
nationals only, due to reciprocity. 

eee Yes, for maximum period of 5 years- - -| Do. 

Great Britain-_-_- Yes, for 5 or 10 years. _.-_-- | Inadequate return from patents of 

| | exceptional merit. 

Yes, for 5 years.........- ...| All patents issued prior to Jan. 1, 1943. 

r ee ..| Inadequate return from patent of 

16 | | exceptional merit. 

lGcwadiuunsh ppiieaienehine ; ..| Considering further extensions where 

war restrictions interfered. 

16 | Same as Great Britain---- Same as Great Britain. 

15 | Yes, for period from Dec. 8, 1941, to | Inability to use patent or pay taxes 

date of restoration of patent. during war period. 

New Zealand --__| 16 | Same as Great Britain_ - | Same as Great Britain. 

Norway ---- 17 | Yes, with countries reciprocating only.| War restrictions or occupation for term 

of loss or impairment. 

South Africa-_- BOT BOR discdnindeegudddesdudadisacn ...-| War restrictions. 


Denmark. - 





! Increased from 15 years, Aug. 5, 1939. 
? Changed from 14 years in 1919. 
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